INTHE UNITED STATESDISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

PLANET HOLLYWOOD (REGION 1V), )
INC., aMinnesota corporation, et al., )

)
Plantiffs, )
) No. 96 C 4660
VS. )
) Magistrate Judge Schenkier
HOLLYWOOD CASINO )
CORPORATION, aDedaware )
corporation, et al., )
)
Defendants. )

FINDINGS OF FACT AND CONCLUSIONS OF LAW
PURSUANT TO FEDERAL RULE OF CIVIL PROCEDURE 52

Introduction

Asandion, welong have extolled the virtuesof freeand vigorous competition, and frequently have
cited our devotion to competition as a principa reason for our nation’s unparaleled economic success.
At the same time, we hold no lessdear the right of individuas and corporations to control and usether own
property, induding intellectud property suchastrademarks. Protection of trademark rightshasbeen apart
of our common law since the inception of this nation and has been expressed in federd legidation dating
back to 1870.

However, the boundaries of these respective rights of competition and protection often are not
clear, and often come into conflict. s one party merely seeking to compete fredy and fairly, or is it
atempting to unfarly usurp the intdlectud property of another? Is one party merely attempting to protect

itslegitimateright to control and useitsintellectud property, or isit seeking to unfarly expand itsintellectua



property rights beyond their proper scope? Questions such asthesetypicdly lie & the core of intellectua
property litigation, and this lawsuit is no exception.

On July 29, 1996, Planet Hollywood (Region V), Inc. and Planet Hollywood Internationd, Inc.
(collectivey, “Planet Hollywood”) initiated this lawsuit againgt Hollywood Casino Corporationand related
corporations and individuas (collectively, “Hollywood Casno”). Hollywood Casino operates casnosin
Aurora, lllinois and Tunica, Missssippi, and isin the process of establishing a third casino in Shreveport,
Louisana. Asnow amended, Planet Hollywood' scomplaint alegesthat Hollywood Casnoisguilty of false
designation of origin and trade dress infringement, in violation of the Lanham Act, 15U.S.C. § 1125 and
common law (Count 1); has infringed Planet Hollywood' s desgn marks, in violation of the Lanham Adt,
15 U.S.C. § 1114 and the common law (Count 11); has violated the Lanham Act, 15 U.S.C. § 1125(c)
and the lllinois Anti-Dilution Act, 765 ILCS 1035/15, by diluting the distinctive quality of Planet
Hollywood' s design marks (Count I11); has committed the common law tort of unfair competition (Count
IV); and has violated the Illinois Deceptive Business Practices Act, 815 ILCS 505/1, et seq. (Count V).
Inaddition, Planet Hollywood seeks a declaratory judgment that Planet Hollywood would not infringe any
trademark rights of Hollywood Casino werePlanet Hollywood to useitsdesign mark for casinosor hotels,
aninjunctionbarring defendants fromasserting adam of infringement or unfair competition based onPlanet
Hollywood's future use of its desgn mark for those purposes, and an order cancdling dl of Hollywood
Casino'sregistered trademarks for casino services (Count VI).

Hollywood Casino has responded by denying any infringement, asserting an array of afirmative
defenses attacking the scope and vdidity of Planet Hollywood' strademarks and trade dress, and pleading

itsown counterclam for infringement and declaratory relief against Planet Hollywood (and, to boot, joining



two senior Planet Hollywood officers as parties to that clam). Hollywood Casino’s counterclaim, as
amended, assertsthat by placing certain of its restaurantsin buildings that a so house casno operations run
by others, Planet Hollywood aready has infringed Hollywood Casino’s trademark and trade name and
committed false designation of origin in violation of the Lanham Act, 15 U.S.C. 88 1114, 1125(a), and
1126 (Counts| and 11); has committed common law unfar competition (Count 111); has diluted Hollywood
Casino’ strademark and trade name inviolation of the Lanham Act, 15 U.S.C. § 1125(c), and the lllinois
Anti-Dilution Act, 765 ILCS 1035/15 (Count 1V); and has violated the Illinois Consumer Fraud and
Deceptive BusnessPractices Act, 815 ILCS505/2 (Count V) and the Nevada Deceptive Busness Trade
PracticesAct, N.R.S. 598.0915 (1)-(3) (Count VI111). Hollywood Casino dlegesthat Planet Hollywood
hasunjustly enriched itsdf by virtue of thosedleged vidlations (Count V1), and pleads a separate count for
damagesdlegedly due and owing for the violaions of law dleged in Counts| through V1 inconnectionwith
the Planet Hollywood restaurant located at Caesar’ s Tahoe in Stateline, Nevada (Count VI1).
Hollywood Casino’s amended counterclam aso asserts a declaratory judgment count based on
Planet Hollywood' s possible future use of its mark for casino services. Hollywood Casino clams that if
Planet Hollywood in fact embarks upon the use of its trademark name for casino services, this would
congtitute trademark and trade name infringement and dilution of the Hollywood Casino mark in violation
of the Lanham Act and gpplicable state statutes, commonlaw unfar competition, deceptive trade practices
inviolation of applicable state datutes, and unjust enrichment. Asamirror image to Planet Hollywood' s
declaratory judgment dam, Hollywood Casino seeks not only that declaration but, in addition, a
declaration that Hollywood Casino’ smarksare vaid and neither generic nor descriptive, and an injunction

barring Planet Hollywood from using its mark in the future for casino services (Count 1X).



This case arigindly came before the Court on five summary judgment motions filed by the parties,
which raised a number of issues concerning the vaidity and dleged infringement of Planet Hollywood's
trademark and trade dress, and Hollywood Casino’ strademark.* During apretrial conference on June 1,
1999, the Court denied all summary judgment motions asmooat, in view of an agreement by the partiesto
convert the mations for summary judgment into a bench trid on the papers, pursuant to Federal Rule of
Civil Procedure 52 (doc. # 148-1). At the June 1 pretrid conference, the Court dso ruled that the trid
of this matter would be bifurcated, and the Rule 52 proceeding that is the subject of this opinionwould only
addressissuesof lidhility; that ruling was further confirmed in a subsequent order dated June 7, 1999 (doc.
# 149-1).

The parties agreed that the declarations, documents and other evidentiary materids submitted in
connection with the summary judgment motions would congtitute the evidentiary record for the Court to
congder in thisRule 52 proceeding, that the fact statements submitted in connection with the summary
judgment motions would be treated as proposed findings of fact, and that the summary judgment briefs
would be consdered as trid briefs. At the parties request, the Court adso accepted certain
supplementations to that record. Each party submitted additiona exhibits, the admissibility of which was
ruled onat apretrid conferenceheld on June 25, 1999 (doc. # 156-1). At Hollywood Casino’ srequest,
and withthe agreement of dl parties, the Court aso conducted sitevistsof the Hard Rock Café and Planet
Hollywood restaurants located in Chicago, Illinoisonduly 1, 1999, and of the Hollywood Casino located

in Aurora, lllinoison July 8, 1999. By agreement of the parties, those Site vigits were conducted without

'on March 3,1998, all parties to this action voluntarily consented under 28 U.S.C. § 636(c)to have amagistrate
judge conduct all proceedingsin this case, including the entry of final judgment.
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the presence of counsdl or the parties, and without the dates of the vigtsbeing disclosed to the employees
of the respective fadllities. In addition, at the request of Hollywood Casino, the Court convened an
evidentiary proceeding for a four-day period from July 19 through 22, 1999, at which time in-court
testimony was received fromfour withesses called by Hollywood Casino. Planet Hollywood aso examined
each of the witnesses, but eected to call no witnesses affirmatively.

The Court then heard closing argument from each sdeonJuly 26, 1999, and allowed the parties
tosubmit additional proposed findings of fact to take into account the full evidentiary record, induding what
had transpired during the evidentiary hearing. Those findings of fact were submitted on August 17, 1999:
Hollywood Casino submitted 403 proposed findings of fact, spanning 79 pages; Planet Hollywood
submitted 257 proposed findings of fact, spanning 52 pages (not surprisingly, those proposed findings
subgtantialy overlgpped with the fact statements previoudy submitted on summary judgment).

During closang argument, the Court raised, sua sponte, the issue of subject matter jurisdiction of
the parties respective declaratory judgment counts. that is, whether Planet Hollywood has sufficiently
progressed with concrete steps to use its name for acasno so asto create ajudticiable controversy at this
time. Planet Hollywood argued that the Court possessed subject matter jurisdiction, and Hollywood
Casino did not argue to the contrary. Neither side addressed that issue further in the proposed findings
submitted on August 17, 1999. However, after the submission of proposed findings, Hollywood Casino
moved to dismiss dl declaratory judgment daims inthe Amended Complaint and Amended Counterclaim
for lack of subject matter jurisdiction (doc. # 179-1). Planet Hollywood opposes the motion, but asserts

that if it is granted, attorneys fees and costs should be assessed against Hollywood Casino under 28



U.S.C. §1927 for vexatioudy litigating the decl aratory judgment issuesfor severa years, and thus saddling
Panet Hollywood with unnecessary litigation expenses.

Since the filing of these motions, the case has taken a few more twists and turns. First, on
October 12, 1999, Planet Hollywood (Region1V) and Planet Hollywood Internationd, Inc. filed petitions
in the bankruptcy court in Delaware seeking protection under Chapter 11 of the Bankruptcy Code.
Although thet filing triggered an autometic stay of dl plenary litigation againgt Planet Hollywood and thus
normaly would have barred further consderation of the Amended Counterclam (but not Planet
Hollywood' s Amended Complaint) at this time, Planet Hollywood and Hollywood Casino jointly asked
the bankruptcy court to lift the stay for purposes of this lawsuit, a request that was granted on
November 19, 1999. The pending bankruptcy action, therefore, does not affect this Court’ sauthority to
address the entire case before it. However, the parties have argued about the impact of this bankruptcy
filing -- and certain comments attributed to one of the individua plaintiffs about it -- on the Court's
congderationasto whether thereisa sufficdently concrete case or controversy to vest jurisdiction over the
declaratory judgment actions, and the parties have submitted further written argument on that issue,

Second, on October 21, 1999, Hollywood Casino filed amotion under Fed. R. Civ. P. 15(b) to
further amend its Amended Counterclaim to conform to the evidence (doc. # 181-1). In substance, that
motion seeks to excise Counts I-VI1I1 from Hollywood Casino’s Amended Counterclaim -- that is, dl
claims asserting violations based on Planet Hollywood's past and current uses of its marks. Planet
Hollywood ressts that motion, and that matter dso is presently before the Court.

The Court has carefully considered the evidence and arguments submitted by the parties in this

Rule 52 proceeding. The Court’srulings are as follows:



1 Hoallywood Casino’ smotionto dismissthe declaratory judgment damsfor lack of subject
matter jurisdiction (doc. # 179-1) is granted. The Court therefore dismisses without
prgjudice Count VI of the Amended Complaint and Count IX of the Amended
Counterclam. Planet Hollywood' s request for an assessment of fees and costs againgt
Hollywood Casino under 28 U.S.C. § 1927 is denied.

2. Fina judgment is hereby entered for defendants, and againgt plaintiffs, on Counts | through
V of the Amended Complaint (which are dl remaining daimsin the Amended Complaint
after dismissd of the declaratory judgment clam in Count V1).

3. Hoallywood Casino’'s mation to conform the pleadings to the proof by deeting Counts |
through V111 of the Amended Counterclaim (doc. # 181-1) is denied. Turning to the
merits of those daims, find judgment is hereby entered for the counterdefendants, and
agang the counterplaintiffs, on Counts | through VI1II of the Amended Counterclaim
(which are dl the remaining daims in the Amended Counterclaim after dismissd of the
declaratory judgment clam in Count IX).

Set forth below are the findings of fact and conclusions of law that form the basis for the Court’s
rulings, asrequired by Rule 52(a). To the extent that any finding of fact congtitutesa conclusionof law, the
Court hereby adoptsit as such, and to the extent that any conclusonof law congtitutes in whole or in part
a finding of fact, the Court adopts it as such. See Miller v. Fenton, 474 U.S. 104, 113-14 (1985)
(discussing the methodology for digtinguishing questions of fact from questions of law). The various
subheadings that appear throughout this opinion are not themsdvesfindings or conclusions, but are merdy

inserted for the convenience of the reader.?

2References to the evidentiary materials from which the Court’ s findings are drawn will be in accordance with
the following conventions: (1) references to testimony offered at the evidentiary hearing on July 19-22, 1999 and the
closing argument on July 26, 1999 will be preceded by “Trial Tr.”; (2) references to other transcripts will be preceded by
the date of the proceeding and the reference “Tr.”; (3) references to exhibits that were separately marked by Hollywood
Casino and Planet Hollywood at the evidentiary hearing will be preceded “HC Tr. Ex.:” or “PH Tr. Ex.”; (4) referencesto
other evidentiary materials submitted by Planet Hollywood will be preceded by the reference “PH App.”; and (5)
references to other evidentiary materials submitted by Hollywood Casino will be preceded by the reference “HC Ex.”
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FINDINGS OF FACT

THE GENESISOF THE PLANET HOLL YWOOD CONCEPT.

1. Aaintiff/Counterdefendant Planet Hollywood (Region 1V), Inc. (“PH-Region 1V”) isa
Minnesota corporation, with its principa place of businessin Orlando, Horida. PH-Region IV currently
ownsthe rightsin the dleged “Planet Hollywood” trademarksand trade dress that are the subject matter
of the Amended Complaint. Plaintiff/Counterdefendant Planet Hollywood Internationd, Inc. (“PHI”), a
Deaware corporation with its principd place of busness in Orlando, Horida, is the parent of PH-
Region 1V.

2. Counterdefendant Keith Barish is a former Chairman of the Board and principd
shareholder of PHI. In late 1988 or 1989, Mr. Barish began to develop the concept of arestaurant that
would pay tribute to Hollywood by featuring memorabilia, merchandise and movie footage. The initid
name that Mr. Barish considered for this concept was “ Café Hollywood.”

3. Counterdefendant Robert Earlisthe Chief Executive Officer of PHI, amember of itsBoard
of Directors, and one of itsprincipd shareholders. Heisdso the Chief Executive Officer of PH-Region V.
Mr. Earl’ srespongbilities have involved the day-to-day management of the Planet Hollywood operations.
By contrast, Mr. Barish' s responsibility has principaly been to preside at PHI’ s board meetings, he has
not been involved in day-to-day operations (1d.).

4, Mr. Eal fird met withMr. Barish concerning the then“ Café Hollywood” concept inabout
1989. Beginning early in the development of this concept, Messrs. Barish and Earl envisioned the

enterprise as not being limited soldy to restaurants, but as potentidly expanding into a variety of



entertainment and leisure services. The Court findscredible the testimony of Mr. Earl that the decison to
change the name of the concept from “ Café Hollywood” to “Planet Hollywood” reflected that intent to
apply the concept to avariety of entertainment functions (Trial Tr. 799-801).

5. Thefirg Planet Hollywood restaurant opened in New Y ork City, New Y ork, onor about
October 21, 1991. Asof August 1998, therewere eighty-eight Planet Hollywood restaurants located in
thirty-five countriesonvirtudly every continent. Thirty-threeof thoserestaurantswerelocated inthe United
States. Four of the restaurantsin the United States are located in hotels which aso house separate casno
operations. Harrah's Casino Hotel in Reno, Nevada; Caesar’ s Palace Resort in LasVegas, Nevada; and
Caesar’ s Casino Hotels in Lake Tahoe, Nevada, and Atlantic City, New Jersey.

6. Inaddition, Planet Hollywood has offered a number of goodsand servicesunder the Planet
Hoallywood trademarks or trade dress other than restaurant services, induding night club and bar services,
movie screenings, and the sde of apparel and toys. As of 1998, Planet Hollywood also had a hotel under
congtructionin New Y ork City. However, Planet Hollywood has never offered casino servicesunder its

name; nor does Planet Hollywood presently have any concrete plansto do so.

. PLANET HOLLYWOOD’S TRADEMARKS.

7. From the beginning of its operations in 1991, Planet Hollywood has used trademarks and
sarvice marks comprised of the words “Planet Hollywood,” both standing a one and superimposed over a
gylized star and globe symbol. Those trademarks and service marks have been duly registered with the

United States Patent and Trademark Office asfollows:



Mark Registration
No.

“Planet Hollywood” 1,776,944
(word mark only)

“Planet Hollywood” 1,788,712
(curved, stylized
word mark)

Registration
Date

06/15/93

08/17/93

10

Services/Goods

Jewelry, namely decorative tie pins of non-
precious metd; clothing, namdy tee-shirts,
shirts, swesatshirts, polo shirts, sport shirts,
shorts, jackets, caps, bolo ties; restaurant,
bar, night dub and restaurant takeout
sarvices (first usein commerce 10/22/91).

Jewery, namey decordive tie pins and
lgpd pins of non-precious metd (first usein
commerce 10/22/91); printed matter,
namdy menus, dationery, notecards and
postcards (first use in commerce
10/22/91); dothing, namdy tee shirts,
shirts, sweatshirts, polo shirts, sport shirts,
shorts, jackets, capsand bolo ties(first use
incommerce10/22/91); toys, namdy plush
duffed animds (firg use in commerce
11/20/92); entertainment services, namdy
conducting exhibitionservices in the nature
of fedivds and movie screenings, the
presentation of liveand recorded musc and
film exhibitions (firg use in commerce
10/22/91); restaurant, bar, night club and
resaurant takeout services (fird use in
commerce 10/22/91).



Mark Registration

No.

Registration
Date

“Planet Hollywood” 10/12/93
(curved, stylized

wood mark super-

imposed over globe

and star symbol)

1,798,442

“Planet Hollywood” 06/14/94
(curved, stylized

wood mark super-

imposed over globe

and star symbol)

1,839,216

11

Services/Goods

Jewelry, namely decorative tie pins and
lapd pins of non-precious metd (first usein
commerce 10/22/91); printed matter,
namdy menus, dationery, notecards and
postcards (first use in commerce
10/22/91); dothing, namdy tee shirts,
shirts, swest shirts, polo shirts, sport shirts,
shorts, jackets, capsand bolo ties (first use
incommerce 10/22/91); toys, namdy plush
duffed animds (firg use in commerce
11/20/92); entertainment services, namely,
conducting exhibition servicesin the nature
of fedivds and movie screenings, the
presentation of liveand recorded musc and
film exhibitions (firg use in commerce
10/22/91); restaurant, bar, night club and
resaurant takeout services (fird use in
commerce 10/22/91).

Meta key chains (first use in commerce
10/21/91); watches (first use in commerce
10/0/92).



Mark Registration
No.

“Planet Hollywood” 1,890,377
(word mark only)

“Planet Hollywood” 1,918,766
(curved, tylized

wood mark super-

imposed over globe

and star symbol)

(PH App. Vol. 1. Ex. 4 A).

Registration
Date

04/18/95

09/12/95

12

Services/Goods

Lape pins of non-precious metd (first use
in commerce 10/22/91); dtationery,
notecards and writing paper (first use in
commerce 2/1/93); toys, namdy plush
duffed animds (fird use in commerce
11/20/22); conduction of exhibition
sarvicesinthe nature of festivals and movie
sreenings  (first  use in commerce
10/22/91).

Sunglasses (first useincommerce 08/0/93).



8. Astoeachof theseregistered marks, Planet Hollywood has disclaimed any “exdusve right
to use ‘Hollywood, apart from the mark as shown.” In addition, Planet Hollywood has admitted that
particular colors or color combinations are not an element of the registered marks?

9. Thereis no disputethat the Planet Hollywood trademarks are extremely wdl known, both
the stand-a one word marks and the word marks superimposed over the globeand star symbol (hereinafter
referred to as Planet Hollywood' s “globe mark”). The record is replete with statements attesting to the
extraordinary notoriety that has attached to the Planet Hollywood marks. For example, Mr. Barish
attributed to the Chairman of Coca Cola the observation that Planet Hollywood “is the most famous and
well-known brand created inthe last thirty years’ -- anassessment withwhichMr. Barishwhole-heartedly
agreed. While not going quite so far, a number of representatives of the defendants likewise have
acknowledged that the Planet Hollywood mark is “wel known” (Trid Tr. at 200); “well-recognized” (PH
App. Vd. 2 Ex. 8 (Riviera-Soto Dep.) at 35), and “widdy known” (PH App. Vol. 2, Ex. 12 (Thompson
Dep.) at 114). Tedimony by non-parties confirms this assessment (see, e.qg., PH App. Vol. 2Ex. 9, at 74,
Ex. 10, a 103; Ex. 11, at 24). Indeed, defendants have admitted in their proposed findings that “[t]he
Panet Hollywood mark isextremey famous’ (Defendants and Counterclam-Plaintiffs Proposed Findings
of Fact inSupport of Infringement, at 3, ] 14). Based onthisand other substantial evidence offered during

this proceeding, the Court finds that the Planet Hollywood trademarks identified in Finding No.7, above,

% Planet Hollywood has sought and obtained other more recent registrations for “Planet Hollywood Hotel,”
issued May 11, 1999; “Planet Hollywood Resort,” issued December 10, 1998; and “Planet Hollywood Online,” issued
June 14,1999 (HC Tr. Ex. 212). The latter application disclaimed the phrase “Hollywood Online”; the other two did not
disclaim the word “Hollywood.”
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are famous marks throughout the United States, and have substantid strength in identifying the source of
goods and services provided.

10. However, the Court finds that Planet Hollywood has not proven the contention -- found
in its proposed findings -- that the word “Planet” is the dominant component of the mark. The Court has
considered Mr. Earl’s testimony that the word “Planet” is dominant, as well as the evidence that Planet
Hollywood is sometimes cdled “The Planet.” However, there is other evidence indicating that the word
“Planet” is no more dominant in the mark than the word “Hollywood.” While Planet Hollywood has
generdly disclamed the exclusve right to the word “Hollywood,” it has not done so with respect to the
marks as shown. While Planet Hollywood' s globe mark does convey a“planetary” message, it does so
inconjunctionwith“Hollywood,” aword that alsois emblazoned acrossthe globe. The starson the Planet
Hoallywood mark are consistent with both a planetary and a Hollywood theme.  And, the Court notesthat
Planet Hollywood' s current attempt to downplay the importance of the word “Hollywood” initsmark is
in tengon with Planet Hollywood's earlier statement, in opposing summary judgment, that the word
“Hallywood” is a “ggnificant dement[ | of Planet Hollywood's design mark” (Planet Hollywood's
Memorandum in Opposition to Hollywood Casino's Motion for Summary Judgment on Planet
Hollywood' sDesgn Mark Infringement, 9/14/98, a 11). This evidence suggeststhe words* Planet” and
“Hallywood” have comparable emphass in the marks.

11. Moreover, thereis aso evidenceindicaingthat theword* Hollywood” isthe dominant part
of themark. For example, the word “Hollywood” isthe only word that has survived as the name evolved
from “Café Hollywood” to “Planet Hollywood.” Planet Hollywood has acknowledged that “Planet

Hollywood” wasintended to be the definitive tribute to Hollywood, and as aresullt, it was deemed essentia
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to include the word “Hollywood” in the name. In a suit againg an aleged infringer named “Planet
Hoboken,” Planet Hollywood agreed as part of a settlement that the establishment could go by the name
“The Planet” (Trid Tr. 849; HC Tr. Ex. 500) -- which would tend to suggest that Planet Hollywood does
not consder “Planet” to be the dominant component of itsmark. 1n sum, the Court findsthat the evidence
does not support afinding that “Planet” is the dominant component of the mark (whether that word isequal
or subordinateto the word “Hollywood” as a component of the marksis a questionthe Court need not and

does not decide).

[11.  PLANET HOLLYWOOD'S TRADE DRESS.

12.  The Planet Hollywood restaurants are a part of what hasbeenreferred to by some asthe
“eatertainment” industry, whichis made up of themed restaurantsthat providebothfood and an entertaining
environment. Restaurantsin the* eatertainment” industry include Planet Hollywood, The Hard Rock Café,
Rainforest Café, Harley-Davidson Café and Country Star Café.

13. Based on the Court’ s site visit to Hard Rock Café and Planet Hollywood in Chicago, as
well asthe Court’ sreview of videotapes submitted by Hollywood Casino displaying the interiors of many
of these other restaurants, the Court finds that Planet Hollywood has devel oped alook and fed, or “tota
image,” that distinguishes Planet Hollywood establishments from others in the estertainment industry.* The
Court finds that the following combinationof dements make up this digtinctive image of Planet Hollywood

restaurants.

4 The Seventh Circuit recently has reaffirmed that “‘[t]rade dress’ refers to the total image of a product...,”
Syndicate Sales, Inc. v. Hampshire Paper Corp., 192 F.3d 633,52 U.S.P.Q. 1035, 1037 (7th Cir. 1999) (citations omitted).

15



A. An Emphasis on Celebrity Ownership.

14. One of the defining characterigtics of Planet Hollywood restaurantsisthe strong presence
of, and association with, the three leading celebrity investors in the enterprise: Arnold Schwarzenegger,
Silvester Sdlone and Bruce Willis Thereisno dispute that Planet Hollywood benefitsfrom itsassociation
withthose three individuds, whose action movies are among the most popular in the world (as measured
by box office receipts). Indeed, Hollywood Casino itsef submitted a proposed finding of fact
acknowledging this point (Hollywood Casino Proposed Findings of Fact in Support of Infringement, at 3,
117). The presence of those three celebrity ownersis conveyed not only by their persona gppearances
at various Planet Hollywood restaurants and functions, but in the decor of Planet Hollywood restaurants.
Planet Hollywood tends to cluster together displays and memorabilia of al three of the lead celebrity
owners near the entrances to their restaurants. Thus, immediately upon entering Planet Hollywood
restaurants, the consumer sees displays of posters and memorabilia fromthese individuadsemphasizingtherr
associaion with Planet Hollywood. In addition, those celebrity owners are highlighted in the Hollywood
Hills dioramas that are found in dl Planet Hollywood restaurants (see Finding No. 18, infra).

15.  While Planet Hollywood sdigtinctive image dso includes other e ements, whichthe Court
will describe below, the Court findsthat this associationwithM essrs. Schwarzenegger, Stdlone and Willis,
and the emphasis of those cdlebrities in the decor of the Planet Hollywood restaurants, is the sngle most
important e ement contributing to the Planet Hollywood image.

B. Display of Hollywood Memorabilia
16.  The Court findsthat the display of memorabilia fromfamous Hollywood moviesisaso an

important part of the distinctive look and fed of Planet Hollywood restaurants. Although there is afocus
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on the action moviesinvolving the three lead celebrity owners, the Court finds that the overal image of
Planet Hollywood is not limited to the presentation of memorabiliafromthose movies: Planet Hollywood
presents memorabilia from Hollywood movies spanning a variety of genres and generations. However,
contrary to Planet Hollywood' s assertion, the Court finds that the fact that the memorabiliais displayed in
plexiglass display casesis not adigtinctive part of Planet Hollywood' s presentation of memorabilia The
Court ismindful of Mr. Earl’ stestimony that he devised the idea of a*“clear modern look” for the display
cases to make them didtinctive to Planet Hollywood (Trid Tr. 768-769). However, as Mr. Earl further
conceded, the use of display cases employing plexiglassis not unique, and may be found in many places --
such as the Smithsonian Ingtitute (Tria Tr. 771-72). Based on a condderation of al the evidence
presented, induding the Court’ sSite viststo Planet Hollywood and Hollywood Casino, the Court findsthat
the design of the display casesis not sufficiently unique, or sufficiently identifiable to Planet Hollywood, to
be a digtinctive part of the Planet Hollywood image.®
C. The Use of Video Clips.

17. Planet Hollywood restaurants use monitors to display video clips of movies and earlier
Planet Hollywood restaurant openings. Those video dlips contain a limited amount of materid, and then
recycle and continuoudy repesat throughout the hours of Planet Hollywood' s operations. Thesamevideo

clipsare used at dl Planet Hollywood restaurants a any given time (dthough they are, of course, changed

5 In pretrial submissionsand at trial, Planet Hollywood asserted that its plexiglass display cases were unique.
Even in its proposed findings, Planet Hollywood asserted that what was unique were the display cases “made of
plexiglass in their entirety (except for the mounting)” (Planet Hollywood's Proposed Finding of Fact, at 33, 1 165).
However, elsewhere in the same proposed findings, Planet Hollywood subtly shifted its position to assert that what is
allegedly unique is its “distinctive clear display cases” (Planet Hollywood’ s Proposed Findings of Fact, at 6, T 25(2)).
Perhaps this shift is the result of the uncontradicted trial testimony that the majority of Hollywood Casino’s display
casesuseglassotherthan plexiglass(Trial Tr. 54-55, 377-78). In any event, the Court’ sfinding that the Planet Hollywood
display casesis unaltered by whether the transparent material used is glass, plexiglass, or something el se.
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over time). Thus, individudsin Planet Hollywood restaurants in Chicago, New York and Orlando at a
particular point in time would see the same video clips being displayed. The Court finds that this
presentation of video clipsis part of the digtinctive look and fed of Planet Hollywood restaurants.

D. The Display of Dioramas Featuring the Hollywood Hills.

18. All Planet Hollywood restaurants prominently display a diorama of the Hollywood Hills.
Some of the items depi cted inthe diorama may vary from one Planet Hollywood restaurant to the next, but
certain ylized dements remain congtant: such as, cutouts of the three lead celebrity owners (aswell as
other cdebrities) prominently displayed, and a depiction of city lights of Hollywood as viewed from a
balcony that usesfiber optics to recreete the lighting. The Court finds that those dioramas, which further
underscore the celebrity ownership of Planet Hollywood, contribute to the distinctive image of Planet
Hollywood restaurants.

E. Themed Rooms.

19. Planet Hollywood restaurantstypicdly have a series of three distinct rooms, each of which
has a different theme: Hollywood Hills, science fiction, and adventure. While some Planet Hollywood
restaurants dso may have additiona rooms that promote other themes that resonate with customersin a
particular location(e.g., a“gangster room” inChicago), dl Planet Hollywood restaurants have asther lead
concepts rooms promoting the same threethemes. The Court finds that those theme rooms are part of the
didinctive image of the Planet Hollywood restaurants, which Planet Hollywood uses to disinguish itsdlf

from other theme restaurants.
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F. The Planet Hollywood Marks.

20. Panet Halywood restaurants conspicuoudy display the famous Planet Hollywood
registered trademarks identified above. The admittedly famous markshep to uniqudy identify the Planet
Hollywood restaurants and are a distinctive part of the image conveyed by Planet Hollywood.®
G. Celebrity Handprints

21.  All Panet Hollywood restaurants feature a display of celebrity handprints, located just
outsdethe front door. The handprints are obtained from avariety of celebrities (not just the owners), and
the same sets of handprintsare displayed in the same manner a Planet Hollywood restaurants. The Court
isawarethat other enterprises also use celebrity handprints: Grauman's Theater in Cdiforniaisfamousfor
it, and indeed, located just afew blocks fromthe Planet Hollywood locationin Chicago isa sporting goods
store that dso disolays on the exterior walls celebrity handprints (abeit manly from sports figures).
However, the Court finds that the manner of presentation of the handprintsby Planet Hollywood, and the
congstent use of this presentation across Planet Hollywood restaurants, is one eement of the distinctive
look and fed that is associated with Planet Hollywood restaurants.

H. Art Deco Look.

22. Planet Hollywood has attempted to create an “art deco” ook, which it describes as
“reminiscent of Southern Cdifornia and the Beverly Hills Hotel, withan emphasis onthe colors pink, green,
with shades of blue and purple, and pam trees throughout” (Planet Hollywood' s Proposed Findings of

Fact, a 7, 11 25(7)(8)). Hollywood Casino has quarreled with Planet Hollywood' s attempt to [abel the

5The Court sees no reason that a trademark cannot be a part of a company’s trade dress as well. See, e.g.,
Hershey Foods Corp. v. Mars, Inc., 998 F. Supp. 500, 513-14 (M.D. Pa. 1998) (treating logo as part of trade dress.).
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Planet Hollywood decor as “art deco.” However, Samuel G. Bocchicchio, Hollywood Casino’'s Vice
Presdent of Design and the person responsible for dl creetive design for the Hollywood Casino facilities,
acknowledged that thereis no angle form that art deco takes: “[W]hen you say to define art deco, you
can defineit, but [what] it means to an artis, it's a different look, different to different artists’ (Trid Tr.
357). Based on the Court’sreview of the evidence, including itsvigt to the Planet Hollywood restaurant
in Chicago, the Court finds that the decor fits with the definition proposed by Planet Hollywood.
Furthermore, the Court finds that this decor, incombinationwiththe other d ements set forthabove, is part
of thelook and fed of Planet Hollywood restaurants that makes them digtinctive.
l. Items Not I ncluded I n Planet Hollywood' s Trade Dress.

23.  There are cartain additiond itemsthat Planet Hollywood clams as part of its trade dress,
which the Court finds are not part of the digtinctive image of Planet Hollywood restaurants:

a. Hollywood Icons. Planet Hollywood asserts that its trade dress includes “the
use of Hollywood icons brought to lifeinan attempt to make patrons fed that they have stepped right into
the movies’ (Planet Hollywood's Proposed Findings of Fact, at 7, 125(3)). At mogt, thisstaement isan
attempt to encapsulize the image that is created by the dements of tradedressdescribed above. The Court
finds that this statement is far too amorphous to identify a separate element of Planet Hollywood's
diginctive imege.

b. The Sale of Retail Merchandise. Planet Hollywood asserts as a part of its
trade dress “the sale of retall merchandise induding ‘Hollywood' merchandise and merchandise bearing
the word * Planet Hollywood' logo, sold in astudio store” (Planet Hollywood' s Proposed Findings of Fact

a 7, 125(6)). The fact that the Planet Hollywood marks are prominently displayed in the store helps
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identify the facility as “ Planet Hollywood” -- but that is due to the appearance of the marks, and not from
the fact of merchandise being sold. The evidence presented shows that it is typical for “eatertainment”
restaurants (such as, for example, Hard Rock Café) to sdl merchandisein a store that is adjacent to the
restaurant. The Court finds that neither the manner of sdlling the retall merchandise, nor the fact thet it is
“Hollywood’ merchandise, is sufficiently digtinctive or unique to distinguish Planet Hollywood.

C. Hawaiian Shirts. Planet Hollywood assertsasapart of itstrade dress “the sde
and use of Hawaian-type JAM shirts udng black, pinks and ydlows’ (Planet Hollywood's Proposed
Findings of Fact, at 7, 1 25(12)). Those shirts were designed by one of the celebrity owners, Mr.
Schwarzenegger, who frequently wearsthe shirt during personal gppearancespromoting Planet Hollywood.
However, affice it to say that Hawaian-dyle shirts usng those colors are not uncommon. Planet
Hollywood has not offered evidence sufficient to establish that the Hawaiian shirtsusng that color scheme
are unique to Planet Hollywood, or are uniquely associated by consumers with Planet Hollywood. The
Court finds that those shirts are not part of Planet Hollywood' s trade dress.’

24.  The Court’s findings that the items described in Finding Nos. 14-22 above constitute
elements of the digtinctive look and fed of Planet Hollywood restaurants are limited by two considerations
inparticular. First, the Court does not find that any Sngle dement, done, congtitutes Planet Hollywood' s

trade dress. While certain of these eements (for example, the celebrity ownership) are plainly more

"In addition, there are other items that Planet Hollywood claimed as part of its trade dress during thetrial of this
matter constituted a part of its trade dress that Planet Hollywood no longer includes as elements of its asserted trade
dress: specifically, an upside down swimming pool over the bar near the front of the restaurant, zebra-patterned
tablecloths, galactic star blue carpeting, filling the Planet Hollywood facilities “ to the brim” with memorabilia, the Planet
Hollywood menu, and screening of first-run movies and other special events (seePlanet Hollywood'’ s Proposed Findings
of Fact, at 6-7, 11 25-26; Planet Hollywood'’ s Response to Hollywood Casino Corporation’s Interrogatory No. 2(a)).
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important than othersin creeting the digtinctive image of Planet Hollywood, it is the combination of al of
those dements together that the Court finds creates the distinctive look and fedl of Planet Hollywood
restaurants-- apoint that Planet Hollywood concedes (Trid Tr. 792). Second, the Court emphasizes that
it does not generdly find that any and dl types of presentations of “video clips” or “Hollywood
memorabilia” or an “art deco look reminiscent of Southern Cdifornia” or *“dioramas featuring the
Hoallywood Hills” are unique to Planet Hollywood. Those are broad labels, which are a shorthand way to
describe the visud and mentd image created by the specific manner in which Planet Hollywood
restaurantshave implemented those dements. Plainly, anumber of those broadly described e ementscould
be, have been, and are now implemented by othersin ways different than the manner of implementation
chosen by Planet Hollywood. Planet Hollywood concedes as much: Planet Hollywood asserts, for
example, that its trade dress is not merdly in the fact that Planet Hollywood displays Hollywood
memorabilia, but rather inthe type of memorabiliaand the manner of itsdisplay. Thus, the Court’ s findings
as to the dements that make up the distinctive Planet Hollywood image are limited to the specific manner
in which Planet Hollywood has implemented those combination of dements.

25. Unlike the case with Planet Hollywood' s marks, which Hollywood Casino concedes are
famous, Hollywood Casino disputes that Planet Hollywood' s trade dress is even protectible a dl, much
lessfamous. Hollywood Casino points to satements made by Planet Hollywood in an earlier lawsuit with
Hard Rock Café as establishing that the d ements Planet Hollywood now dams as its trade dress are not,
in fact, unique to Planet Hollywood or protectible. As noted above, the Hard Rock Caféisapart of the
“egtertainment” industry. Severd years before this lawsuit, the owners of the Hard Rock Café filed suit

againg Planet Hollywoodinfederal court inCdifornia dleging, among other things, that Planet Hollywood' s
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display of themed memorabiliainfringed Hard Rock Café strade dress. In defending that lawsuit, Planet
Hollywood asserted that the Hard Rock “motif” was not entitled to trade dress protection because it was
functiond, was not inherently distinctive, and had no secondary meaning. In ad of that defense, Planet
Hollywood argued that “the successful concept of combining an entertainment-themed restaurant in a
museum-like setting is functiond and therefore cannot be permanently appropriated for the exclusive use
of any sngle competitor” (HC Ex.: Seidel Dec., EX. 5, a 4-5). Planet Hollywood argued that “[f]unctiond
elements that are part of *the actua benefit that the customer wishesto purchase’ are not limited to only
the item actudly purchased, but include the atmaosphere that the customer enjoyswithamed” (I1d., Ex. 5,
a 10-11). Planet Hollywood asserted that “it would not be possible to retain the basic gpped of an
entertainment indusiry oriented restaurant without utilizing memorabilid’ (Id., Ex. 5 at 9), and that “[t]he
glamour of the entertainment industry, the feature of Planet Hollywood that Morton objectsto, is lawfully
available for copying because of the cusomer’sinterest in and desire for that feature in aparticular class
of resaurants’ (Id., Ex. 5at 11).

26.  TheCourt takesjudicid noticethat Planet Hollywood' s mation to dismiss the trade dress
infringement damwas denied in Morton v. Rank America, Inc., 812 F. Supp. 1062 (C.D. Cal. 1993).
Thus, Planet Hollywood' s trade dress arguments did not persuadethat court to dismissthe case. Before
there was any find ruling on the merits of the trade dress infringement daim by Hard Rock or on Planet
Hollywood' s defenses, the parties entered into a settlement agreement resolving that litigation. Neither
party has offered into evidence acopy of the settlement agreement or proof of its terms, and the Court will

not infer that the settlement agreement contains any admissions or other statementsthat would indicate that
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ether party prevalled onthe trade dress argument. On the evidence submitted, the Court does not find that
Planet Hollywood prevailed in the Hard Rock litigation.

27. Hollywood Casino dso argues that the items Planet Hollywood clams for its trade dress
are used by many restaurants in the “ eatertainment” business. There is no dispute that restaurants other
than Planet Hollywood display entertainment-related memorabilia in a themed decor, and that such
restaurants existed prior to Planet Hollywood (Tria Tr. 565-66). In its proposed findings of fact,
Hollywood Casno has provided a chart identifying nine other “wdl known eatertainment industry
restaurants’ (induding the Hard Rock Café), many of whichfeature, asdoesPlanet Hollywood, loud music,
video displays, merchandise bearing logos, and memorabilia (Defendants and Counterclam Plaintiffs
Proposed Findings of Fact in Support of Non-Infringement, at 17-18, ] 70).

28.  The Court has congdered the evidence on this subject, including the videos submitted by
Hoallywood Casino showing the interiorsof those other restaurants. The Court finds that the ook and fedl
of Planet Hollywood is digtinct from the look and fed cresated by these other restaurants, which typicaly
promote themes other than “Hollywood” (such as country, rock music, blues, or sports). The Court finds
that athough those other restaurants share with Planet Hollywood certain elements that can be generdly
labded as “loud musc, video displays, merchandise bearing logos, and memorabilia,” those other
restaurants do not implement the dements in the same way as does Planet Hollywood. In addition, the
Court finds that Planet Hollywood daims (and, in fact, Planet Hollywood restaurants possess) certain
digtinctive eementsthat are not in evidence a the other restaurants cited by Hollywood Casino: such as,
the Planet Hollywood marks, the association with the celebrity owners Schwarzenegger, Stallone and

Willis and the digtinctive Hollywood Hills diorama.  The Court finds that the fact that those other
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restaurants possess dements that meet the same broad generd description as certain dements of Planet
Hollywood's image does not diminate or diminish the ahility of the specific combination of dements
implemented by Planet Hollywood from serving as a desgnator of source.

29.  TheCourt finds that the Planet Hollywood trade dress (asfound by this Court) isastrong
sgnifier of source. Planet Hollywood has offered no surveys or other studies to attempt to establish the
strength of its trade dress. However, the evidence shows that the defendants have engaged in extensve
marketing and promotional activities to create consumer recognition both of the Planet Hollywood
trademark and the digtinctive dements of Planet Hollywood' sappearance. Since 1991, Planet Hollywood
has spent morethan$45 millionon marketing and promotion (dthough some of that has been for promotion
outsdethe United States). Variouselementsof Planet Hollywood' sdigtinctivelook and fed havereceived
subgtantia press coverage (such as the celebrity ownership), asaresult of Planet Hollywood' s connection
to the Hollywood movie indugtry. 1n 1997, defendants sold more than $195 million in merchandise bearing
the Planet Hollywood marks, which was nearly forty percent of the annud direct gross revenues from the
Planet Hollywood establishments. Thislevd of sdes persuadesthe Court boththat the Planet Hollywood
marks (which are admittedly famous, and are a part of its trade dress) have wide circulation among the
consuming public, and that a large number of people have visited the Planet Hollywood restaurants

throughout the country and thus have been exposed to the ditinctive e ements of their gppearance.
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V.  THE DEFENDANTS/COUNTERPLAINTIFFS.

30. Hollywood Casino Corporation is a Delaware corporation, with its principal place of
business in Ddllas, Texas. Hollywood Casino owns and operates two gaming facilities, which are dso
parties to the Amended Complaint and Amended Counterclaim: Hollywood Casino Aurora, Inc., an
[llinois corporation with its principa place of busnessin Aurora, Illinois, and Hollywood Casino Tunica,
Inc., aMissssippi corporation with its principa place of busness in Robinsonville, Missssppi. A third
casino operaion is currently under congtruction in Shreveport, Louisana

31 Unitil recently, Hollywood Casino dso owned and operated the Sands Hotel and Casino
(the“Sands’) in Atlantic City, New Jersey, by and through a separate wholly-owned subsidiary or divison
of Pratt Hotdl Corporation. Edward T. Pratt, 111, who is a defendant but not a counterclaim plaintiff, isa
principal, president and chief executive officer of dl three of the Hollywood Casino corporationsinvolved
inthislawsuit. Greate Bay Casino Corporation (“Greate Bay”), a Delaware corporation with its principa
place of businessin Ddlas, Texas, isd so adefendant and acountercdlam plaintiff. Greate Bay isthe parent
of Greate Bay Hotel and Casino, Inc., which presently owns and operates the Sands. During the 1980s
and up until December 18, 1996, the Pratt Hotel Corporation owned and operated the Sands. Effective
January 1, 1997, the Pratt Hotel Corporation changed its name to Greate Bay.

32.  Atdl rdevant times, the Pratt family has owned or directly controlled Hollywood Casino
Corporation, Pratt Hotel Corporation, Greate Bay Casino Corporation, Hollywood Casino-Aurora, Inc.,
and Hollywood Casino-Tunica, Inc.

33.  TheHollywood Casno fadlityinAurora, lllinois opened onJdune 17, 1993, dthoughit was

publicly dedicated one month earlier. The Hollywood Casino in Tunica opened in August 1994. Tunica
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and Chicago are the third and fourthlargest gaming marketsinthe country, respectively (behind Las Vegas

and Atlantic City). It is conceded that the opening of the Hollywood Casino in Aurora marked the first

actua use of the term “Hollywood Casino” by defendants for the operation of acasino (Triad Tr. 187).

V. HoLLYywooD CASINO’S M ARKS.

34. Hollywood Casino Corporationowns the following federal trademark registrations for the

use of the term “Hollywood Casino”:

Mark

“Hollywood Casino’
(stylized word mark)

“Hollywood Casino”
(word mark)

Registration Registration Services/Goods
No. Date
1,849,650 08/09/94 Casino sarvices (firgt usein
commerce 06/17/93).
1,851,759 08/30/94 Casno sarvices (fird usein
commerce 06/17/93).
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Mark

“Hollywood Casino’
(word mark”)

“Hollywood Casino”
(stylized word mark)

Registration
No.

1,903,858

1,949,319

Registration Services/Goods
Date

07/04/95 Hotdl services (firg usein
commerce 09/09/94).

01/16/96 Hotel services (first usein
commerce 09/09/94).
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Mark Registration Registration Services/Goods

No. Date
“Hollywood Casino’ 2,256,306 06/29/99 Casinos, restaurant and bar
(stylized word mark sarvices, hotd sarvices (fird usein
with “film grip” commerce 07/29/96).
background)
“Hollywood Casino” 2,256,307 06/29/99 Casinos, restaurant and bar
(stylized word mark sarvices, hotd services (firg usein
with “film grip” commerce 07/31/96).
background)
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35. None of these 9x regidrations asserts any color component as a protected e ement of the
marks. In addition, each of these regidrations specificaly disclams any exclusive right to use the word
“casno” gpart from the trademark as shown.

36.  WhenHollywood Casino openedthe Aurorafadilityin June 1993, the only stylized verson
of the word “Hollywood Casino” that was used is the one registered as No. ‘650, which appears as

follows

Thisversion of the Hollywood Casino mark bears no resemblanceto any of the Planet Hollywood marks.
Thereafter, Hollywood Casino began using a different stylized verson of the same word mark, which is

registered as No. ‘319 and which appears as follows:

Thisversonof the Hollywood Casino mark bears no resemblance to any of the Planet Hollywood marks.
At some point thereafter (the date is not clear), Hollywood Casino began usng anunregistered version of

this word mark, which was encircled with stars and which appears as follows:
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The tesimony established that the development of this latter Sylized versonwasintended to give the mark
a“more Hollywood” appearance (e.g., PH App. Val. 4, Ex. 33 a 115). Thisverson, which was used
principaly on merchandise sold by Hollywood Casino, does not bear any resemblanceto any of the Planet
Hollywood marks.

37. In 1996, Hollywood Casino began using another presentation of the Hollywood Casino

mark, which is registered under number 306 and which gppears as follows:

This particular mark (which will be referred to as the “film strip mark”) is widdly used by the Hollywood
Cadgno on brochures, direct marketing, billboards, and within the casinos themsdves.  Although the
testimony did not reveal whenthis mark was first used, the trademark registration identifies July 29, 1996
asthe date of itsfirst use in commerce (see Finding No. 34). Hollywood Casino currently uses both the
film strip mark and the word mark (without background graphics).

38.  The Court finds that there are a number of differences between the trademark names

“PlanetHollywood” and “Hollywood Casino.” Although thetwo names sharetheword “Hollywood,” that
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word appears in a different sequence in each of the marks. The name “Planet Hollywood” has five
gyllables, and the name “Hollywood Casino” hassx. When viewed, the word marks do not look the same
(the differences in the words used are further emphasized by the use of different fonts and type styles).
When spoken, the word marks do not rhyme or otherwise sound the same. The Court findsthat theword
marks are sufficiently different that consumersconfronting the name“Hollywood Casino” inthe marketplace
would not likely be confused, or associate that name with Planet Hollywood.
39.  The Court dso finds that there are substantid differences between the Planet Hollywood
mark that features the stylized globe, and the Hollywood Casino film strip mark:
A. The Planet Hollywood mark consists of a globe designed to replicate the Planet
Earth, with a number of five-pointed stars embedded in it and one five-pointed star shooting fromit. By
contrast, athough the backdrop of the Hollywood Casino film strip mark is circular, it is in no way
suggestive of the Planet Earth. And, while there has been substantia dispute about whether the circular
back drop of the Hollywood Casino logo is a sphere or aflat disk, the Court finds credible the testimony
of Mr. Bocchicchio that it wasintended to -- and does-- portray aflatdisk (Triad Tr. 394-95).2 The Court
believes that this interpretation is supported not only by the way the word “casno” casts a shadow over
the circular backdrop (suggesting lack of multiple dimengon in the circle), but aso by the border around

the entire perimeter of the circle which, to the Court’ s eye, suggests that the circleisflat -- asisadisk.

8A globeis defined as “ something spherical or rounded;” a“spherical representation of the earth.” Merriam
Webster’sCollegiate Dictionary, 10th Edition, at 496. A “sphere” isdefined asaglobe or, moregenerally, asa*“globular
body” or aball (Id. at 1131). A “circle” is defined as aring (id. at 207), and a“disk” is defined as “the seemingly flat
figure of acelestial body” or a “thin circular object” (Id. at 334). The Court notes that Hollywood Casino’s graphic
manual (with an issuance date prior to thislawsuit) refersto the background design as a “circle” (HC Tr. Ex. 130, at §
2.030) which is consistent with the definition of a disk.
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B. Moreover, unlike the case with the Planet Hollywood globe mark, there are no
stars embedded inthe disk on the Hollywood Casino filmstrip mark, and no stars shooting from it. Planet
Hollywood characterizes the elght-pointed stylized figure that dotsthe“i” in theword “Casno” asa dar,
while Hollywood Casino cdls it “santillation” (which Webster defines as a sparkle or flash of light).
Whatever the proper characterization, the Court findsthat the elght-sided obj ect onthe Hollywood Casino
mark clearly isintended as punctuation, and does not resemble the five-pointed star that is shooting from
the globe in the Planet Hollywood mark.

C. In the Hollywood Casino film strip mark, the word “Hollywood” is superimposed
over a depiction of a grip of film, which itsdf is superimposed on top of the circular background. The
Panet Hollywood mark uses nothing Smilar to this film strip. Indeed, prior to adopting its stylized globe
mark, Planet Hollywood reviewed a number of designs, one of which used a strip of film (HC Ex.: Seidel
Dec., Ex. 12, 142-43). Planet Hollywood did not adopt that particular design.

D. The type dyle used for the words on the respective marksis different, as is the
placement of the words on the backdrops. 1n the Planet Hollywood mark both words appear in capital
letters, one word on top of the other. The words appear onthe lower center portion of the globewiththe
fird letters of eachword digned verticdly, and withtheword* Hollywood” thus extending beyond the word
“Panet.” By contrag, in the Hollywood Casino film strip mark, the word “Hollywood” gppearsin dl
capitd letters, but in adifferent style type than used in the Planet Hollywood mark. The word * Casino”
appears in a ylized script, with only the fird letter capitdized. Unlike the Planet Hollywood mark, in
which the word “Hollywood” extends to the right of the word “Planet,” the word “Casino” in the

Hollywood Casino mark is centered directly under the word “Hollywood.”
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E. In addition, while Planet Hollywood disclams that color isa part of the logo, the
Court notes that the samples of the Planet Hollywood mark that have been offered into evidence dl use
aglobe of asky blue color, with the words Planet Hollywood in the red letters with white borders. The
Hollywood Casino film strip mark does not use those same red and blue colors (Compare HC Tr. Ex.:
318A withHC Tr. Ex. 318D).

40.  The Court notesthat Planet Hollywood has offered no survey or other consumer evidence
to indicate any actud confusion when people see the Hollywood Casino film strip mark. Based on the
evidence submitted, the Court findsthat the marks used by Hollywood Casino are not so smilar asto be
likdy to create in the mind of consumers confusion with the Planet Hollywood marks, or any association
between Hollywood Casino and Planet Hollywood.

41. Planet Hollywood a so has asserted that Hollywood Casino hasused avariaionof the film

srip mark, in which afive-pointed star appears immediately above it, as shown below:

(Planet Hollywood Proposed Findings of Fact, at 18-19, 80). The Court finds that the above graphic

does not accurately represent Hollywood Casino’s use of the film strip mark. In its print advertising,
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Hoallywood Casino typicdly uses aborder shdl that includes depiction of lightswith astar at thetop. In
afew of those ads, the film strip mark appears directly under the gtar (e.g., HC Tr. Ex. 128, at H007130).
The depiction by Planet Hollywood crops out the rest of the border shell, and thus does not convey the
mark asitisseenby consumers who read those ads. Moreover, the Court findsthat evenin theinaccurate
manner portrayed by Planet Hollywood, the film strip mark withthe star over it is digtinct from the Planet
Hollywood globe mark in virtudly dl of the ways described in Finding No. 39, supra, and would not be
likely to create confusion or an association with Planet Hollywood.

42. The Court dso finds that Planet Hollywood has faled to establishthat in adopting the film
grip mark, it was the intent of Hollywood Casino to create a mark confusngly amilar to that of Planet
Hollywood. Inmaking that finding, the Court ismindful of the August 3, 1995 memorandum from Richard
Knight (then the executive vice president for operations of Hollywood Casino Corporation), in which he
referenced two sample tee shirts, one with the then current Hollywood Casino logo and the other with an
older Hollywood Casino logo design that was being “revamped with the addition of a circular desgn da
Planet Hollywood” (PH App. Val. 5, Ex. 35dd). No evidence has been offered as to the appearance of
the particular proposed“ revamped” mark to whichMr. Knight referred (Trid Tr. 895), or how it compares
to the film strip mark actualy adopted by Hollywood Casino. The Court has consdered Mr. Knight's
tesimony that he was not involved inthe creation of that revamped design and did not know whereit came
from; that his satement was areflection of the use of a circular background; and that he could have just
aseadly sad “daHard Rock” as“daPanet Hollywood” (PH App. Vadl. 4, Ex. 33, at 118, 143-44). In
thislatter regard, the Court notes that in fact a number of restaurants other than Planet Hollywood do use

circular backdropsfor their logos(see, e.g., Trid Ex. 318B; Trid Tr. 735). The Court hasaso consdered
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the testimony of Mr. Bocchicchio, who designed the film strip mark, that he wanted to creste alook that
represented the Hollywood industry, and after attempting severd variations, arrived at this depictionwhich
used the film grip and the flat disk which was intended to represent the end of a film canister (Trid Tr.
394).

43.  TheCourt findscredible Mr. Bocchicchio’' sexplanation of how he derived the Hollywood
Cagno film grip mark. Thus, the Court finds not only that the film strip mark is not confusingly smilar to
the Planet Hollywood mark, but also that it was not Hollywood Casino’ s intent to create a mark that was

confusngly smilar to the Planet Hollywood mark.

VI.  THENATURE OF THE CASINOS OPERATED BY HoLLYwoOD CASINO.

44.  Thecasnos operated by Hollywood Casinosin Auroraand Tunicaare both“dock-side”
cadnos, asis necessary due to goplicable lawsinMississippi and Illinais that dlow casino gambling to take
place only on structures resting on water. Hollywood Casino is in the process of developing a third
location, this one in Shreveport, Louisiana, which will also be a dockside casno. However, the fact that
these are docksde |ocations does not affect the games offered by these casinos, which are not materidly
different from the complement of games offered by land-based full service casnos.

45. A “full serviceg’ casno is one that offers games of chance that are banked by the house.
Full service casinos offer a complete range of casno games, including roulette, craps, dot machines and
black jack. The evidence establishes that the Hollywood Casinos in Aurora and Tunicafit the definition

of “full service’ cadnos.
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VIl. THELEVEL OF SOPHISTICATION OF CASINO CUSTOMERS.

46.  Saul Leonard, an expert witness retained by Hollywood Casino with certain expertisein
the hospitdity and gaming indudtries, testified that “[a]ny time any person makes a determingation to go to
acadno or any smilar type of fadlity, they have provided a reasonable amount of care as to the reason
why they are going there, especidly if they have an dternative betweenthat facility and another one” (PH
App. Vol. 2, Ex. 18, at 64-65). The Court finds that this tesimony is supported by other evidence and
iscredible,

47. Mr. Leonard aso opined that the typical casno customer doesnot “risk[ ] agreat dedl of
money on the gambling budget” (Trid Tr. 626). However, the evidence etablished that with repect to
casnos in the greater Chicago area (which would include Hollywood Casino in Aurora), the casino’s
average “winper admisson” -- or put another way, the average amount lost by each patronwho gambles
-- is$58.40 (Tr. Ex. 201, at 47). That figureis higher for individuas who frequent casnosin Las Vegas
and Atlantic City (Trid Tr.677-78). TheCourt findsthat thiskind of expenditure, which doesnot include
any amounts spent for food, beverage or merchandise purchases, indicates that patrons of acasino have
made a purposeful (and not impulsve) decision to spend their entertainment dollars on a casino visit.
Indeed, during dosng argument, counsdl for Hollywood Casino admitted that individuas who frequent
casinos are making deliberate and not impulsive purchases. “They know which casino they are going to
and why they want to go there” (Trid Tr. 919).

48. Hollywood Casino has argued (and offered opiniontestimony) that many individuds who
frequent casinos are not sophisticated about the nuances of gambling itsdf (see Hollywood Casino’'s

Proposed Findings of Fact in Support of Infringement, at 23-24, 11 134-136). There has been no
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evidenceto controvert the opinion testimony offered by Hollywood Casino on this point, whichthe Court
findscredible. However, the Court findsthat any lack of sophistication that casino patrons have about how
to gamble (e.g., whether the odds favor sanding pat or taking another card in a particular game of
Blackjack) does not establish a lack of “sophigtication” (or purposefulness) about deciding whether or
where to gamble. The Court finds that individuds who frequent casinos are likely to have made a
purposeful decisionto do so -- apoint which Hollywood Casino concedes (Trid Tr. 919). That decison

becomes no lessrationd or purposeful merely because the person making it may not be skillful in the art

of gambling.

VIII. THE SERVICES OFFERED BY THE PARTIES.

49. Panet Hollywood restaurants offer both food and bar services, aswdl asthe retail sdle of
merchandise. Although none of the Planet Hollywood restaurants themselves offer any casino services a
the present time, Planet Hollywood operates four restaurants in hotel s that independently house casinos:.
Harrah’s Caano Hotel in Reno, Nevada, Caesar’s Casno Hotel in Lake Tahoe (Stateline), Nevada;
Caesar’ s Casino Hotd in Atlantic City, New Jersey; and Caesar’ s Paace Resort in Las Vegas, Nevada.
No other Planet Hollywood restaurantsin the United States-- induding the ones closest to the Hollywood
Casnosin Auroraor Tunica-- are located in facilities that aso offer casino services.

50. In addition to offering full-service casnos, the Hollywood Casinosin Auroraand Tunica
each have severd restaurants. At the Aurora facility, Hollywood Casino offers two “fine dining”
restaurants. Café Harlow and Fairbanks Steak House. The pricefor amedl at these restaurants averages

$40 or more. These restaurants feature memorabilia from the Golden Era of Hollywood and include
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disolays fromactors of that era, induding the individuas fromwhomthe names of the restaurants are taken:
Douglas Fairbanks and Jean Harlow.

51.  TheHollywood Casno in Auroraaso hastwo morecasud, lower priced restaurants. One
is the Epic Hollywood Buffet, which offers “dl-you-can-eat buffets’ for one fixed price. The Epic
Hollywood Buffet conveys an art deco and Hollywood movie theme, which the Court finds shares a
number of characterigtics that had been planned for the food court that wasto be part of the failed Sands
project inthe late 1980s. Theremaining restaurant at the Aurorafacility isnamed “Louie Dombrowski’s,”
and is arestaurant that offers “diner” farein a setting that attempts to convey a 1950s theme.®

52. Hollywood Casino has offered undisputed testimony that food and beverage serviceisa
necessary complement to any gaming operation. The Court finds that testimony credible. No doubt it is
the god of any casno operation to maximize the amount of time -- and money -- that patrons will spend
gambling & the fadlity. It iscommon sense that offering restaurant and bar services, which alow patrons
to eat and drink without leaving the fadlity, will tend to encourage longer stays at the casino, and more
betting.

53. Planet Hollywood has offered no evidence that the restaurants at the Hollywood Casinos
in Auroraor Tunica compete in any way with the Planet Hollywood restaurants. There is no dispute that
Hollywood Casinos restaurants, like Planet Hollywood' srestaurants, are available to persons of any age.
But Planet Hollywood concedesthat people principaly vist a Hollywood Casino in order to gamble, and

that the “principa draw for the restaurants certainly has to be thar gamblers’ (Trid Tr. 890). Planet

%At Aurora, these restaurants all are located as the land-based portion of the facility, and not in the gaming
areas. Inthe gaming areas, there are also “fast food stands” where candy and fast food may be purchased.
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Hoallywood has offered no evidence that there is significant patronage (or indeed, any patronage a dl) of
Hollywood Casino restaurants by individuals who are not otherwise coming to the fadility for gambling
purposes. From the opening of the Hollywood Casino in Aurora in June 1993 through August 1998,
Hollywood Casino derived more than twelve times the amount of revenue from casino services asit did
fromthe sdle of food and beverage; amilarly, fromthe opening of the Tunicafacilityin August 1994 through
August 1998, Hollywood Casino derived seven times the amount of revenue fromcasino servicesasit did
fromthe sale of food and beverage. Peopleplanly are coming to Hollywood Casino principaly to gamble,
and not because they are choosing to patronize a Hollywood Casino restaurant rather than a Planet
Hollywood or some other restaurant. The Court finds that the restaurant and bar services offered by
Hollywood Casino are ancillary to the overriding purpose for whichthe casinosexist: that is, to offer games
of chance.

54. Further support for the proposition that Hollywood Casino’ s restaurants do not compete
with Planet Hollywood isfound intestimony by Planet Hollywood witnesses. Elizabeth Harrington, Planet
Hollywood's brand postioning expert, testified that the choice a consumer makes to go to a gambling
fadlity is different than the choice of going out to arestaurant: “I’m going to go out to eat or I'm going to
gotoaCasno. Sothereis[no] confusonbased onPlanet Hollywood asit currently exists as arestaurant

versus Hollywood Casino as agambling establishment” (HC Ex.: Seiddl Dec., Ex. 8, at 67).1° Moreover,

°p1anet Hollywood urges that Ms. Harrington’ s testimony should be disregarded on this point, because in
giving it Ms.Harrington assumed that the Hollywood Casinos had no restaurants. Indeed, Ms. Harrington was asked
to make an assumption at one point in her testimony (See HC Ex.: Seidel Dec., Ex. 8, at 70). However, Ms. Harrington's
statement about lack of confusion was made before she was asked to make that assumption. Indeed, she repeated her
answer before being presented withthat assumption: Ms. Harrington testified that she agreed with Mr. Leonard “there
is probably no confusion between Hollywood Casino and Planet Hollywood restaurants as they exist today, because
one is a casino and the other is a restaurant” (Id. at 68). The Court does not believe it credible that in giving those
answers an expert such as Ms. Harrington would assume that casinos, which would like patrons to stay as long as
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in testimony in aprior lawsuit, Mr. Earl acknowledged that casinos and restaurants are different channels
of business (HC Ex.: Seidd Dec., Ex. 11, 6002383-84).

55.  The location and nature of the Planet Hollywood restaurants and the Hollywood Casino
restaurantsfurther confirmsthat they do not compete with one another. Before Planet Hollywood closed
its Chicagoland restaurants, the Hollywood Casino in Aurora waslocated nearly 43 milesfromthe nearest
Planet Hollywood restaurant; the Tunica, Missssippi fadlity is currently located nearly 246 miles from the
nearest Planet Hollywood restaurant in Nashville, Tennessee. While some of the food and beverage
offered a the Hollywood Casino restaurants is of the same type offered by Planet Hollywood, the
restaurants themsdves are markedly different in various respects. To begin with, the names of the
Hollywood Casino restaurants dl differ from the name “Planet Hollywood” (the Epic Hollywood Buffet
shares one word of the Planet Hollywood name, but is not otherwise smilar). Planet Hollywood has
offered no evidence that someone egting at the Epic Hollywood Buffet, or Louie Dombrowski, or Harlow,
or Fairbanks would likey be confused into thinking they were associated with Planet Hollywood.
Moreover, thefood offerings at the Harlow and Fairbanks restaurants are Sgnificantly more expensive than
those at Planet Hollywood; the 1950s diner theme of the Louie Dombrowski restaurant is decidedly
different thanthe theme offered at Planet Hollywood restaurants; and the Epic Hollywood Buffet offersan
“dl-you-can-eat buffet” that is not available at Planet Hollywood restaurants. Planet Hollywood has
offered no evidence that in making a choice concerning whereto eat, consumersin Chicago, for example,

would consider asandternative to the Planet Hollywood restaurants downtown or in Gurneg, lllinais, the

possible, would not offer any restaurant or bar services whatsoever.
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restaurants offered at Hollywood Casino in Aurora(whichis 43 or more miles away) or in Tunica (which
is some 246 miles away from the nearest Planet Hollywood in Nashville).
56.  The Court therefore finds that the Hollywood Casinos in Aurora and Tunica do not

compete with Planet Hollywood restaurants.

IX.  THE STRENGTH OF THE HOLLYWOOD CASINO NAME.

57. Hollywood Casino has made a substantia financid invesment in the development of its
casinos. Thecogt of each of thefacilitiesin Auroraand Tunicaisin excessof $100 million, and the planned
casno in Shreveport will have a cost of gpproximately $230 million. Inaddition, during thefiveyears after
itsopening in 1993, Hollywood Casino in Auroraspent approximately $124 millioninwhat it characterizes
as“marketing expenses.” However, the vast mgority of that amount is attributable to the cost of “ comps’
(providing free benefits to gamblers) and specid events. Approximately $20 million of this amount is
atributable to direct mail, print, ectronic and billboard advertisng. Similarly, during the firgt four years
after it opened, the Hollywood Casino in Tunica spent gpproximately $60 million in what it characterizes
as “advertiang’; agan, the vast mgority of that sum was attributable to specid events. Still, not an
insubgtantia amount -- $13.6 million-- was attributable to direct mail, eectronic and billboard advertisng.

58. Hoallywood Casino has offered no direct consumer testimony or survey evidenceto attempt
to establish the geographic scope and strength of recognition of the Hollywood Casino name. Nor has
Hollywood Casino offered any evidence asto the leve of recognition of the name *Hollywood Casino”
apart from its grgphic marks: in particular, the film strip mark (Trid Tr. 928-29). Rather, Hollywood

Casno seeks to establish that its mark is strong by relying principaly on newspaper articles, the listing of
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Hoallywood Casino inthe* 1998 AmericaCasino Guide’ (Trid Exhibit 207), the existence of telephonecals
from dl 50 states to Hollywood Casino in Aurorasince it opened, and testimony by Messrs. Pratt and
Leonard. TheCourt findsthat the evidence offered by Hollywood Casino has not established that the name
“Hoallywood Casino” has ahigh levd of recognition outsde the Chicago and Tunica regions.

59. Based on the evidence submitted, the Court finds that the Hollywood Casinos principaly
focus on drawing from local and regiona markets. Hollywood Casino's internd manud states thet the
Aurorafadlity “draw[s] fromthe Chicagoland area,” and does not indicate any other source of patronage
(PHAmended App. Vadl. 9, Ex. 63, at 020). Mr. Leonard likewisetestified that the market for the Aurora
fadlity isloca or regiond, and extendsto consumerswithin a couple hours drive from the Auroralocation
(PHApp. Val. 2, Ex.18, at 140-41). Mr. Knight testified that the Aurorafecility hasaregiond market that
principdly drawsfromthe Chicagoland and Northernlllinois area, and that the Hollywood Casnoin Tunica
likewisedraws primarily fromaregiond market (PH App. Vol. 2, Ex. 15, a 54-56). And, during closing
argument, Hollywood Casino’ s counsal conceded that those casinosare patronized principally frompeople
in the Chicago and Tunica aress, respectively (Trid Tr. 916-17).*

60. Conggtent withthis testimony, the weight of the evidence dso establishes that Hollywood
Casino’ sprincipd advertisng has been local rather than nationa. That istrue both for the Auroralocation
and the Tunica fadlity (dthough the area of Tunica s advertisng is beginning to expand, advertisng on a

nationa scale has not been discussed). Moreover, the 1996 report on the gaming industry authored by

Uwhile Hollywood Casino offered evidence that the majority of individuals patronizing all casinosin Tunica
are from outside Mississippi (HC Ex.: Leonard Opp. Dec. 11 12-13), the evidence was not directly linked to patronage
of the Hollywood Casino in Tunicaspecifically. Moreover, that evidenceindicated the out-of - state patronage of casinos
in Tunicalargely comes from the Southeast, and it is thus regional at best -- not national .
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Mr. Leonard characterized Tunica as becoming “[a mgor regiona gaming center [ ]” (HC Tr. Ex. 201
a 44) -- not anational center.

61.  The Court hasconsdered Hollywood Casino’ stestimony theat it advertises and promotes
on anationd bass. Hollywood Casino offered evidence that it sends two million pieces of mail annualy
to people in dl fifty states, and mantans a computer data base identifying gpproximately 1.4 million
customers who have vigted itstwo casnos. However, Hollywood Casino offered no evidence asto how
many of those mailings are to persons outsde the states (or immediately surrounding states) in which the
Auroraand Tunicacasnosarelocated, and likewise offered no evidence asto how many of the 1.4 million
customersin the computer database are from states outsde those areas. The Court has also consdered
the fact that Hollywood Casino fadilities appear in the 1998 American Casino Guide, which is available
throughout the country. But the Court finds that the mere presence of the Hollywood Casinos in the
American Casno Guideis not particularly compeling evidence that their operations are well known and
recognized by consumersthroughout the country. That Guideincludesanumber of very small operations--
suchas” ChickenRanch Bingo” in Jamestown, Cdifornia (HC Tr. Ex. 207, at 148), whichoffersonly video
machines and bingo -- which Hollywood Casino would surely concede are not nationa in scope or
consumer recognition.

62.  The Court as0 has consdered Hollywood Casino’ s evidence of telephone calls made to
the Hollywood Casino “800 number” for selected one-month periods in 1993, 1994, 1995, 1996 and
1997 (HCTr. Ex. 23). Hollywood Casino offered thisevidenceto show thevolume of callsreceived from
different states throughout the country. Theinformation for 1995 has not been hdpful for this purpose,

since Hollywood Casino did not provide the state of origin for the phone calls. For the time periods
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selected in1993, 1994, and 1997, moreover, the great preponderance of cdls came from within the State
of lllinois 96 percent in 1993, 97.8 percent on 1994, and 72 percent in 1997. In addition, in 1997, while
there were cdls from dl 50 states, nearly 82 percent of the cdls came from states within 300 miles of the
Auroralocation.> The Court finds that this evidence does not support the defendants assertion that the
name “Hoallywood Casino” has a pervasive nationwide presence. To beginwith, this evidence showsonly
telephone cdls to Hollywood Casino and not patronage of the casino; there is no indication of how many
cdlswererecelvedinerror, or bythesameindividuasonrepeat cals. Moreover, the great preponderance
of cdlsin the last year that was measured (1997) came from ingde lllinois or within states located within
300 miles of the Aurora casno -- as was the case when the casino opened in 1993. This evidence
supports the Court’ s finding that any recognition of Hollywood Casino’s name is srongest within Illinois
and the adjacent areas, and sgnificantly diminishes as the distance from the casno increases.

63.  The Court aso has consdered Mr. Leonard's testimony that Hollywood Casino has
achieved anationa leve of recognition. However, the Court doesnot find that opinion persuasive. Certain
of the support Mr. Leonard cited (such as the Guidelising the Hollywood Casinos) hasa ready beenfound
by the Court to be flawed. Moreover, Mr. Leonard’ s opinion is not based on any consumer studies or
survey evidence, and it is, in fact, at odds with his deposition testimony that the market for the Aurora

fecility islocd or regiond (PH App. Vol. 2, Ex. 18 a 140-41).

2For the one month period measured in 1996, the data were dramatically different: only 31 percent of the calls
for that period were fromwithin lllinois, although slightly more than 63 percent still were froma location within 300 miles
of the Casino. Hollywood Casino offered no evidence to explain this disparity,orwhy agreater preponderance of calls
were received from within Illinoisin 1997 than in 1996.
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64.  The Court has aso considered the circumstances involving other companies using the
words“Hollywood” and “Casino” in names for casnos operated at great distancefromAuroraor Tunica
A. Induly 1993, Hollywood Casino filed alawsuit againgt the Debbie Reynolds Hotel
& Cadino, Inc. in Cdifornia (“Debbie Reynolds’), dleging that Debbie Reynolds infringed the Hollywood
Casno mark by using the name “Debbie Reynolds Hollywood Hotel/Casino/Movie Museum” for a
businessthat included casno services. Aspart of the settlement of that lawsuit in December 1993, Debbie
Reynolds agreed to change the name of the hotel and casino to “Debbie Reynolds Hotel/Casino and
Hollywood Movie Museum” (HC Tr. Ex. 25, 11 2, 6). While the settlement dlowed Debbie Reynoldsto
continue to display the word “Hollywood” prominently insdethe casino and on exterior Sgnage, asaresult
of the settlement the words “Hollywood” and “Casino” could not appear inthe same sequence as used by
Hollywood Casino in its mark. Debbie Reynolds s currently bankrupt and out of business. Hollywood
Cadno concedesthat there were no instances of actua confusionbetweenHollywood Casino and Debbie
Reynolds, either before or after the lawsuit and settlement (Trid Tr. 136).
B. InJanuary 1994, Hollywood Casino sued the MGM Grand Hotd, dlegingthat its
Las Vegas hotd/casino and theme park inLas Vegas infringed the Hollywood Casino mark by usng of a
neon sgn on the interior of the building that displayed the word “Hollywood” to desgnate an area of the
casno. In February 1994, Hollywood Casino entered into a settlement agreement in which the parties
agreed, among other things, that the MGM Grand could continue to use the Sign solong asit was limited
to describing the portion of a casno that was a portion of the larger facility (such asahotel) (HC Tr. Ex.
26). Hollywood Casino admits it is not aware of any instances of actud confusion between the MGM

Grand and Hollywood Casino, either before or after the lawsuit and settlement (Trid Tr. 137).
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C. InOctober 1994, Hollywood Casino filed alawvsuit against Hollywood Perk, Inc.
and Hollywood Park Operating Co. inCdifornia (“ Hollywood Park”), claming that Hollywood Park had
committed infringement by “ aggressvely advertisng, marketing and promoting their casino under the mark
“Hollywood Park Casino” which is confusingly smilar to plaintiffs Hollywood Casino marks’ (PH App.
Vol. 1, Ex. 4, BEx. | a T1). In August 1995, the parties entered into a settlement agreement which
permitted Hollywood Park to describe and promote its casino as “Hollywood Park Casino,” so long as
there was differentiation in the type syle between the words “Hollywood Park” and “Casino,” and
separation between the words “Hollywood” and “Casino” (HC Tr. Ex. 27). Hollywood Casino
acknowledgesthat it is aware of no actual confusionthat has occurred between“Hollywood Park Casino”
and “Hollywood Casino,” either before or after the lawsuit and settlement (Tria Tr. 142).13

D. Since duly 1996, an Indian tribe hasoperated acasino in New Mexico under the
name “ San Filipe's Caano Hollywood” (Trid Tr. 289). Although Hollywood Casino threatened alawsuit
agang the Indian tribe dleging infringement, Hollywood Casino has not filed alawsuit on the ground that
the tribe has refused to waive sovereign immunity and that alawsuit would thus be futile. Asareault, the
Indian tribe continues to operate the casno under the name “ San Filipe's Casino Hollywood” (PH App.
Val. 2, Ex. 21). No evidence has been offered of any actua confusion between that casno and any

casinos operated by Hollywood Casino.

BAttrial, Hollywood Casino argued that Hollywood Park Casino is not truly a“casino” because it offers only
limited games and does not involve betting against the house. The Court notes that in its lawsuit against Hollywood
Park, Hollywood Casino alleged that Hollywood Park was a “casino,” and further alleged that Hollywood Park Casino
directly competes with Hollywood Casino (PH App. 1, Ex. 4, Ex. |, 117).
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E. There isdso an Internet casino withoffshore ownership, whichisaccessible from
the United States, named “ GoldenHollywood Casino.” Theregigtrant of thesiteisAdvance MediaGroup
(*AGM”) located in Santo Domingo; but the Site can be accessed by alink to another Internet address
which isregistered to acompany inLouidana (Trid Tr. 314-17). Hollywood Casino has sent aceaseand
desist letter to AGM, but has not sent such aletter to the Louidana entity and has not yet filed any legd
actions. No evidence has been offered of any incidence of actud confusion between Hollywood Casino
and Golden Hollywood Casino.

65.  TheCourt findsthat the evidence concerning Hollywood Casino’ sactions withrespect to
these other entitiesthat operate casinosunder the name*“Hollywood” demonstratesthat Hollywood Casino
hastaken reasonable efforts to try to protect its interest in the name “Hollywood Casino.” In none of the
lawvauit settlements did Hollywood Casino accede to a casino operating under the name “Hollywood
Casino,” in which those two words appear together, in that sequence, without intervening words. The
Court findsthat none of the settlements demonstratesthat Hollywood Casino believes, or hasadmitted, thet
acasno operating under the name “Planet Hollywood Casino” would not create alikdihood of confusion.
Moreover, the fact that defendants have not filed lawsuits againgt every entity operating a casno under a
name that includes the word “Hollywood” does not persuade the Court that Hollywood Casino hasbeen
lax in those effortsto protect itsname. AsPlanet Hollywood' s counsal conceded and asthe Court agrees,
Hollywood Casino is not required to sue each and every Casino using the name “Hollywood” in its name
in order to demondrate its diligence.

66. However, the Court al so findsthat the absence of any actua confusi onbetweenHollywood

Cadno and thoseother casinoslocatedin Cdifornia, Nevada, New Mexico or onthe Internet does provide
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further support for the Court’s finding that Hollywood Casino’'s mark has not achieved widespread
recognitionthroughout the country. Based onitsreview of dl the evidence, the Court findsthat defendants

have failed to show that the Hollywood Casino marks have anationwide presence or level of recognition.

X. THE DEFENDANTS’ PRIOR EXPERIENCES WITH DEVELOPING OR
PRESENTING HOLLYWOOD THEMES.

67.  Thefirg use of the Hollywood Casino namein connection with casinos occurred in June
1993. There was no continuous display of Hollywood memorabilia by a Pratt-operated hotel or casino
until the Hollywood Casino in Aurorawas opened in June 1993,

68.  The Sands, whichuntil recently was owned by Hollywood Casino (see Finding No. 31),
hasnever had a Hollywood theme or trade dress. Rather, the Sands has a Carribean Idand theme. The

Sands has never displayed any permanent outside signage or logo bearing the Hollywood Casino name,

“planet Hollywood has argued that the mark “Hollywood Casino” is not protectible at all, whether locally or
nationally, because it is generic or at bestmerely descriptive. For example, Planet Hollywood has offered evidence that
anumber of businesses inthe hotel and entertainment industry use theword “Hollywood” as part of their trade names;
that there are a number of federal and state registered trademarks, and pending federal applications for trademarks, in
thefield of hotel and entertainment services that contain the word “Hollywood;” and that Mr. Pratt has testified that the
word “Hollywood” is a “very generic term” (PH App. Vol. 2, Ex. 7 at 131). However, none of the cited businesses --
whether a casino or some other entertainment related business -- use only the two words “Hollywood Casino,”
appearing in that order and without any words preceding or following them.

Planet Hollywoodal so has pointed to thedictionary definitionsof thewords“Hollywood” (defined as “relating
to, produced by, or characteristic of the American motion-picture industry, especially as centered in Los Angeles,
Californiaand vicinity”), and “casino” (defined as “aroom or building for gambling”) (PH Am. App. Vol. 9, Ex. 62B, 11
1-2). The Court is mindful that “[d]issecting marks often leads to error,” because words “which could not individually
become atrademark may become one when taken together.” Union Carbide Corp.v.Ever-Ready, Inc.,531F.2d 366, 379
(7th Cir.), cert. denied, 429 U.S. 830 (1976). However, examination of the meanings of individual wordsis appropriate
where the composite terms “* are nothing more than the sum of their parts.”” Mil-Mar Shoe Co., Inc. v. Shonac Corp.,
75 F.3d 1153, 1161 (7th Cir. 1996), quoting Liquid Controls, Corp. v. Liquid Control Corp., 802 F.2d 934, 938 (7th Cir.
1986). Because of other rulings made in this opinion, the Court need not decidewhether Planet Hollywood’ s evidence
is sufficient to overcome the presumption of protectibility that the Hollywood Casino marks enjoy due to the decision
of the Patent and Trademark Office (“PTQO”) to issue registrations for those marks.

49



or any other Hollywood theme or name. The theme at the Sands expanded dightly in about 1995, when
the Sands Epic Buffet Restaurant incorporated displays from certain epic movies (such as Ben Hur,
Spartacus, and The Ten Commandments). However, this change did not convert the overdl motif of the
Sands into one of a Hollywood theme. While the Sands had plansto make that change, those planswere
put on hold because of the Sands' Chapter 11 Bankruptcy filing.

69. Hollywood Casino has nonethel ess devoted substantia energy to attempting to establish
that itstrade dressis entitled to a date of protection substantidly earlier than June 1993 -- and, inparticular,
predating Planet Hollywood's emergence on the scene in October 1991.%° Hollywood Casino has
attempted to support this assertionwith evidence concerning certaintemporary memorabilia displays at the
Sandsin the late 1980s (* 100 Y ears of Hollywood’ in 1987 and the “ Universd Studios Exhibit” in 1988),
and the attempt by the Pratt family to establish a Hollywood-themed casino in Atlantic City between
goproximately 1988 and 1990. The Court discusses below its findings with respect to those various
activities™®
A. “100 Years of Hollywood.”

70. During approximately the summer of 1987, the Sands displayed a “100 Years of
Hollywood” exhibit. This exhibit was not owned by the Sands, but was being displayed a a number of

venuesas part of anationwidetour. The exhibit festured costumes and other memorabiliamainly from the

®Hollywood Casino makes this priority argument only with respect to its trade dress, and not its trademarks
(Tria Tr. 956).

®Hollywood Casino also offered evidence that in the 1980s Sylvester Stallone wasinvolved in certain limited
projects with the Sands: Tiger EyeBoxing,Inc., aboxing-related venture,and afood stand named “ Sly’ s Buyers” in the
Sands food court. The Court finds that those ventures (which long pre-dated Mr. Stallone’s involvement with Planet
Hollywood) do not establish that the Sands implemented a“Hollywood” theme in the 1980s.
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era known as the “Golden Age of Hollywood” (covering the period roughly from the 1920s through the
1940s). Thiswasthefirs time that Hollywood memorabilia had been displayed at the Sands. The Pratts
were interested in customer reactionto a Hollywood-themed exhibit usng memorabilia because they were
consdering development of a Hollywood-themed casino in Atlantic City, and they wanted to gauge
consumer reaction to a Hollywood memorabilia theme before plunging ahead ful tilt into such a
development.

71.  The100 Y earsof Hollywood exhibit was dismantled and removed from the Sandsin the
early Fdl of 1987. It wasnever again displayed at the Sands or at the Hollywood Casinos ether in Aurora
or Tunica In creating the memorabilia displays and overal decor of Hollywood Casinos in Aurora and
Tunica, the defendants did not draw from any experience gained in connection with the 100 Y ears of
Hollywood exhibit.”

B. The Universal Studios Exhibit.

72.  After the 100 Hundred Y ears of Hollywood exhibit, Hollywood memorabilia were not
displayed at the Sands until the arriva of the Universa Studios exhibit, which was on display from about
June 1988 through the Fall of that year. The Universd Studiosexhibit was a display of some twenty pieces
of movie props and memorabilia from movies such “Jaws,” “Psycho,” “Airport,” “Conan,” * Somewhere

InTime” “TheMask,” and fromteevisonshowsinduding“Miami Vice’ and “ Battlestar Gallactica” After

Mr. Bocchicchio so testified in his deposition (PH App. Vol. 5, Ex. 36, at 92). Some of Mr. Bocchicchio’ s trial
testimony is arguably inconsistent with that statement in his deposition, although during cross-examination he was not
confronted with the precise statement cited by the Court above (see Trial Tr. 464-66). To the extent that Mr.
Bocchicchio’ s trial testimony isthat defendants drew from the experience with the 100 Hundred Y ears of Hollywood

exhibit in designing the casinos in Aurora and Tunica, the Court discounts that testimony and chooses to credit Mr.
Bocchicchio’ s deposition testimony.
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that digplay was removed in the Fall of 1988, it was never again displayed at the Sands, and none of the
memorabilia from that display has ever been used a ether Hollywood Casino location.  The only other
display of Hollywood memorabilia at the Sands between 1988 and 1995 occurred for abrief timein the
early 1990s, whencertain costumeswornby Cher were digplayed in conjunction with her performance at
the hotel.

73.  Although the specific exhibits and decor fromthe Universd Studios Exhibit have not been
replicated at the Hollywood Casinos in Aurora or Tunica, the Court finds credible Mr. Bocchicchio’'s
testimony that the digplay was a stepping stone in the Pratt family’ splan to devel op a Hollywood-themed
casno, which would combine an art deco theme with the use of authentic Hollywood memorabilia (Trid
Tr. 374-75; HC Ex: App. Val. 3to Seidel Opp. Dec. (Bocchicchio Dep. 95-97, 100-01)). TheUniversa
Studios exhibit conveyed a Hollywood theme, replete with pam trees, klieglights, props suspended inair,
and the “Hollywood Hills’ 9gn.  The techniques used to display memorabilia at the Universd Studios
exhibit -- usng clear digplay cases with placards showing the origin of the memorabilia, movie pogters, and
video monitors showing clips of the movies from which the memorabilia was borrowed -- are some of the
same techniques used today by the Hollywood Casinos in Aurora and Tunicas. The Universd Studios
exhibit dso helped Hollywood Casino establish connections for sources of memorabilia

74.  The Pratt family consdered the Universal Studios Exhibit well-received by the public
(based on increased foot traffic at the Sands and on conversations management had with customers), and
concluded that the public viewed the exhibit as “interesting and appeding” (Trid Tr. 39-41). The Court
finds that the display of the Universa Studios exhibit at the Sands is credible evidence that supports the

assertionthat the Pratt family wished to establish a Hollywood-themed casino for a number of years prior
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to June 1993. But the Court finds that the temporary display of the Universa Studios exhibit (likethe 100
Y ears of Hollywood exhibit) wasinsufficdent to create a public association betweenthe Sandsand acasno
having a Hollywood theme and displaying authentic movie memorabilia
C. A Hollywood-Themed Hotel and Casino in Atlantic City.

75. During the second hdf of the 1980s, the Pratt family began to develop the concept for a
new hotel and casino in Atlantic City that would have anattractive theme. Asthe Court hasfound, one of
the gods of the Sands management in the 100 Hundred Years of Hollywood and Universal Studios
exhibitions in 1987 and 1988 was to “try out” a Hollywood memorabilia theme and to determine its
attractiveness to consumers.

76. On March 29, 1988, the Sands issued a press release announcing plans to establish a
“Hollywood Hotd and Casino” in Atlantic City (HC Tr. Ex. 7). Theredfter, the Sands prepared a draft
joint venture investment proposd, dated January 5, 1989, for a project to develop the * Sands Hollywood
Hotel and Casino” (HC Trid Ex. 5-1, a 1). Hollywood Casno did not offer evidence establishing to
whom this draft proposa was circulated, or whether it wasever put into find (as opposed to draft) form.

77.  The draft proposa stated that the new hotel and casino would have a “unique design to
makeit distinguishable’ fromother Atlantic City casinosand hotels, and that the exterior and interior would
convey “an interpretation of the art deco style of the 1930s with a Hollywood motif” (HC Trid Ex. 5-2,
a 3). Thedraft proposa explained that the facility would have a movie-themed casino area, a separate
areathat would display continudly changingexhibitsof Hollywood memorabilia, themedrestaurants, afood
court withafilm productionmatif, apiano bar named “Harlow’s’ and various lounges (HC Trid Ex. 5-3).

The draft proposal further stated that this theme had been “carefully selected,” and “ successfully test
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marketed on asmall scale at the Sands’ (HC Trid Exhibit 5-1) -- which appears to be areference to the
100 Y earsof Hollywood and Universd Studios exhibitions. The draft proposa aso contained pictures of
a scade modd of the exterior of the contemplated building that the Sands commissoned, which carried
through withthe planned art deco look (HC Tr. Ex. 5-2; see also Trid Tr. 30-31 and HC Trid Ex. 6, 11).
The scale modd included a sphere located near the top of the building as a part of its exterior design (see
Tria Exs. 5-1 and 6).

78. On April 22, 1988, the Sands sought regigtration of the service mark “Hollywood Hotel
Caano/Atlantic City” (HC Tr. Ex. 1). That mark contained astylized marqueewith theword “Hollywood’
prominently centered ina Broadway font, withthe words “Hotd Casino/Atlantic City” centered under that
word in much smaler and less prominent type. That trademark issued on January 24, 1989. Theredfter,
onOctober 12, 1993, Hollywood Casino filed an gpplicationfor cancell ation of the registration, whichwas
granted on January 10, 1995. It isundisputed that the reason for this cancellation was that there had been
no use of that mark in commerce. The Court finds that this canceled mark bears no resemblance to any
of the current Hollywood Casino marks.

79.  The Sands plan for aHollywood-themed casino in Atlantic City never reached fruition.
Asareault of opposition by Dondd Trump and ensuing litigetion, the Sands was unable to proceed with
itsHollywood-themed casino in Atlartic City. The undisputed testimony is that the Sands spent some $50
million in atempting to establish a Hollywood-themed casino in Atlantic City, which included plans,
specifications, design documents and other cogts.

80.  Whenit appeared that the planned casino in Atlantic City might be blocked, the Pratts

began to look elsewhere for a place to establish a casino. 1n 1989 and 1990, Pratt Hotel Corporation
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pursued a possible stein Laughlin, Nevada, and between 1990 and 1992 pursued possible locations in
Missssippi. 1n 1991, the Pratt Hotel Corporation obtained marketing information about Chicago as a
possible casino location. 1n September 1992, Hollywood Casino Corporation commissioned asurvey to
determine consumer reactionto the name “Hollywood Casino” asopposed to the name “ Sands Hollywood
Casino,” and determined that the reactionto the name “ Hollywood Casino” standing done was sufficently
positive to dlow defendants to go forth with the casino under that name.

8l.  TheCourt finds that despite the substantia expenditure of money and time by the Sands,
therewas never the creation of a public associationeither betweenthe name “Hollywood Casino” and the
particulars of the “Hollywood” imege that the hotel and casino would have conveyed. The Court has
reviewed the numerous press articles submitted by the defendants which reported on the efforts by the
Sands to establish its Hollywood themed hotel and casno in Atlantic City in the late 1980s (and, in
particular, reported onthe battle with Donad Trump inconnectionwiththose efforts). Thosearticlesrarely
referred to the name of the hotd and casino under consideration as “Hollywood Casino”: the articles
referred to it varioudy as the “ Sands/Hollywood Casno Haotd”; the “Sands/Hollywood Casino’; the
“SandsHollywood,” and the* Hollywood Hotel and Casino” (see, e.g., HC Trid Ex. 10, at 19844, 19838,
19851 and 24737). The modd commissioned by the Sands displayed in bold type on the marquee the
single word “Hollywood,” without the word casino appearing anywhere on it; the only other word
gppearing on the exterior of the building in the models was the word “Sands’ (see Trid Ex. 5-2).
Moreover, the trademark that the Sands obtained for the planned venture was for the mark “Hollywood

Hotel Casino/Atlantic City” (HC Tr. Ex. 1), not for the words “Hollywood Casino” asthey appear inthe
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later trademarksthat Hollywood Casino sought and obtained. Indeed, the trid testimony indicated it was
not until the 1992 survey that the Pratts decided to use the name “Hollywood Casino” standing adone.
82.  While the draft joint venture invesment proposal provided a generd description of the
theme and decor of the planned casino and hotd, the Court finds that few of the news articles provided
even that generd description -- and they certainly did not go into detall about the particulars of the look
that the interior of the hotel and casino would possess. The Court further findsthat even had the draft joint
venture proposal been publicly circulated (and thereis no proof thet it ever was), the description contained
in that document was insufficient to creste a particularized vison of what the interior of the facility would
look like. Thus, whilethe Sands’ effort to establish a Hollywood-themed casino and hotel in Atlantic City
showsthat the Pratt family had attempted to establisha Hollywood-themed casino well before June 1993,
the Court finds that this evidence falls to establish that there was created in the public mind anassociation
betweenthe name “Hollywood Casino” and a specific Hollywood-themed trade dress prior to June 1993,

when Hollywood Casino opened the casino in Aurora

Xl.  THE APPEARANCE AND DECOR OF HOLLYWOOD CASINO.

83.  TheHollywood Casino in Auroraislocated a the bank of the Fox River. Theexterior of
the sructureis quite different than the mode for the hotel and casino envisoned for Atlantic City by the
Sands (compare, e.g., HC Trid Ex. 20 withHC Trid Ex. 5-2). The modd structurefor Atlantic City was
verticd in its orientation, emphasized blue and red coloring, and prominently displayed the sngle word

“Hallywood” in severd locations on the exterior. By contrast, the Hollywood Casino in Aurorais more
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horizontal, and has the trademark name “Hollywood Casno” as well as the graphic mark prominently
displayed in severa locations -- neither of which was included in the mode structure for the Sands.

84. At the top of the exterior of the Hollywood Casno in Aurora dts a large glass-topped
arium that dlows naturd light to passinto the fadlity. Thewords*“Hollywood Casino” appear a the base
of the atrium top, as viewed from the vantage point of the Fox River. While Planet Hollywood seeksto
characterize this a@rium asa“globe,” in an attempt to establish amilarity to the Planet Hollywood globe
mark, the Court finds that this glasstop arium is not a globe. Rather, it is hemisphericd in shape and,
contrary to Planet Hollywood' s assertion, the Court finds thet it is not the most prominent feature on the
exterior of the Aurorafacility when viewed from the vantage point of the River. It is no more prominent
thanthe Hollywood Casino river boats that appear on either sde of the atrium. The Court aso notesthat
this hemisphericd dome is less amilar in gppearance to the globe that is a part of the Planet Hollywood
globe mark thanare the globesthat st atop certainHard Rock Cafés-- at least one of whichisemblazoned
with the phrase “ Save the Planet” (see HC Tr. Ex. 327).

85. Unlikethe scde modéd for the Sands development in Atlantic City but like the Hollywood
Cadgno in Aurora, the Hollywood Casino located in Tunicais o a horizontally-oriented structure. One
sde of the building has the word “Hollywood” superimposed over a back drop of the Hollywood Hills,
which Hollywood Casino uses through a license arrangement with the Chamber of Commerce in
Hollywood, Cdifornia. On another side of the structure the stylized word mark *“Hollywood Casino”
appears prominently. None of this Sgnage contains the word “Planet,” and the Court findsthat none of it
resembles the word or sylized trademarks of Planet Hollywood. The“Hollywood Hills’ background that

appears at the Tunicafadility hasno figuresinit, or any other d ementsthat comprise the Planet Hollywood
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dioramas of the Hollywood Hills. The exterior coloring of the Tunicafacility bears some resemblance to
the coloring of the awning of the Planet Hollywood in New Y ork City (compare PH App. 6, Ex. 41A
(Tunica fadlity) with HC BEx: Seidd Dec. Ex. 36 (incorporating Earl Dep. Ex. 7) (Planet Hollywood
awning in New York City)), but is by no meansidenticd toit.

86. Mr. Bocchicchio was respongble for dl interior design for the Hollywood Casinos in
Auroraand Tunica, which are intended to convey an art deco look. With respect to thefacility in Aurora,
Mr. Bocchicchio took advantage of Hollywood Casino’ s proximity to the Paramount  Thegater, an historic
building with an art deco design that was recently restored by the City of Aurora. The Court findsthat the
use of art deco inthe Auroraand Tunicafadlitiesis congstent withthe generd intent of the Prattsinthe late
1980s to convey an art deco theme in the Sands hotel and casino project that was blocked by Dondd
Trump.

87.  TheCourt hasconsdered the appearance of the Hollywood Casino facilities with soecific
referenceto the items that plaintiffs dam comprise the Planet Hollywood trade dress. The Court’ sfindings
on that score are as follows.

A. Emphasis on Celebrity Owners.

88.  Asthe Court hasfound (Findings Nos. 14-15 supra), one of the main dementsthat gives
Planet Hollywood its diginctive image is the strong emphasis on the lead celebrity owners, Arnold
Schwarzenegger, Sylvester Stallone, and Bruce Willis. Those three individuds are the main persondities
that Planet Hollywood uses for promotion, and there is an expectation that at least one of those three
individuas will attend each Planet Hollywood opening. Plantiffs do not damthat Hollywood Casino has

misappropriated Planet Hollywood' s celebrity ownership (6/25/99 Tr. 22), and indeed, the Court findsthat
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Hollywood Casino does not promote any particular celebrity sponsorship or association.  Although
Hollywood Casino once developed ligs of potentid celebrity sponsors or owners, none of the Planet
Hollywood' s celebrity owners were on that list; and, in any event, Hollywood Casino never followed
through and obtained or promoted any celebrities as owners.

89. Moreover, the Court finds that the displays of memorabilia at the Aurora and Tunica
facilities do not create a particularized association between Hollywood Casino and the lead celebrity
owners of Planet Hollywood: Messrs. Schwarzenegger, Stdlone and Willis. Plaintiffs have pointed out
that the Auroraand Tunicafadilitieshave more digplays featuring memorabilia from moviesinvolving those
three individuas than any other angle movie gar. The movies involving those three celebrities for which
there are digplays of memorabilia include “Running Man,” “Conan the Barbarian,” “Red Sonja,” “Last
Action Hero,” “True Lies” “Terminator’” and “Eraser” (dl invalving Mr. Schwarzenegger); “Rocky,”
“Rambo” and “Judge Dredd” (involving Mr. Stdlone); and “Die Hard” (involving Mr. Willis). However,
the Court findsthat the memorabilia fromthese moviesand the associated reference to the three celebrities
are displayed because they come from popular movies or are interesting memorabilia, and not because
Hollywood Casino seeksto create a particular associationwith the Planet Hollywood celebrity owners(in
that regard, the Court notesthat inthe Universal Studio’ s Exhibit displayed at the Sandsin 1988, therewas
adisplay from the Arnold Schwarzenegger movie “ Conan the Barbarian” -- severd years before Planet
Hollywood opened).

90.  Theevidencedso establishesthat memorabiliafrommoviesinvavingthosethreecel ebrities
comprise a rdatively smal percentage of dl the memorabilia on display at the fadilities 10 out of 110

displays at Aurora, and 9x out of 70 displays a Tunica (HC Ex.: Cranmer Dec. 11 25-28). In light of the
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fact that those three Planet Hollywood celebrity owners have starred in 19 of the 166 movies that have
grossed over $100 million (a reasonable barometer of popular success), the sheer number of exhibits on
display a Hollywood Casino fromther moviesdoes not reflect a particular emphasis on those celebrities,
or create a particular association between Hollywood Casino and those celebrities. Moreover, displaying
the memorabilia with photographs and pogters identifying the name and likeness of those cdebrities is a
natura way of identifying the memorabilia, and this manner of display is condstent withthe manner in which
Hollywood Casino generdly displays memorabiliafrom dl movies.

91.  The Court gppreciates that numbers done do not dways tdl the ful story, and thus has
carefully consdered Planet Hollywood' s assertionthat Hollywood Casino emphasizesPlanet Hollywood' s
celebrity owners by prominently displaying their memorabiliawhere they canreadily be viewed by patrons
(see Planet Hollywood' s Proposed Findings of Fact, at 29-33, 111 130-163). However, based on the
Court’ s persond vidt to the Hollywood Casino facility in Aurora, the Court finds that those memorabilia
are not concentrated in prominent areas of the fadlity. Based on this and on the evidence submitted
concerning the casinos in Aurora and Tunica, the Court finds that the memorabilia from the movies of
Messrs. Schwarzenegger, Stdlone and Willis are not particularly emphasi zed over memorabilia from other
movies, and that they are not displayed in away to suggest any particular association between Hollywood
Casino and those celebrities.

B. The Presentation of the Memorabilia.

92. P anet Hollywood assertsthat Hollywood Casino has* progressively encroached” onPlanet

Hollywood' strade dress by abandoning a Gol den Era of Hollywood matif infavor of amore contemporary

“Hollywood” theme akin to that of Planet Hollywood. When it opened in June 1993, the Hollywood
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Cadno fadility in Aurora had amotif that emphasized the Golden Era of Hollywood. At that time, there
were no displays of memorabilia from movies featuring Messrs. Schwarzenegger, Stallone or Willis,
memorabilia displays from their movies were added beginning in 1995 and 1996.

93. However, from the very beginning, the Aurorafacility dso displayed some memorahilia
frommore contemporary movies (for example, acatcher’ smitt from a TomHanksmovie). Over time, the
Aurorafacility began to display ahigher valume of contemporary memorabilia. Likewise, when it opened
inAugust 1994, the Hollywood Casino in Tunicadid not feature a Gol den Eramemorabilia theme, but had
abroader mix of memorabilia-- driven in part by what memorabilia were available to be obtained in the
market. When it opened, the Tunica facility had among its large scde memorabilia items from the
Schwarzenegger movies“True Lies’ and “Terminator.”

94. The Court finds credible Mr. Bocchicchio’'s testimony that this dhift away from a
predominant emphasis on the Golden Age of Hollywood was the result of adesire to expand the appedl
of Hollywood Casino’'s theme to a broader age range of consumers, many of whom might be unfamiliar
with movie stars or memorabiliafrom the earlier era (Trid Tr. 483). Moreover, the evidence establishes
that it isanoverstatement for Planet Hollywood to assert that Hollywood Casino * abandoned” anemphasis
onmemorabiliafromolder movies. Thirty-five out of the 110 displays at Aurorafeature memorabiliafrom
the Golden Era (HC Ex.: Cranmer Reply Dec., ] 8) -- more than three times the number of displays at
Aurora that feature memorabilia from the movies of Messrs. Schwarzenegger, Stdlone and Willis By
contrast, no more thanten percent of Planet Hollywood' s memorabiliaisfrommoviespredating1970 (HC
Ex.: Sadd Dec. Ex. 15 (Earl Dep., 1/8/98, at 415)). Those numbers are cons stent with what the Court

observed during its Ste vigts that there is a noticeable presence of Golden Age movie memorabilia at
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Hallywood Casino, which contributesto animege that is noticegbly different than that conveyed by Planet
Hollywood.

95. Planet Hollywood aso argues that Hollywood Casino has copied not only the type of
memorabilia disolayed by Planet Hollywood, but aso the manner in which it isdisplayed. However, the
Court finds that Hollywood Casino’'s manner of displaying memorabiliais not so smilar to that of Planet
Hollywood that one visting a Hollywood Casino would likely be confused, or would be likely to believe
that there was some association with Planet Hollywood.

96.  To begin with, the scale of the presentation in the Hollywood Casinosis much larger than
a the Planet Hollywood restaurants. The Planet Hollywood restaurants range from 12,000 to 36,000
sguare feet in Sze. By contrast, the Hollywood Casinos in Aurora and Tunica have some 66,000 and
100,000 square feet of space, repectively. As aresult of having this additiona space, the Hollywood
Casinos are able to display larger memorabilia than the Planet Hollywood restaurants: such as, full-sized
carsfromthe*” Great Race” and “ Untouchables,” alife-gzed model of the eephant from* OperationDumbo
Drop,” the Batmobile car and Batboat, a large scde display from “Alien,” a modd of the stern of the
“Titanic” used in the filming of the movie, and the full-sized jet and helicopter from the Schwarzenegger
movie“True Lies”

97. In addition to the different scale of many of the items of memorakiilia, there are noticeable
differences between the way that Planet Hollywood and the Hollywood Casinos display the memorabilia
Hollywood Casino uses separate video dips with each item of memorabilia, and the videos relate
specificdly to the item being displayed. Thisis atechnique which Mr. Bocchicchio used in the Universal

Studios exhibit for the Sands in 1988, and which from the outset has been adopted at the Hollywood
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Casinos. While Planet Hollywood aso uses monitors to show video clips, Planet Hollywood -- unlike
Hollywood Casino -- uses multiple monitors to Smultaneoudy show the same video clips, which are not
tallored to the pecific items of memorabilia being displayed (Trid Tr. 780). The Planet Hollywood videos
display the openings of Planet Hollywood restaurants -- which is something that Hollywood Casino has
never done.

98. Planet Hollywood asserts that the use of clear display cases by Hollywood Casino adopts
an dement of Planet Hollywood's trade dress (Planet Hollywood's Proposed Findings of Fact, & 6,
25(2)). Asthe Court aready has found (see Finding No. 16, supra), Planet Hollywood' s display cases
arenot part of itstrade dress. Moreover, the Court findsthat it would be natural for vauable memorabilia
to be displayed in an enclosure that would prevent theft or damage by the public, without unduly impairing
the customers ahility to view the memorabilia -- which, of course, is the purpose for having the displays
inthe firg place. Thus, itisnaturd that Hollywood Casino would use glassor plexiglassfor the trangparent
portion of the display case, and Hollywood Casno uses both. In fact, the mgority of the Hollywood
Casino digplay cases use glass rather than plexiglass, whichisadigtinctionfromPanet Hollywood, which
gppearsto use principaly plexiglass. The display cases used by Hollywood Casino tend to have art deco
bases and tops; some dso have a pewter film-gtrip border which is patterned after the film gtrip in the
Hollywood Casino mark, whichis another distinctionfromthe Planet Hollywood manner of display. Inthe
Court’s view, whether the materid for the display cases is plexiglass, glass or some other see-through
materid is of no moment: Hollywood Casino’s display cases are not sufficiently smilar to those of Planet

Hollywood to creete any likelihood of confusion or association.
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99. In addition, the Court finds that the mannequins used to display various memorabiliaat
Planet Hollywood often use the faces of movie stars. By contrast, Hollywood Casino typicaly uses
mannequins that are headless or faceess and that therefore are not designed to -- and in fact do not --
resemble the faces of Hollywood personalities®
C. Dioramas.

100. The exterior of the Hollywood Casino facility in Tunica has the word “Hollywood”
emblazoned acrossthe back drop of a slhouette of the Hollywood Hills. Hollywood Casino has obtained
rightsto usethis depictionof the Hollywood Hills fromthe Hollywood, Cdifornia Chamber of Commerce.
Moreover, that back drop of the Hollywood Hills does not resemble the dioramasinsde Planet Hollywood
restaurants and, in the Court’sview, isnot likely to create any confusion or association between Planet
Hollywood and Hollywood Casino.

D. Celebrity Handprints.

101. Although Planet Hollywood has asserted that Hollywood Casino has adopted Planet
Hollywood's use of celebrity handprints, the only evidence offered in support of that assertion was a
Chicago Sun Times artidle showing the handprints of Jane Russdll being cast in cement at the Hollywood
Cadno in Aurora. However, the uncontradicted trid testimony was that celebrity handprints are not
displayed at the Hollywood Casinosin Auroraor Tunica(Trid Tr. 150), and the Court’ s persona viewing

of the facility in Aurora confirms that to be the fact.

¥n making this finding, the Court has considered Planet Hollywood’ s argument that aparticul ar display at the
Aurora facility contains a mannequin bearing the likeliness of Mr. Schwarzenegger (PH App. Vol. 6, Ex. 39, Ex. 1).
Althoughthe photographs accompanying that exhibit identify Mr. Schwarzenegger, the Court does not believethat the
mannequin itself would likely be identified with Mr. Schwarzenegger absent the accompanying memorabilia and
explanatory material.
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E. Themed Areas.

102. A part of the Planet Hollywood digtinctive look is that its restaurants have at least three
digtinct areas, devoted to the themes of “Hollywood,” “adventure,” and “science fiction.” Hollywood
Casino'sfacilities do not have these same three segmented theme aress.

F. The Planet Hollywood Marks.

103. The Planet Hollywood trademarks are prominently displayed at the Planet Hollywood
restaurants. Thosemarksarenot digplayed at the Hollywood Casinofacilities; rather, Hollywood Casino’'s
marks are displayed. As the Court has dready found (Findings Nos. 38-41, supra), the Hollywood
Cadno marksare not aufficdently amilar to the Planet Hollywood marksto create alikdihood of confusion.

104. Planet Hollywood has pointed out that one of the restaurants at the Hollywood Casino in
Aurora, the Epic Hollywood Buffet, displays a large globe with a ring around it, with the words “Daily
Planet” acrossit (HC Tr. Ex. 133). The Court finds that this globe does not even remotely resemble the
Panet Hollywood stylized globe trademark: the “Dally Planet” is the newspaper from the “ Superman”
cartoon, and the globe gppears as part of a murd of the skyline of the fictiond city of Metropalis.
Suspended fromthe calinginfront of this painting isa mannequin weering an authentic Superman costume.
The Court finds credible Mr. Bocchicchio’s testimony that this murd wasintended to evoke the image of
the “ Superman” comic grip (Trid Tr. 390), and was not an effort to associate with Planet Hollywood. The
Court finds that this globe is not likely to be confused or associated with Planet Hollywood.

105. Planet Hollywood aso has pointed out that one of the wdls insde the Hollywood Casino
in Tunica has three globes placed in front of a diorama of the Hollywood Hills, which includes the word

“Hollywood” inlarge type (HC Tr. Ex. 136). The Court findsthat those globes do not resemblethe Planet
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Hollywood stylized globetrademark: none of them looks like a globe of the earth, and none has any stars
on themor shooting fromthem. Rather, the spheres are made of stained glass, and reflect colors that are
different thanthe colors of the Planet Hollywood globe mark. The Court finds credible Mr. Bocchicchio's
testimony that the ingpiration for these sphereswas the use of amilar typesof lighting in theeters during the
Golden Age of Hollywood (Trid Tr. 391-92). The Court finds that those spheres do not resemble the
Panet Hollywood trademark, or create arisk of likely confusonor associationwiththe Planet Hollywood
trademark.

G. Art Deco Look.

106. Asthe Court hasfound above (Finding No. 22, supra), Planet Hollywood hasanart deco
look. Based on the evidence presented, the Court finds that the Hollywood Casinos aso have an art deco
look. However, the Court dso finds that the art deco look of the Hollywood Casinos is not confusngly
amilar to the art deco look of the Planet Hollywood restaurants, and it is not such that a consumer at a
Hollywood Casino would believe it was associated with Planet Hollywood.

H. Other Alleged Elements of Planet Hollywood's Trade Dress.

107. The Court dso hasfound that Planet Hollywood' s sde of retail merchandise bearing the
“word ‘Planet Hollywood' mark,” sold in astudio store, is not an element of the distinctive look and fed
of Planet Hollywood restaurants (Finding No. 23(b), supra). The Court further finds that Hollywood
Casino's sde of merchandise is not conducted in a manner that is confusingly smilar to that of Planet
Hollywood. The Hollywood Casinos do not sdl Planet Hollywood merchandise, but instead sl items

bearing the Hollywood Casino name and/or its own stylized mark.
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108. The Court hasfound that the sde and use of Hawalian-type JAM shirtsis not a part of the
diginctive look and fed of Planet Hollywood restaurants (Finding No. 23(c), supra). However, the Court
doesfind that the Hawaiianshirtsdevel oped for useand sde at Hollywood Casino are subgtantidly smilar
in gppearance to the Hawalian shirts used by Planet Hollywood. The Court has reviewed exemplars of
the shirts, and finds that they share the same dominant background color (black) as wdl as smilar color
patterns for the objects that are on the shirts. There are differences between the shirts: for example, the
words“Hollywood Casino” appear onone shirt, and “Planet Hollywood” on another; inaddition, thereare
different objects on each shirt. But, the Court finds that a casud view of the shirt -- which is the type of
view that aconsumer islikey tomake-- likdy would result inthe amilarities between the shirts outweighing
the differences. Nonetheless, the Court further finds that even if the Hawaiian shirts were part of Planet
Hollywood's trade dress, Hollywood Casino’s adoption of the shirts would not likdy create confusion
given the findings above that Hollywood Casno has not adopted the other eements of the Planet
Hollywood trade dress.

109. Moreover, based ontheevidencesubmitted, the Court findsthat while the shirtsare smilar,
the Hollywood Casino shirt was not adopted inan effort to duplicate the shirtsused by Planet Hollywood,
or to create confusion or association with Planet Hollywood. The color scheme of the shirt is not unique.
The person who developed the Hawaiian shirt for Hollywood Casino, Mr. Knight, envisioned its use for
asummer promotion in 1995. The shirt was not required wear for Hollywood Casino employees, and it
has not been congstently used by Hollywood Casino. Although Mr. Knight developed thisidea after he
vigted a Planet Hollywood inearly 1994 and saw the Planet Hollywood shirt being worn, the Court credits

Mr. Knight's testimony that the shirt was patterned after a shirt he himsalf owned.
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Hollywood Casino’s I ntent in Adopting Its Theme and Decor.

110.  Mr. Bocchicchio has been responsible for developing and implementing the theme and
decor of the Hollywood Casinos in Aurora and Tunica. The Court finds credible Mr. Bocchicchio’'s
testimony that he did not copy the Hollywood Casino interior design from Planet Hollywood.

111. The Court findsthat the art deco and memorahilia themes of the Hollywood Casinosin
Aurora and Tunica have roots in the theme planned for the failed Sands Casino project in Atlantic City.
The contemporaneous documents for the Sands project show that the plan was for the building to reflect
inddeand out “aninterpretation of the art deco syle of the 1930s witha Hollywood moatif,” witha“ sriking
blue and pink facade” (HC Tr. Ex. 5-2, a 3). One of the exhibits offered at trid (HC Trid Ex. 132), a
rendering of a planned food court in the Sands project, reflected thisintended style. Moreover, anumber
of dements of the planned food court for the Sands project are Smilar to the dements that are contained
in the Epic Hollywood Buffet in Aurora (HC Tr. Ex. 133).

112. The Court dso findsthat it was part of the plan for the Sands project in Atlantic City to
implement the “Hollywood moatif” not only with an art deco style, but dso with “continualy changing
displays of Hollywood memorabilia movieand TV displays and props’ (HC Tr. Ex. 5-3, a 1). Thedraft
joint venture plan for the Sands Hollywood in 1989 contemplated that the type of memorabilia being
displayed in the Hollywood theme would not necessarily be limited to any specific time period: “the
Hollywood theme was chosen because of its universa gpped to dl market ssgments. . ., itsflexibility in
adapting soecific themesto specific target market segmentsand itsabilityto be easily updated” (HC Tr.
Ex. 5-2, a 4 (emphasis added)). Thisis further evidence that Hollywood Casino’'s use of memorabilia

displays, and the evolutionfroma Golden Age of Hollywood theme to a broader Hollywood theme, were
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not driven by adesire to copy Planet Hollywood's approach.  The fact that the Hollywood Casinos in
Auroraand Tunicaindeed contain changing and evolving displays of Hollywood memorabiliais cons stent
with the plan the Pratts sought (but were unable) to implement in the late 1980s -- wel before the first
Panet Hollywood restaurant opened in October 1991.

113. Planet Hallywood has correctly pointed out that prior to the opening of the first Hollywood
Cadgno inAurorain 1993, anumber of highranking executives of the defendants were familiar with Planet
Hollywood restaurants, as well as their theme, maotif and use of memorabilia Mr. Pratt visted the Planet
Hollywood restaurant in New Y ork in 1991 and 1992, and the Planet Hollywood restaurants in Atlantic
City and Ddlasin 1994 and 1995. Mr. Weidner, formerly the president of Pratt Hotel Corporation had
vidted Planet Hollywood restaurants before the opening of the Hollywood Casino in 1993. Inconnection
with the opening of the Aurora casino, Hollywood Casino aso retained a consultant named Thomas
Cantone, who had been employed by the Sandsin 1980s; more recently, he had been employed by Planet
Hollywood between the summer of 1991 and the summer of 1992, where his responghilities involved
obtaining celebrity appearances at the New Y ork Planet Hollywood opening and generdly developing
awareness of Planet Hollywood. Mr. Bocchicchio did not vist a Planet Hollywood restaurant until
September 1993, which was after the opening of the Aurora facility -- but he did vist Planet Hollywood
restaurants severa times theresfter.

114. The Court has not been persuaded that the defendants used their knowledge of Planet
Hollywood to emulate its theme and manner of presentation. In drawing this conclusion, the Court has
considered evidence that Planet Hollywood has offered to attempt to establish that Hollywood Casino

intended to replicate Planet Hollywood' s digtinctive image, including the following:
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a Mr. Weidner testified that Hollywood Casino used Planet Hollywood as a
“benchmark” (PH App. Vdl. 4, Ex. 32, at 118). Mr. Weidner explained that thismeant Hollywood Casino
was interested in how Planet Hollywood operated, because Planet Hollywood was “a very good and
interesting restaurant concept” (1d.). The purpose of the “benchmarking” was not to copy Planet
Hollywood, but to see if Hollywood Casino could do evenbetter (1d.). The Court doesnot find it unusua
(or necessarily suspicious) that Hollywood Casino would be interested inthe success of another enterprise
that used a Hollywood theme. Without more, the mere fact of “benchmarking” does not lead the Court
to afinding of “copying.”

b. Planet Hollywood offered evidencethat Hollywood Casino had afile fol der 1abeled
“Preopening-Planet Hollywood” (PH Amended App. Vol 8, Ex. 60; seealso Trid Tr. 272-73). However,
Planet Hollywood offered no evidence as to what information was included in the file, who kept the file,
or why.

C. Hoallywood Casino retained Mr. Cantone to take advantage of certain knowledge
he obtained while at Planet Hollywood. Mr. Cantone was paid $5,000 a month for his services, and
Hoallywood Casino wanted Mr. Cantone to create a public relations program smilar to what he had done
for Planet Hollywood. In addition, consstent with the consulting agreement that called for him to assgt in
securing movie dlips and memorabilia from Hollywood studios and determining the kind of equipment
needed for such presentations, Mr. Cantone provided Hollywood Casino with contacts for producers of
video clips and sound systems and manufacturers of display cases and sources of memorabilia that were
used by Planet Hollywood. However, as Planet Hollywood concedes (Tria Tr. 893), none of that

information was proprietary to Planet Hollywood. Hollywood Casno obtains memorabilia from movie

70



gudios, auction houses and private collectors, and some of the sources of memorabiliaidentified by Mr.
Cantone were ones that the Pratts had learned about in connection with the Universal Studio’s exhibit.
Moreover, the Court findsthat it isnot surprising or suspicious that Hollywood Casino would be interested
in contacting companies that manufactured display cases and that prepared video clipsin a way that
avoided copyright infringement clams.

d. Planet Hollywood dso pointstoMr. Cantone' s preparation of amarketing outline,
inwhichMr. Cantone suggested that Hollywood Casino incorporate in its operations certain festures that
Panet Hollywood assartsas part of itstrade dress. However, as the Court found, some of those features
(the display of video dipsand movie memorabilia) reflect ideasthat trace back to the failed Sands project
and not to Planet Hollywood -- and, in any event, areideasimplemented differently at Hollywood Casino
than at Planet Hollywood. Other ideas suggested by Mr. Cantone were never adopted by Hollywood
Casino, such as the display of celebrity handprints and the presentation of memorabilia by celébrities; or
were done only afew times, such as showing movie premiers.

e Planet Hollywood a so asserts that Mr. Cantone helped Hollywood Casino adopt
Planet Hollywood' s approach to the sde of merchandise. The evidence established that Mr. Cantone
urged that the sale of merchandise be amgjor part of the Hollywood Casino operations, and he projected
that the sale of such merchandise could account for 25-40 percent of Hollywood Casino’s profits. The
evidence dso edtablished that Mr. Cantone arranged for Hollywood Casino to interview a Planet
Hollywood employee, Barbara Burns, who was knowledgeable about Planet Hollywood's method for
slingmerchandise, and that he provided Hollywood Casino withaPlanet Hollywood merchandisemanud.

However, the evidence also established that notwithstanding Mr. Cantone’ s urgings, Hollywood Casino
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did not contemplatethat the sde of retall merchandise would be asignificant part of the operation: and in
fact, the sde of retall merchandise accountsfor lessthanone percent of Hollywood Casino’ sgrossrevenue,
afar cry from what Mr. Cantone envisoned. By contrast, merchandise sales account for 30-40 percent
of Planet Hollywood' s revenues, net of tax. The evidence aso established that Planet Hollywood did not
hire Ms. Burns for the very reason that Hollywood Casino did not consider retall to beamgjor part of the
planned operation. And, there is no evidence that Hollywood Casino ever used the Planet Hollywood
merchandise manud; to the contrary, Hollywood Casino usesoutside firms to adminigter itsmerchandising.
Panet Hollywood was unable to point to any specific information in that manuad which was adopted by
Hollywood Casino.

115.  Inshort, the Court finds that many of the things that Mr. Cantone suggested already were
pat of Hollywood Casino's plans, and that the bulk of the assistance he provided was in the
implementation of those preexiging plans. Mr. Cantone did not contribute to the design used by any
Hollywood Casino fadlity; that was the respongbility and work of Mr. Bocchicchio. The Court does
believe that Mr. Cantone sought to carve out for himsdf a more prominent role, and to that end, made
many suggestions that were not adopted by Hollywood Casino, and in some instances provided certain
information (such as the merchandise manud) that he should not have provided. But the Court finds that
the evidence fallsto establish that Hollywood Casino used the information provided by Mr. Cantone to
adopt or replicate Planet Hollywood' s theme or decor.

116. The Court aso has consdered Mr. Bocchicchio's tesimony, in response to a question
asking whether he denied incorporating or usng in his desgns anything in the Planet Hollywood theme
decor, that “that’ stoo broad spectrum. We ve dl used the same lighting effects. We dl usevideos. We
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al use dl kinds of technical stuff, it'slike -- it'savery -- you can't -- | can’t pinpoint that. | can’t answer
that honestly” (Trid Tr. 482). While Planet Hollywood cites this as an admission that Mr. Bocchicchio
copied the Planet Hollywood decor, the Court does not interpret the testimony in that fashion. The line of
questioning that concluded with that testimony began with Mr. Bocchicchio acknowledging his earlier
observation that “Egyptians were redly the last people to come up withnew ideas’ because “they had no
other outsde influence’ (Trid Tr. 480). The Court believes that Mr. Bocchicchio' s testimony is nothing
more than a satement of hisview that we are al influenced in subtle (and sometimes unknowable) ways
by what weseeand experience. However, to acknowledge that common human conditionisafar cry from
saying that any generd dements that Planet Hollywood and Hollywood Casino have in common (which,
asthe Court hasfound, are in any event implemented differently) are the result of intentiond copying. The
Court declines to draw the inference from Mr. Bocchicchio's testimony that Planet Hollywood urges.
117. Based onthe findingsset forthabove, and after consderation of dl the evidence, the Court

finds that Hollywood Casino did not intend to copy Planet Hollywood' s trade dress.

XIl.  ActuaL CONFUSION.

118. Planet Hollywood has offered no evidence of any ingtances of confusion by consumers
between any Planet Hollywood restaurants and the Hollywood CasinoinAurora, whichhas operated since
June 1993, or in Tunica, whichhas operated sinceAugust 1994. The Planet Hollywood restaurants closest
to the Hollywood Casino in Aurora operated in the Chicago area as far back as July 1993. The Planet

Hollywood closest to Hollywood Casino in Tunica has operated in Nashville since June 1996.
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119. Planet Hallywood has offered no survey evidence on the question of whether there would
likdy be any confusion by consumers between Planet Hollywood restaurants and Hollywood Casino’'s
operationsin Auroraor Tunica (or the one being constructed in Shreveport).

120. Conversdy, Hollywood Casino has offered no evidence that there exists any actua
confusion between any Hollywood Casino fadilities and the four Planet Hollywood restaurants in Reno,
LakeTahoe, LasVegasand Atlantic City that are located in hotdls that also offer casno services. Aswith
Planet Hollywood, Hollywood Casino has offered no survey evidence indicating any likey confuson
betweenthe Hollywood Casinosin Auroraor Tunicaand the Planet Hollywood restaurantsthet are located
in hotelswith casinos. The Court finds thislack of evidence of actud confuson sgnificant, given that the
Planet Hollywood restaurants in Reno and Lake Tahoe are located near the casino gaming floors, casino
gaming chips depicting the “ Planet Hollywood” mark were digtributed; and Planet Hollywood hasused its
mark onthe gaming floor of the Caesar’ s casinosto advertiseitsrestaurant since 1996, displaying the mark
on dot machines, gaming tables and carpeting.

121. The Court aso finds that Hollywood Casino has failed to establish that if there was any
association between Hollywood Casino and the Planet Hollywood restaurants located within hotels that
aso house casinos, the association has been detrimenta to Hollywood Casino. Hollywood Casino has
faledto offer any persuasive evidencethat the dedline in Planet Hollywood' sfinancid fortunes has resulted
in Planet Hollywood obtaining a pervasive negdtive image among consumers, or that suchanegative image
has rubbed off on Hollywood Casino. Indeed, Hollywood Casino has conceded that after severa years
of litigation, “[w]e don’t know of any damages’ from Planet Hollywood' s operation of those restaurants

inhoteswith casinos (6/1/99 Tr. 46-47). The Court findsthat the evidence offered by Hollywood Casino
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of some newspaper articles referencing criticisms of the qudity of the food a Planet Hollywood is
insUfficent to support a broad finding that any associationthat might be drawn between Planet Hollywood
and Hollywood Casino (or their respective marks) would diminish the reputation of Hollywood Casino,

or tarnish itsimage.

XI.  PLANET HOLLYWOOD’S EFFORTS TO EXPAND INTO THE CASINO BUSINESS.

122. As the Court has previoudy found, the individuds who developed Planet Hollywood
anticipated from the outset that the Planet Hollywood concept would not be limited to restaurant services.
However, the documentary evidence offered at tria by Planet Hollywood did not establish any concrete
acts in furtherance of an intent to expand into the casno business prior to March 1994, when Planet
Hollywood filed a Federd Intent To Use Application to register the Planet Hollywood marks for casino
and hotdl services.

123. Thatapplication(Seria No. 74-500,307) sought registrationof the Planet Hollywood name
and the stylized globe mark for usein casno and hotel services. Thereafter, on August 5, 1996, Planet
Hollywood filed two additional registrations (Seria Nos. 75-144,536 and 75-144,537), seeking
registration of the Planet Hollywood name and globe mark for use in connectionwith, among other things,
gaming chips. Aswith the prior regigtrations, Planet Hollywood disclaimed use of the word “Hollywood”
gpart from the mark as shown in these three gpplications. All applications were published by the United
States Patent and Trademark Office for oppodtion. The fact that the Office chose to publish these
goplications reflected that the Office did not find them to be in conflict with any other registered mark

(Trademark Manud of Examining Procedure, § 1101). However, Hollywood Casino filed oppositionsto
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those gpplications, the Patent and Trademark Office has not issued any ruling on the applications,
suspending condderation of the applications due to the pendency of civil litigation.

124. The Court has consdered Mr. Earl’s testimony that prior to 1994 he had engaged in
discussons with Baly to change that casino’s theme to a“Planet Hollywood” theme (Trid Tr. 798-99,
812-14). The Court credits Mr. Earl’ stestimony that he envisioned the possibility of a Planet Hollywood
casino as early as 1992, and he may have had prdiminary discussions with others about that possbility.
However, dthough Mr. Earl said that there must have been documents created in connection with those
discussons (Trid Tr. 812-13, 824), Planet Hollywood has offered no documentary evidence of those
discussons. The Court finds it credible that Mr. Earl discussed many possible uses of the Planet
Hoallywood name with many people a various times, including the use for casnos; but Planet Hollywood
has falled to show that it moved from talk to action concerning a casino use prior to 1994.

125.  Planet Hollywood hasacknowledged, and Hollywood Casino does not dispute, that Planet
Hollywood has not used its mark for casno services. Asthe Court previoudy found, Planet Hollywood
has opened severd restaurants in casno hotels in Reno, Lake Tahoe and Las Vegas, Nevada and in
Atlantic City, New Jersey. However, the evidence establishes that Planet Hollywood has not operated
these casinos, and that the casinos at these facilities continue to be operated under the names of Harrah's
and Caesar’s.

126. However, the Court finds that subsequent to seeking to register its mark for use with
casnos in 1994, Planet Hollywood did make concrete efforts to expand into the casino business. In
conjunction with ITT Sheraton, the owner of Caesar’ s Palace, Planet Hollywood announced a planned

opening of a Planet Hollywood casno in Las Vegas, Nevada, and held a publicized groundbreaking for
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the casino in December 1996. Thereis no dispute that this planned casno would have incorporated the
theme implemented by the Planet Hollywood restaurants. However, as Planet Hollywood concedes
(Planet Hollywood' s Proposed Findings of Fact, at 12, 1154), that planned casno complex fdl through due
to ahodtile takeover of ITT Sheraton and thus was never built. Although the planned opening received
wide publicity, Hollywood Casino has offered no evidence of any actua confusion arising from the use of
the name * Planet Hollywood” in connection with that planned casino.

127. The Court credits the trid testimony of Mr. Earl that despite the failure of the planned
caano with ITT, it remainsthe desre of Planet Hollywood to useits name in a casno operation: ether
directly operated by Planet Hollywood, or through the licenang of the Planet Hollywood name. The Court
further accepts that Planet Hollywood would like to use its name for a casno operation in Las Vegas or
Atlantic City, and would seek to attract gaming customers from across the country. However, Mr. Earl
acknowledged at trid that there is“nothing a this point on the drawing board with respect to a casino to
be opened by Planet Hollywood,” and at this time Planet Hollywood is not “approved by any state
authority that has to approve someone to go into the casno business’ (Trid Tr. 825). The undisputed
tesimony established that governmentd gpprova for the operation of the casino is along and difficult
process, with no guarantee of a successful outcome. This evidence doneindicates to the Court thet it is
far from certain that Planet Hollywood ever would be able to use its name for casinos.

128. The speculative nature of any futureuseof the Planet Hollywood name for casinoshasbeen
further underscored by post-trial developmentsinvalving Planet Hollywood' sfinancid Stuation. 1n August
1999, Planet Hollywood announced a planto file for abankruptcy reorganization. The Court hasreviewed

the plan generated at that time, and finds that it is Slent as to the question of using the Planet Hollywood
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name for casnos. Thus, while it istrue that nothing in that proposed reorgani zation plan would preclude
Panet Hollywood from opening a casno (or licensng its name to another for use in a casino operation),
nothing indicates that such auseis part of Planet Hollywood' simmediate strategy for righting its financid
ship.

129. Hollywood Casino has seized on the fact that some of the press coverage of the August
1999 proposed reorganization planhasattributed to Mr. Earl the comment that Planet Hollywood fell on
hard times because it embarked on a variety of busness concepts that was “too diverse,” and that a
reorganized Planet Hollywood would focus on the “core” restaurant business (Defs” Motion to Diamiss
Decl. Judgment Claims, 8/17/99, at 3). Hollywood Casino argues this shows that Planet Hollywood has
no intention of going into the casino business, Mr. Earl, of course, continues to clam otherwise (PIs’
Oppodition to Motion to Dismiss Decl. Judgment Claims, 9/10/99, a Ex. B). The Court finds that taken
together, those comments attributed to Mr. Earl and his explanation of them do not establish that a
reorganized Planet Hollywood would never seek to use itsmark for acasino; but they do further confirm
that no such useis visble onthe horizon. Even prior to the announcement of the planned bankruptcy, Mr.
Eal’s trid tetimony established that Planet Hollywood had “nothing on the drawing board” regarding a
casino project. The announcement of a planned bankruptcy petition certainly did not make the prospect
for acasino project more imminent than it was before.

130. On October 12, 1999, Planet Hollywood (Region 1V), Inc. and Planet Hollywood
Internationd, Inc. followed through on the previoudy-announced plan and filed voluntary petitionsin the

United States Bankruptcy Court for the Digtrict of Delaware, seeking protectionunder Chapter 11 of the

78



Bankruptcy Code.™® At the time of that filing, Planet Hollywood closed down a number of its restaurants,
induding the two restaurants in the Chicago area that were closest to the Hollywood Casino facility in
Aurora. Inconnectionwith the bankruptcy filing, Mr. Earl has stated that Planet Hollywood hopesto come
out of the bankruptcy as of the beginning of the year 2000 with “a new restructured company focused on
restaurants, [and] only the restaurants that are profitable’ (10/25/99 Tr. 20). Thereorganization planfiled
in the bankruptcy proceeding cites as one reason for Planet Hollywood's financia decline losses from
“mgor spin-off projects’ outsde the core restaurant business, and indicates Planet Hollywood' s intention
to refocus its busness around its core operations. Casino licensang is listed as one of a number of
“[p]otentid areas for expansion,” but the plandoes not cite casnosasapriority areafor expansonor give
atime frame for pursuit of expanson into casnos.

131. Inaddition, certain of Mr. Earl’s comments to the press in the wake of that bankruptcy
filing once again have provided fodder for the parties repective arguments concerning the prospects of
Planet Hollywood usng its mark for a casno operation. The reporter’ s notes from one such interview
indicate that Mr. Earl told him that with respect to a casno, Planet Hollywood has *[n]o plans now, but
maybe [inthe] future’ (StipulationRegarding Paul Bond, 11/2/99, 2). Mr. Earl, who apparently hasbeen
giving numerous interviews every day, does not recall making that statement, but says that he hastold al
reporters that while a casno operation is on the agenda, “that is not going to be the number one thing

coming out of the box January 1 [2000]” (Stipulation Regarding Paul Bond, 11/2/99, 1 3 (citing 10/25/99

®Upon thefiling of the bankruptcy petitions, an automatic stay went into effect which would have required this
Court to put on hold the litigation of the Amended Counterclaim by Hollywood Casino against Planet Hollywood.
However, Planet Hollywood and Hollywood Casino stipulated to the lifting of the automatic stay for purposes of
litigating the claims in this case and, accordingly, the bankruptcy court in Delaware lifted the stay for that purposein
an order dated November 19, 1999.
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Tr. 20). Mr. Earl indicatesthat a Planet Hollywood employee has been assigned to look for alicenang
partner, withtheintent “to go into gaming as soonasthey canfind [one]” (1d.). Planet Hollywood provided
no specifics about what efforts this employee is making to find alicensng partner. However, according
to Mr. Earl, Planet Hollywood cannot find such a partner “as long asthe cloud caused by this lawsuit is
over their head” (I1d.).

132.  The Court finds that Planet Hollywood has failed to establish that its inability to enter into
the casno busness (ether itsdf or through a licensed partner) is the result of a “cloud” created by this
lawsuit. Although Mr. Earl indicated that it was Planet Hollywood' sdesireto enter into the casino business
asfar back asearly 1992, it took severa yearsfor Planet Hollywood to enter into anarrangement withITT
in an attempt to do so. Moreover, the Court observes that this lawsuit aready had been filed and was
pending at the time that Planet Hollywood and ITT had the groundbresking for the planned casino in
December 1996 -- the same “cloud’ that Planet Hollywood pointsto now existed a that time, and did not
prevent a groundbresking for a casino. And Planet Hollywood admits that the ITT ded failed dueto a
hodtile takeover of ITT Sheraton, and not as aresult of any “cloud” created by this lawsuit.

133. Moreover, the evidence in this case has shown that even in the best of circumstances
entering into the casino businessis a complex endeavor fraught with uncertainty and risk of falure: asthe
Sands found out when it falled in its attempt to establishacasino in Atlantic City in the late 1980s, and as
Panet Hollywood found out when its planned casino withITT failed. The Court finds that on this record,
it is equdly (if not more likdy) that any difficulty Planet Hollywood faces in bresking into the casino

businessisthe result of factors gpart from the disputes that have given rise to this litigation.
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134.  The Court further findsthat the speculative nature of any future casino operated under the
Planet Hollywood name has, inturn, resulted in the parties offering speculative evidence at best concerning
what suchacasno would be caled and whether therewould be any likelihood of confusion or association
between such acasno and the Hollywood Casinos. Planet Hollywood says it wants the right to call a
casino “Planet Hollywood Casino” (the namethat would be most objectionable to Hollywood Casino), but
a0 saysit does not redly know what name it would give to a casino -- and denies that patrons would
inevitably cdl suchacasino “Planet Hollywood Casino” (Trid Tr. 865-66). Hollywood Casino says any
use of the word “Hollywood” in the name of a casno operated by Planet Hollywood would violate
Hollywood Casino’ srights(Trid Tr. 933). But neither Sde has offered any survey evidence or consumer
gudiesto back up therr competing contentions astowhether therewould (or would not be) likdy confusion
or an association in the minds of casino customers between a casino operated by Planet Hollywood and
aHollywood Casino.

135. The Court has considered the opinion testimony offered by Mr. Leonard on behdf of
Hollywood Casino, that operation of a casno under the name of “Planet Hollywood” would lead
consumer's to associate that casino with Hollywood Casino (Trid Tr. 659-60). The Court does not find
that opinion persuasive.

136. Inreaching hisopinion, Mr. Leonard did not conduct any kind of consumer studies, and
he did not conduct any interviews with casino cusomers. Rather, Mr. Leonard based his opinions solely
on what he considered to be the amilarity of the name “Panet Hollywood Casino” and “Hollywood

Casino” -- acomparisonthat we do not know is apt, sncewe do not know infact what a casno operated
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by Planet Hollywood would be named.* However, Mr. Leonard acknowledged that he is not an expert
in consumer market research, and he has never conducted a survey of consumersin the casino indudtry.
The Court dsofindsthat Mr. Leonard' s opinion is not persuasive because it focuses solely on the names,
without consideration of other factors that might affect whether any association might be drawn by
consumers between the two entities, such as: (a) whether a Planet Hollywood casino would prominently
display the Planet Hollywood stylized mark, which Hollywood Casino acknowledges (indeed, urges) is
famous and dgnificantly distinct from the Hollywood Casino film gtrip mark; (b) where the casno would
be located (a Planet Hollywood casino near Chicago or Tunica, where recognition of Hollywood Casino
islikely to be greatest, might present different issues than a Planet Hollywood casino in Las Vegas, where
the Court has found Hollywood Casino does not have nearly the same leve of recognition); or (c) the fact
that consumers have not associated Planet Hollywood with Hollywood Casino as a result of Planet
Hollywood operating restaurants within four different casino operationsinNevadaand Atlantic City. With
al due respect to Mr. Leonard, who undoubtedly possesses expertisein certain areas, the Court does not

believe that Mr. Leonard possesses any specia expertise -- beyond that of the Court or any other fact

DOMr. Leonard opined that even if thetitle of a hotel and casino were only “Planet Hollywood,” consumers
would inevitably refer to the operation as “ Planet Hollywood Casino” (Trial Tr. 606-07). Thereis some support for this
notion: some newspapers referred to the failed effort with ITT as “Planet Hollywood Casino” -- although some also
called it “Planet Hollywood hotel and casino” (HC Tr. Ex. 227). In addition, thereis testimony that given the range of
Planet Hollywood'’ s different business endeavors, the name of the particular service being offered is frequently tacked
onto the Planet Hollywood name -- be it “Planet Hollywood restaurant” or “Planet Hollywood ice cream.” Thislends
credence to the proposition that a casino run by Planet Hollywood would be called “Planet Hollywood casino,” to
distinguish it from other Planet Hollywood lines of business.

However, Planet Hollywood has pointed out that anumber of casinoson the Las Vegas strip are known by one
name (e.g.,“ TheMirage”) without tacking on the word casino, even though other services (such as hotel and restaurant
facilities)are also offered. But neither side has provided survey or consumer evidenceto show what consumers would
actually think, and the Court finds that the evidence offered does not provide the Court with a sound basis to answer
that question.
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finder -- on the question of what casno customers might find confusing or what might cause them to

associate one entity with another.

CONCLUSIONS OF LAW

|. JURISDICTION

1 The Court has subject matter jurisdiction, pursuant to 15 U.S.C. § 1121 and 28 U.S.C.
88 1331, 1338 (a) and (b) and 1367, to decide the clams presented in the Amended Complaint and
Amended Counterclam concerning past and current conduct by the parties. Persond jurisdiction and
venue are conceded by the parties. Moreover, in view of the order of the bankruptcy court lifting the
automdic stay that became effective after Planet Hollywood International, Inc. and Planet Hollywood
(Regiond 1V), Inc. filedther Chapter 11 bankruptcy petitions on October 12, 1999, the pendency of those
bankruptcy proceedings does not affect this Court’ s authority to address the clamsraised by or againgt

Panet Hollywood in this case.

2For similar reasons, the Court discounts the testimony of another defense expert, William Thompson, who
opined that Planet Hollywood’ s use of its name for casinos would cause likely confusion among customers (PH App.
Vol. 7, Ex. 46, at 15). Mr. Thompson did not conduct interviews with casino customers or assemble any other empirical
evidence to support his opinions, relying instead on his “learned impressions,” which the Court does not find
persuasive.

The Court alsonotesthat Planet Hollywood offered expert testimony through Edward Epstein that the presence
of the name “Planet Hollywood” over the entrance to a Planet Hollywood casino would serve to distinguish it from a
Hollywood Casino. Thereislogicto this assertion,since everyone acknowledges that “ Planet Hollywood” is afamous
mark. But the Court does not find Mr. Epstein’s opinion testimony any more persuasive than the contrary opinion
testimony of Messrs. Leonard and Thompson. Mr. Epstein also failed to conduct any survey studies or consumer
interviewsin an attempt to test or support his opinion -- atelling shortcoming given that he also opined that an expert
could not expressany valid opinion on theissue of confusion or association without knowingwhat aPlanet Hollywood
Casino would eventually look like, and without doing surveys or other inquiries to test customer reaction. Like
Mr. Epstein,M s. Harrington (another Planet Hollywood expert) stated that “ aconsumerconfusion study would certainly
be the most valid way to determine if confusion existed or it didn’t” (PH App. Vol. 6, Ex. 42, at 43).
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2. The competing declaratory judgment clamsin Count VI of the Amended Complaint and
Count 1X of the Amended Counterclam, however, present a threshold question regarding the Court’s
subject matter jurisdiction. After completion of thetestimonia proceedingsand the submission of proposed
findings, Hollywood Casino moved to dismissdl declaratory judgment dams on the ground that any plans
by Planet Hollywood to enter into the casno business (or to license its name for such a use) are
insuffidently concrete to create the “actua controversy” required for subject matter jurisdiction under
Articlelll to the Condtitution.

3. While Hollywood Casino’s motion comes very late in the day, that of courseis not a bar
to congdering the question.  Subject matter jurisdiction may not be conferred by agreement of the parties,
and objectionsto lack of subject matter jurisdiction may not bewaived. Shaw v. Dow Brands, Inc., 994
F.2d 364, 371-72 (7th Cir. 1993). Thus, even if the matter is not raised by the parties, it isacourt’ sduty
to dismiss a case on its own moation if subject matter jurisdiction does not exist at any point during the
review of acase. See O'Brien v. RJ. O'Brien & Assocs., 998 F.2d 1394, 1399 (7th Cir. 1993). For the
reasons that follow, the Court is constrained to agree that it lacks subject matter jurisdiction over the
declaratory judgment clams, and therefore dismisses Count V1 of the Amended Complaint and Count 1X
of the Amended Counterclaim, pursuant to Fed. R. Civ. P. 12 (b)(1).

A.

4, The Declaratory Judgment Act (“DJA”), 28 U.S.C. § 2201(a), provides that:

ina caseof actual controversy withinitsjurisdiction. . . any court of the
United States, uponthe filing of an appropriate pleading, may declarethe

rights and other legd rdations of any interested party seeking such
declaration, whether or not further relief isor could be sought. Any such



declaration shdl have the force and effect of a find judgment or decree
and shdl be reviewable as such

(emphasis added). The prerequisite of an “actud controversy” tracks the limitation of Article 111, which
extends federd jurisdiction only to “actud controverses’ which arise “under the Condtitution, laws or
treaties of the United States.” U.S. Congt. Art. I11, 8 2. It iswell-settled that the DJA does not expand
thisjuridiction. Aetna Lifelns. Co. v. Haworth, 300 U.S. 227, 239-240 (1937) (explainingthat theterm
“controverdges’ is diginguishable from “cases’ only in that it isless comprehengve thanthe latter, but that
the DJA islimited to “ cases of actud controversy” and that the word “actua” is one of “emphasis’ rather
than" definition”). Seealso International Harvester Co. v. Deere& Co., 623 F.2d 1207, 1210(7thCir.
1980); Sarter Corp. v. Converse, Inc. 84 F.3d 592, 594-595 (2d Cir. 1996); Spectronics Corp. v.
H.B. Fuller Co., Inc., 940 F.2d 631, 635 (Fed. Cir. 1991); Joint Sock Soc’'yv. UDV North America,
Inc., 53 F. Supp.2d 692 701 (D.Del. 1999).

5. The conditutiona imperdtive againgt issuance of advisory opinionsis unmistakable. Such
opinions are prohibited because they “undermine the basic tenants of the Article |11 case or controversy
requirement,” Joint Stock Soc'y, 53 F. Supp. 2d at 706, and would be “ beyond our condtitutiona power”
torender. Sarter, 84 F.3d at 595 (citing Aetna Lifelns., 300 U.S. at 241); seealso Joint Stock Soc'y,
53 F. Supp.2d at 701 (noting that Congressimposed the Article 111 limitationon the exercise of jurisdiction
under the DJA “to prevent the federd judiciary from impermissibly expanding the scope of its mandate
through the issuance of advisory opinions on hypothetical or abstract issues’). Advisory opinions “fly in
the face of the clear congtitutiona mandate governing the functioning of the federd judiciary,” namely, that

of resolving actud rather than hypothetica disputes. Joint Sock Soc’y, 53 F.Supp.2d at 706. See also
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Windsurfing Int’l, Inc. v. AMF Inc., 828 F.2d * 755, 758 (Fed. Cir. 1987) (an advisory opinion is
“something afedera court may not give’).

6. One digtrict court recently articulated the rdlevant concernin words strikingly gppropriate
here: afederd court isnot dlowed to expressan advisory opinion about “theimplications of somepossible
future course of action undertaken pursuant to a hypothetical busnessplan,” becauseif it did “[t]he door
would open to unlimited efforts’ by companies who want “to obtain an advisory opinion from a federal
courtinaneffort to limit their potentid liability” before incurring any costs which might prove to have been
wadefully expended should the court find againgt them. Joint Stock Soc’y, 53 F.Supp.2d at 705-706
(emphasis added).

B.

7. Planet Hollywood seeks a declaratory judgment, pursuant to Fed.R.Civ.P. 57 and 28
U.S.C. 88 2201 and 2202, that it “may lanfully market casno services, hotel services, and other
entertainment-related services under the mark PLANET HOLLYWOOD” (Am. Complt. 1 38). For its
part, Hollywood Casino seeks a declaration that its word mark *Hollywood Caano” isvaid and neither
generic nor descriptive, and that Planet Hollywood' suse of its name for a casno operation would infringe
that mark (Am. Counterclam 1 75).

8. In determining whether subject matter jurisdiction exigts for these declaratory judgment
cams, there are two inquiries that must be made: (1) whether a federad question exists, and (2) if o,
whether thereexistsan* actua controversy.” Inthetrid court, the party seeking the declaratory judgment

(which at this paint is only Planet Hollywood) has the burden of establishing an actua controversy by a
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preponderance of the evidence. Cardinal Chem. Co. v. Morton Int’l, Inc., 508 U.S. 83, 95 (1993); see
also Circuit City Stores, Inc. v. Speedy Car-X, Inc., 35 U.S.P.Q.2d 1703, 1705 (E.D. Va. 1995).

9. Moreover, inadeclaratory judgment action, subject matter jurisdictionmust exist not only
a the time the caseisfiled, but it must continue to exist as of the date judgment is rendered. See Steffel
v. Thompson, 415 U.S. 452, 460 n.10 (1974). In order to ensure that jurisdiction gtill exists before
entering ajudgment, “[i]tisproper to consider pod-filing eventsinthe evauationof continuing jurisdiction.”
Thomas & Betts Corp. v. Panduit Corp., 48 F.Supp.2d 1088, 1094 (N.D. Ill. 1999) (citing
Spectronics Corp. v. H.B. Fuller Co., 940 F.2d 631, 636 (Fed. Cir. 1991)).

10.  Althoughthedeclaratoryjudgment damand counterclaminthiscase surely present federal
questions, they do not present an “actud controversy.” The Court will assume, without deciding, that an
“actud controversy” existed at the time this case was filed by Planet Hollywood in July 1996. Subject
matter jurisdiction, however, canbe lost by pogt-filing events, and thisisa case wherethat is precisdy what
has occurred. The evidence establishes that in light of Planet Hollywood' s lack of any concrete plans for
acasno endeavor, the declaratory judgment clams presently are nothing more than a“theoretica dispute
between two companies that may, one day, find themselves competing with one another.” Joint Stock
Soc'y, 53 F.Supp.2d at 705.

C.

11. In Maryland Cas. Co. v. Pacific Coal & Qil Co., 312 U.S. 270 (1941), the Supreme
Court explained that:

[t]he differencebetween an abstract questionand a* controversy”

contemplated by the Declaratory Judgment Act is necessarily one
of degree . . . [but] [b]asicaly, the question in each case is
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whether the facts dleged, under dl the circumstances, show that

thereisasubstantia controversy, between parties having adverse

legd interests, of aufficient immediacy and redlity to warrant the

issuance of a declaratory judgment.
Id. a 273. A declaratory judgment action is not justiciable under Article I11 when the claim involves
“contingent future events that may not occur as anticipated, or indeed may not occur at dl.” Thomas v.
Union CarbideAgric. Prods. Co., 473 U.S. 568, 580-81 (1985); see also Chicago and NorthWestern
Transp. Co. v. Soo Line Railroad Co., 739 F. Supp. 447, 449 (N.D. Ill. 1990). Thus, “ripenessis
peculiarly aquedtion of timing.” Thomas, 473 U.S. at 580.

12. In adeclaratory judgment action involving trademarks, the Seventh Circuit has applied a
two-pronged test for determining whether anactual case or controversyexigts. (1) whether thedefendant’s
conduct has created a rea and reasonable apprehension of liability on the part of the plaintiff; and (2)
whether the plaintiff has engaged in a course of conduct which has brought it into adversaria conflict with
the defendant. International Harvester, 623 F.2d at 1210 (goplying test in a patent infringement
declaratory action); G. Heileman Brewing Co., Inc. v. Anheuser-Busch, Inc., 873 F.2d 985, 990 (7th
Cir. 1989) (applying test in trademark case). See also Sarter, 84 F.3d at 595 (trademark case);
Windsurfing Int’l, 828 F.2d at 757 (trademark case); Joint Stock Soc’'y, 53 F.Supp.2d at 702
(trademark case). If ether prong of thistest is not satisfied, afederd court may not exercise jurisdiction,
Sarter, 84 F.3d a 595, and any opinion the Court might offer would be advisory and beyond its
condtitutiona powersto issue. Infinitech, Inc. v. Vitrophage, Inc., 842 F. Supp. 332 (N.D. 1ll. 1994).

13. InInternational Harvester, 623 F.2d at 1215, and G. Heileman, 873 F.2d at 990, the

Seventh Circuit hed that to establish an adversarial course of conduct, “the plaintiff must possess the
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‘ gpparent ability and definite intention . . . to manufacture and sell a product Smilar to . . . defendant’s. .
..” Accord Starter, 84 F.3d at 595-96. The “gpparent ability and definite intention” test does not require
actud use of the trademark by the plaintiff, but it does require that the plaintiff’ sinterest or desreto use
the mark be “aufficiently red.” G. Helleman, 873 F.2d a 990. What this meansisthat the plaintiff must
be actively preparing to use the mark in suchaway that the plaintiff has reached “the last point before the
point of no return.” 1d. at 990-91 (quoting 6A J. Moore, MOORE’ s FEDERAL PRACTICE 57.20, at 57-
217); see also Sarter, 84 F.3d at 596. Or, asone appellate court put it, the plaintiff must have engaged
in “present activity which could congtitute infringement or taken concrete steps with the intent to conduct
such activity.” B.P. Chems. Ltd. v. Union Carbide Corp., 4 F.3d 975, 978 (Fed. Cir. 1993). This
requirement isintended to ensure that jurisdiction extends only to those cases where the plaintiff has“atrue
interest to be protected, rather than a desire for an advisory opinion on whether it would be lidble if it
initiasted some merdy contemplated activity.” Infinitech, 842 F. Supp. at 336 (internd quotations and
citations omitted).

14.  Applying this standard, the Court concludes that it lacks subject matter jurisdiction over
the declaratory judgment dam and counterclam because Planet Hollywood cannot presently meet the

“ apparent ability and definite intention prong” of the actua controversy test.??

2A1though seeking to dismiss all declaratory judgment claims for lack of any actual controversy, Hollywood
Casino seemingly concedes that the other element of the two-pronged test (“reasonable apprehension”) was satisfied
at the time Planet Hollywood filed its declaratory judgment action on July 29, 1996, and “likely still remains satisfied.”
See Hollywood Casino’s Motionto DismissDeclaratory Judgment Claims at 6. However, inits Answer to the Amended
Complaint, Hollywood Casino denied that it had “communicated” any demand that Planet Hollywood “abandon their
intended expansion to casino and hotel services under its well known PLANET HOLLYWOOD marks” (Answer 1 41).
The Court interprets this denial to mean that Hollywood Casino claimed, at the time suit was filed, that it had not
threatened Planet Hollywood with litigation. It therefore seems odd that Hollywood Casino did not seek to dismissthe
Planet Hollywood declaratory judgment action at the time.
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D.

15.  Any concrete plans that Planet Hollywood hadin 1996 for acasino inconjunctionwith I TT
have long since fdlen by the wayside. The evidence & trid established that Planet Hollywood has not
currently taken even the firg step (much less the last step) before the “point of no return” for a casno
project. Mr. Earl’ stria testimony established that Planet Hollywood not only does not know what it would
cdl acasno (Trid Tr. 962), but in truthdoes not know whether there ever will be one: Mr. Earl conceded
that Planet Hollywood is not approved by any regulatory authority to open a casino, and that Planet
Hollywood currently has no plans to openacasno “onthe drawing board” (Tria Tr. 825). While Planet
Hollywood asserts that it recently has charged one of its employees with the respongbility of finding a
licensee to use the Planet Hollywood name for a casino, Planet Hollywood has not offered any evidence

that it in fact has entered into any licensing agreements with any entity which has the ability or the definite

While a “reasonable apprehension” may be established by facts other than a specific threat to sue,
International Harvester Co.,623F.2d at 1211, no other such factswerealleged. For instance, an opposition proceeding
in the Patent and Trademark Office in response to an application for trademark registration is not sufficient to create a
“reasonabl e apprehension” of suit. See, e.g., Circuit City Stores, Inc. v. Speedy Car-X, Inc., 35 U.S.P.Q.2d 1703, 1705
(E.D.Va.1995). Moreover, thefiling of acounterclaim by the declaratory judgment defendant (as Hollywood Casino did
here) is not sufficient to create a “reasonable apprehension,” sincethe question of “whether ajusticiable controversy
existsis measured by examining the state of affairs at the time the complaint isfiled.” G. Heileman, 873 F.2d at 990. In
otherwords, “[a] plaintiff may not fileacomplaint, wait forthe defendant to respond and then usethat response as proof
of reasonable apprehension.” Kosmeo Cosmetics, Inc. v. Lancome Parfums et Beaute & Cie., 44 U.S.P.Q.2d 1472,1475
(E.D. Tx. 1996) (citing Spectronics Corp. v. H.B. Fuller Co., Inc., 940F.2d 631, 635 (Fed. Cir. 1991) (“|ater events may not
create jurisdiction where none existed at the time of filing”)).

The Court thusis puzzled by Hollywood Casino’s current assertion that Planet Hollywood had areasonable
apprehension of liability at thetimeit filed suit. Perhaps despite Hollywood Casino’s denial in its answer, in fact there
always was an intent by Hollywood Casino to seek to impose liability on Planet Hollywood if it opened a casino -- as
the last threeyears of extensive and expensivelitigation might suggest. In any event, aswith certain other issuesin this
case, this apparent puzzle need not be resolved: the failure of Planet Hollywood to establish that it currently has an
apparent ability and present intention to proceed with acasino operation, without more, divests this Court of jurisdiction
over all declaratory judgment claims.
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intent to use the “Planet Hollywood” trademark in conjunction with casino businesses -- or that Planet
Hollywood even has located an entity willing to do so.

16. Nor is Planet Hollywood sufficently far donginconcrete plans for acasno that the Court
cananswer the basic question of how Planet Hollywood intendsto useitsmark inthe casino business. The
Court mug be able to determine how the proposed trademark user will utilize its mark before any
trademark andysis can begin. Ininternational Harvester, 623 F.2d at 216-17, the Seventh Circuit held
that there was no judtifiable controversy, and thus vacated atrid court ruling. With respect to “immediate
intention and apparent ability” prong, the Seventh Circuit explained that “[o]ur concern is not that the
[product] will never be produced, but rather that because of the rdlatively early stage of its development,
the desgn whichisbefore us now may not be the desgn whichis ultimately produced and marketed.” 623
F.2d at 1216. The Seventh Circuit reasoned that “[f]or a decision in a case such as this to be anything
other than an advisory opinion, the plaintiff must establish that the product presented to the Court is the
same product which will be produced if a declaration of nortinfringement is obtained.” Id. See also
Sarter, 84 F.3d at 597.

17.  While International Harvester involved a requested declaration of patent non-
infringement, we beieve this reasoning applies as well to thistrademark case. Here, Planet Hollywood
cannot tell the Court how the mark would be used inidentifying or promoting acasino: or, for that matter,
the name of the casino or where it would be located (dthough Planet Hollywood' s vison is to locate a
casno in Las Vegas or Atlantic City, we cannot be certain of ether venue). Instead, Planet Hollywood

asks the Court to “assume’ that the name would be “Planet Hollywood Casino” even though Planet
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Hollywood says that name might not be used -- which only further underscores the hypothetica nature of
the ruling that Planet Hollywood seeks.

18. Panet Hollywood' s pogt-trid filing for bankruptcy and the reorganization plan proposed
by Planet Hollywood further highlight the speculative nature of the declaratory judgment dams. Thehistory
of these parties casno endeavors demondtrates that any effort to establish casnos is fraught with
uncertainty -- witness the falled efforts of the Sandsto establish acasno in Atlantic City (Findings Nos.
75-79), and Planet Hollywood' sfallureto establish acasno with ITT even after concrete plans had been
made and a groundbreaking had occurred (Finding No. 126). The pendency of Planet Hollywood's
bankruptcy proceedings only further complicates any efforts by Planet Hollywood to use its namefor a
casino, and further attenuates the likdihood that will ever occur. As the Court has found, while Planet
Hollywood's current condition does not preclude the possbility of acasno in itsfuture, the falure of the
reorganization plan to mention any concrete plansfor a casno busness indicates (at a mnimum) that a
casnoisnot onthe immediate horizonfor Planet Hollywood. Whether Planet Hollywood will emergefrom
this bankruptcy rguvenated and successful, whether it will extend into the casino business, and if so, when
that might occur, where a casno would be located, and what it would be called, dl are questions that
cannot be answered now, and that uncertainty renders this case unsuitable for declaratory relief.

19.  TheCourt acceptsthat Planet Hollywood would like to useitsname for casinos, and even
assumes that the present uncertainty about itsright to do so might complicate matters. Buit, the Court has
not been persuaded by Planet Hollywood that the so-called “cloud” created by thislitigation precludes it
from entering into the casno business. This same “cloud’ exised when Planet Hollywood filed this

declaratory judgment action in 1996 (presumably, that is why Planet Hollywood sought declaratory relief
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at the time), but it did not keep ITT from entering into an arrangement with Planet Hollywood to open a
casino. And Planet Hollywood has not claimed that the ITT ded faled due to the so-cdled cloud. This
history suggests that Planet Hollywood' s recent inability to find a partner or licensee to forge ahead with
a cadno is a product of drcumstances other than this dispute with Hollywood Casino -- such as, for
example, Planet Hollywood' s precarious financia condition (Findings Nos. 131-33).

20. In so finding, the Court is mindful of recent statements attributed to Mr. Earl that Planet
Hollywood does not plan to extend into the casno business “in the near term,” as well as Mr. Earl’s
explanation that while there is no imminat plan to enter into the casino business “tomorrow,” Planet
Hollywood is actively seeking to extend into casinosand “could” find apartner or licenseewillingto do so
by early next year. Inview of pagt higtory, it isaso highly likdy that Planet Hollywood “could not” find a
licensee or partner next year or any time soon-- or that, evenafter finding alicensee or partner, a planned
casino might not be established due to regulatory or other problems. As much as Planet Hollywood might
wish otherwisg, its desire and intent to openacasino isnot enough to establish its ability to do so. Thisis
not a case like G. Hellman, in which the Seventh Circuit found subject matter jurisdiction where one
declaratory judgment plaintiff began usng its mark the day after it filed suit, and the other was marketing
product using the mark within afew months. 873 F.2d at 988-89. Here, more than three years after this
suit commenced, Planet Hollywood is not closer to -- but, indeed, is much further away from -- being in
apogtion to have a casno operate under its name.

21. The Court believesthat the observation by the Court inWindsurfing Int’l, 828 F.2d at

758, is apt here:
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Rather than use the mark, get sued, and fight it out in court, AMF was

saying, “we would like to use the mark, but before we do, we want a

court to say we may do so safely.” Thus, AMF's complaint and

counterclaim sought an advisory opinion, something afedera court may

not give.
The province of afederd court isnot to issue advisory rulings to diminate clouds that might affect actions
that a party would like to (but may never) take. Planet Hollywood's desire to enter the casino business
is, at the present time, just that and nothing more: adesire, without any demonstrated present ability to turn
the dedreinto aredity. “[T]histype of mere desre falls to condtitute a judticiable case or controversy.”
Joint Stock Soc'y, 53 F.Supp.2d a 705. Accordingly, the Court grants Hollywood Casino’s motion to
dismiss the declaratory judgment dams (Count VI of the Amended Complaint, and Count IX of the

Amended Counterclaim) for lack of subject matter jurisdiction.?

ZAny and all substantive issues raised with respect to the declaratory judgment claims made by either party
will not be res judicata in any future proceeding since, without jurisdiction, the Court can make no judgment on the
merits of these issues. There will not be any collateral estoppel effect from the litigation of the declaratory judgment
issues either, sinceweare not making any findingswith respect to the protectability, vel non, of the*“Hollywood Casino”
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E.

22. Before turning to the claims over which the Court has jurisdiction, we address Planet
Hollywood' s contention that if the declaratory judgment clams must be dismissed, then the Court should
award Planet Hollywood itsreasonable costs and attorneys feesincurred in litigating those dams. Planet
Hollywood makesthat request pursuant to 28 U.S.C. 81927, and damsthat Hollywood Casino’ sactions
in forcing those daims to be litigated “amount of nothing more than unreasonable and vexatious litigation
tactics” The Court rgjects that argument for two reasons.

23. Firgt, the statutory standards governing rdief under Section 1927 do not support Planet
Hollywood srequest. In Kotsilieris v. Chalmers, 966 F.2d 1181, 1184 (7th Cir. 1992), the Seventh
Circuit held that to be sanctionable under Section 1927, conduct must be unreasonable and vexatious. The
Seventh Circuit found that Congress intended the term “vexatioudy” to mean something more than
“unreasonably,” and to require subjective or objective bad faith. 996 F.2d at 1184. Planet Hollywood
canscarcely beheard to complain that Hollywood Casino’ sdeclaratory judgment countercdlamrisesto the
leve of bed faith, given that it wasfiledin response to amirror image declaratory judgment count filed by
Planet Hollywood. Nor does Hollywood Casino’'s motion to dismissriseto the leve of bad fath, asthe
Court has found that the motion to dismiss has abadsis both in law and in fact. Consequently, thereisno
Section 1927 basis for awarding fees and costs.

24. Second, the Court cannot ignore that Planet Hollywood initiated a declaratory judgment

action agang Hollywood Casino, and thus put into issue the same basic questions raised by Hollywood

mark or potential infringement. There is no reason this Court’s finding of lack of subject matter jurisdiction would
preclude the PTO (which is not limited by Article Il constraints) from lifting its stay, and now resolving the issue of
Planet Hollywood’ s applications for registration of its mark for casino useand Hollywood Casino’s objectionsto them.
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Cadno initsdeclaratory counterclam. If the declaratory judgment clamsremained in the caselonger than
they should have, the respongbility for that rests just as much with Planet Hollywood as with Hollywood
Casino. Planet Hollywood has vigoroudy asserted at dl times in this case that the Court possessed
jurisdictionto decide the declaratory judgment clams. Although thetiming of Hollywood Casino’smation
to dismiss understandably has caused Planet Hollywood to raise an eyebrow, the fact remans that the
motion presented an issue of subject matter jurisdiction that the Court was obligated to consider -- with
or without Hollywood Casino filing amoation. Accordingly, the Court denies Planet Hollywood' s request

for attorneys fees and costs under 28 U.S.C. § 1927.

[I. TRADEMARK INFRINGEMENT

25. Planet Hollywood's action under Section 43(a) of the Lanham Act is based on aleged
infringement of its globe mark, and not its word mark “Planet Hollywood” (see Trid Tr. 903). Planet
Hollywood dams that Hollywood Casino’s word mark “superimposed over a circular design logo in
connection with the sde of entertainment servicesislikely to cause confuson . . . asto the origin.. . . of
defendants’ services . . . in violation of § 43(a)(1) of the Lanham Act, 15 U.S.C. § 1125(a)(1)" (Am.

Complt. 1 27).2* By contrast, Hollywood Casino's trademark infringement counterclaim under Section

24 Section 43(a)(1) providescivil liability for any person who:

uses in commerce any word, term, name [or] symbol. . . which (A) islikely to cause
confusion, or to cause mistake, or to deceive as to the affiliation, connection, or
association of such person with another person, or asto the origin, sponsorship,
or approval of his or her goods, services, or commercial activities by another
person, or (B) in commercial advertising or promotion, misrepresents the nature,
characteristics, qualities, or geographic origin of hisor her .. . goods, services, or
commercial activities, . . ..
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43(a) is not based on aleged infringement of its film strip mark, but rather its word mark and trade name
“Hollywood Casino.” Hollywood Casino damsinfringement hasoccurred by virtueof Planet Hollywood' s
present useof itsword mark and trade name “Planet Hollywood” infour restaurantslocated inhotelswhich
aso house casino operations (Am. Counterclaim  47).2 Such use, according to Hollywood Casino,
“represents’ that Planet Hollywood is “operating under the sponsorship of or in afiliation with, or under
license from, or with the approva of” Hollywood Casino” (Id. § 34). This association, according to
Hollywood Casino, leads to * both reverse confusion and open (or forward) confuson” (Tria Tr. 905).
26. Before addressing the merits of these respective clams, the Court sets forth the legal

principlesthat governits andyss.

A.

27.  TheLanhamAct, 15 U.S.C. § 1051 et seq., “was intended to make *actionable the
deceptive and mideading use of marks and ‘to protect persons engaged in . . . commerce agang unfair
comptition.”” Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 767 (1992) (quoting 15 U.S.C.
§81127). “In order to be registered, amark must be capable of diginguishing the applicant’ s goods from
those of others.” Two Pesos, 505 U.S. at 768 (citing 15U.S.C. § 1052). In other words, a mark must

be “inherently distinctive’ or identify a particular source of origin. Id. at 768-609.

T0 the extent Hollywood Casino’s claims incorporate any reference to Planet Hollywood' s future plans
regarding the useof its mark in the casinoindustry, the Court lacks jurisdictionto reach those claims for the reasons set
forthabove. Thus, the Court’ srulings on the Hollywood Casino infringement claim for past or present conduct are not
intendedto (and do not) express any views by the Court on possible future uses of the mark by Planet Hollywood in the
casino business.
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28. “Ingenerd, the levd of trademark protection available corresponds to the ditinctiveness
of themark.” PlatinumHomeMortgage Corp. v. PlatinumFinancial Group, Inc., 149 F.3d 722, 727
(7th Cir. 1998). “Marks are dassfied into five categories of increasing distinctiveness: (1) generic, (2
descriptive, (3) suggestive, (4) arbitrary, and (5) fanciful.” Platinum Home Mortgage Corp., 149 F.3d
at 727 (citing Two Pesos, 505 U.S. 763, 767-68 (1992)). At one end of this spectrum lies the generic
term, which*“is one that is commonly used and does not identify any particular source and, therefore, isnot
entitled to any trademark protection.” Id. (citing Liquid Controls Corp. v. Liquid Control Corp., 802
F.2d 934, 936 (7th Cir. 1986)). At the other end of the spectrum lies “terms that are either suggestive,
arbitrary, or fancful[, which] are automaticdly entitled to trademark protection because they are inherently
diginctive” Id. (citing Two Pesos, 505 U.S. at 767-68).

29. Regting onthis spectrum between automatic protectionand non-protectionare descriptive
marks. “A descriptive mark is one that ‘ describesthe ingredients, qudities, or characteristics of an article
of trade or a service’ and, generdly, it isnot protected as atrademark because a merely descriptive mark
isa‘poor means of distinguishing one source of services from ancther.’” Platinum Home, 149 F.3d at
727. Although descriptive marks are not inherently distinctive, Section 2 of the Lanham Act providesthat
adescriptive mark may be registered if it “hasbecome digtinctive of the gpplicant’ s goodsin commerce.”
Two Pesos, 505 U.S. at 769 (quoting 15 U.S.C. 88 1052 (e), (f)). SeealsoPark ‘N Fly, Inc. v. Dollar
Park and Fly, Inc., 469 U.S. 189, 207 (1985). Thisacquired distinctivenessisreferredto as “ secondary
meaning.” Park N’ Fly, 469 U.S. at 200 (“a merdly descriptive mark cannot be registered unless the
Commissioner finds that it has secondary meening’) and 206 (“Section 2 of the Lanham Act planly

prohibits the regigtrationof . . . amark unless the gpplicant proves to the Commissioner of the Patent and
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Trademark Officethat the mark ‘ has become didtinctive of the gpplicant’ sgoodsincommerce,’ or ... . has
acquired a“ secondary meaning'”). “[A] descriptive mark may receive trademark protectionif it acquires
secondary meaning ‘in the collective consciousness of the rdlevant community.”” Platinum Home, 149
F.3d 727 (citing Mil-Mar Shoe Co., Inc. v. Shonac Corp., 75 F.3d 1153, 1157 (7thCir. 1996) (citing
Gimix, Inc. v. JS& A Group, Inc., 699 F.2d 901, 907 (7th Cir. 1983)).

30. Secondary meaning is used generdly to indicate that a mark or dress “has come through
use to be uniquely associated with aspecific source. . . . To establish secondary meaning, a manufacturer
mugt show that, inthe mindsof the public, the primary sgnificance of a product feature or termisto identify
the source of the product rather thanthe product itsdf.” Two Pesos, 505 U.S. at 766 n.4 (internd citetions
omitted). Seealso Walt-West Enterprises, Inc. v. Gannett Co., Inc., 695 F.2d 1050, 1055-56 (7th Cir.
1982). Fectorsto condder in determining the existence (or not) of secondary meaning include: (1) the
amount and manner of advertisng; (2) the valume of sdes; (3) the length and manner of use; (4) direct
consumer testimony; and (5) consumer surveys. See Gimix, 699 F.2d at 907. Consumer testimony and
consumer surveys are the only direct evidence on this question; the other factors condtitute circumstantia
evidence. Id.

31 Didinctivenessis only one eement necessary to establishthe right to trademark protection.
A trademark owner must aso show that the mark has been in public use. See Sindus., Inc. v. Diamond
Multimedia Sys., Inc., 991 F. Supp. 1012, 1018 (N.D. I1I. 1998) (“[t]rademark rights are acquired by
adoptionand use, not by regigration”); Sindus, Inc. v. Sone Age Equip., Inc., 12 F. Supp. 2d 796, 805
(N.D. Ill. 1998) (* Although regigtration establishes a rebuttable presumption that the mark was first used

onthefiling dete, . . . [slimply filing an gpplication is not sufficient to cregte rightsin the mark™). Thus, to
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gan protection under the Lanham Act, one mugt establish rights “under the common law, which confers
ownership onthe personwho employs the ‘firgt actual use of amark inagenuine commercid transaction.’”
S Indus.,12 F.Supp.2d a 805 (quoting Allard Enterprises, Inc. v. Advanced Programming
Resources, Inc.,146 F.3d 350 (6th Cir. 1998)). “In short, ‘one must win the race to the marketplace.””
Id. (quoting Zazu Designsv. L’ Oreal, SA., 979 F.2d 499, 503 (7th Cir. 1992)).

32. “Usg” under the commonlaw means that the mark was attached to the product or service
sold to the public. S Indus., 12 F.Supp.2d at 805 (citing cases). “The use must be continuous and bona
fide to impart ownership ... ."” Id. (citing Zazu, 979 F.2d at 503, 505). “Likewise, the mereintent to use
amakisinauffident.” 1d. Theamount of activity sufficient to condtitute useisafactua question determined
on acase by case basis. 1d. “Theguiding principle is that the activity be ‘ sufficiently public to identify or
digtinguish the marked goods in an gppropriate segment of the public mind as those of the adopter of the
mark.”” S. Indus., 12 F. Supp.2d at 805 (quoting Blue Bell, Inc. v. Farah Mfg. Co., 508 F.2d 1260,
1266 (5th Cir. 1975)).

33. If aregistered trademark isdidtinctive and in “use” a party seeking to hold another person
lidble for infringement of that mark may do so by showing that the other party’ smark createsa*likelihood
of confuson” in the minds of consumers. Indeed, “the ‘keystone’ of trademark infringement is likelihood
of confusion asto source, affiliation, connection or gponsorship of goods or services among the relevant
classof customersand potentid customers.” Sands, Taylor & Wood Co. v. Quaker OatsCo. (Sandsl),
978 F.2d 947, 957 (7th Cir. 1992). The Seventh Circuit has determined that the following seven factors
aretypicdly important ineva uating the likelihood of confusionintrademark infringement cases: (1) amilarity
of the marks; (2) amilarity of the productsor servicesin issue; (3) areaand manner of concurrent use; (4)
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sophidtication of consumers, (5) strength of complainant’ s mark; (6) actud confusion; and (7) intent of the
defendant to pam off its product as that of another. Forum Corp. of N. Am. v. Forum, Ltd., 903 F.2d
434, 439 (7th Cir. 1990).

34.  Although none of those sevenfactors done is dispostive, and the weight accorded to each
factor will vary fromcaseto case, Rust Env. & Infrastructure, Inc. v. Teunissen,131 F.3d 1210, 1217
(7th Cir. 1997), the Seventh Circuit has indicated that the most important of these factors (in making a
likelihood of confusiondetermination) commonly are amilarity of the marks, intent of the daimed infringers
and evidence of actud confusion. G. Heilleman, 873 F.2d at 999. A determination concerning likelihood
of confuson is a question of fact, which will be reversed only if clearly erroneous. Smith Fiberglass
Prods,, Inc. v. Ameron, Inc., 7 F.3d 1327, 1329 (7thCir. 1993). The party daming infringement bears
the burden of proof by a preponderance of the evidence on the eements necessary to establish likelihood
of confuson. Reed-Union Corp. v. Turtle Wax, Inc., 77 F.3d 909, 912 (7th Cir. 1996); Hewlett
Packard Co. v. Repeat-O-Type Stencil Mfg. Corp., 34 U.S.P.Q.2d 1450, 1453 (N.D. Cd. 1995);
Pfizer, Inc. v. Astra Pharm. Prod., Inc., 858 F. Supp. 1305, 1328 (S.D.N.Y. 1994).

35. Both Planet Hollywood's dam that its desgn mark is being infringed by Hollywood
Casino, and Hollywood Casino’ sdamthat itsword mark “Hollywood Casino” isbeing infringed by Planet
Hollywood, turnonwhether thereisalikeihood of confusion between the relevant marks. The Court has
utilized the seven factors outlined by the Seventh Circuit in determining whether there is likely to be
confusion in the minds of consumers when they see the parties respective marks in the marketplace.
Because the Court finds that there is no likelihood of confusion asto the design marks (which are part of

the trade mark and the trade dress) or the word marks of the parties, the Court finds that there can be no
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infringement by either party asa maiter of law, and thus the infringement claims of Planet Hollywood and
Hollywood Casino bothmust fal. The Court addresses, inturn, its conclusionswith respect to the parties

trademark infringement clams.

B. PLANET HOLLYWOOD’S CLAIM.

36.  TheCourt findsthat upon cons derationof therd evant factors, Planet Hollywood hasfaled
to establish any likelihood of confusion semming from Hollywood Casino’s use of its film strip mark.
1 Similarity of the Marks.

37.  Two trademarks may be confusngly smilar if they are amilar in sound, appearance,
meaning or connotation. Knaack, 955 F. Supp. at 1000; Henri’ sFood Products, Inc. v.Kraft, Inc.,717
F.2d 352, 354 (7th Cir. 1983). Any memorable feature of the marks should be considered in andyzing
likelihood of confuson. Forum, 903 F.2d at 440. Indetermining Smilarity betweenthemarks, courtsmust
consider the trademark as awholeinlight of what occursin the red world, recognizing that the marks will
be confronted separately by consumers in the marketplace, rather than compared stting Sde by sde on
a podium in the courtroom. Knaack, 955 F. Supp. 1000 (citing James Burrough Ltd. v. Sgn of
Beefeater, Inc., 540 F.2d 266, 275 (7th Cir. 1976)).

38. For the reasons explained above (Findings Nos. 38-41), the Court finds that Planet
Hollywood' s globe mark and Hollywood Casino’ sfilmstrip mark are not confusngly smilar. The marks
both share the word “Hollywood,” but that word appears in a different sequence and in a different type
syle on each mark. Although “the dominant portion of the mark is entitled to greater weight inevauating

likelihood of confusion,” Quill Natural Spring Water, Ltd. v. Quill Corp., 1994 WL 55937, * 4 (N.D.
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[11.), the Court hasfound that theword “Planet” is not dominant in Planet Hollywood' smark (Findings Nos.
10-11). Moreover, the word combinations in the respective marks do not rhyme or look or sound the
same. And, whilethere are amilaritiesin certain of the graphic aspects of the marks, those smilaritiesare
far outweighed by the differences. for example, the cirde inthe background of the Planet Hollywood mark
isclearly aglobe of the earth, whereas the Hollywood Casino circular background is more of adisk and
not three dimensond; the words are arranged differently across the background in the two marks (the
Hollywood Casino words are centered, whereas the Planet Hollywood words are set off and judtified at
the left); there is a gtrip of movie filmon the Hollywood Casino mark that does not gppear in any form on
the Planet Hollywood mark; and there is a shooting star on the Planet Hollywood mark that does not
appear onthe Hollywood Casino mark. The Court findsthat the sgnificant differences betweenthe marks
makeit unlikely that consumers confronting one would mistake it for (or associate it with) the other.
2. Similarity of Products

39.  Thefactor of product smilarity requires cons derationof whether the products or services
are of akind that the public likdy would attribute to asngle source. Knaack, 955 F. Supp. at 1000. There
are three potentid leves of product smilarity: (1) competitive; (2) non-competitive, but related; (3) non-
competitive and non-related. 1d.

40. If companies are not in direct competition, it is harder to show that consumers are likely
to be confused by smilar terms or marks. See Knaack, 955 F. Supp. at 1000 (citing Exxon Corp. v.
Exxene Corp., 696 F.2d 544, 548 (7th Cir. 1982)). However, even if products or services are not
competitive, thisfactor dill may auger infavor of afinding of likdy confusion if the products or servicesare

closdly “related.” Sandsl, 978 F.2d at 958 (7th Cir. 1992). A closdly related product is“onewhichwould
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reasonably be thought by the buying public to come from the same source, or thought to be affiliated with,
connected with, or sponsored by, the trademark owner.” 1d. (citing 2 J. McCarthy, TRADEMARKSAND
UNFAIRCOMPETITION 824:3 (2d ed. 1984)). Thisfactor weighsagaing afinding of likely confusonwhere
the products or services are neither competitive nor related, for the evident reason that consumerswould
not be likely to believe that the source of one product or service is dso the source of the other.

41. P anet Hollywood and Hollywood Casino currently arenot direct competitors(see Andings
Nos. 49-56). The Court rejectsthe proposition that the parties compete merely because both restaurants
and casnos fdl under the wide umbrela of the “hospitdity” indudry. If parties were deemed competitors
amply because they are both“ entertainment” outlets vying for the discretionary income of consumers, then
Planet Hollywood dso would be in “competition” with the opera, golf and every other form of
entertainment. To accept such a broad definitionof “ competition” for purposes of trademark infringement
andysswould render thisfactor usdessin atempting to determine likelihood of confusion.

42. Nor doesthe Court find that the parties are competitors merely because Hollywood Casino
offers restaurant and bar services as part of itscasno operations. Asthe Court has found, the restaurant
sarvicesat Hollywood Casino are ancillary to the primary offering there: casno services. Moreover, the
restaurants at Hollywood Casino are different from Planet Hollywood in names, price ranges, types of
dining offered, and/or themes. And, Planet Hollywood has offered no survey or other consumer evidence
that restaurant patrons consider the Hollywood Casino restaurantsto be acompetitive dternative to dining
at a Planet Hollywood restaurant (none of which, as of the time of trid, was closer than 43 milesto a

Hollywood Casino).
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43.  Whilethe partiesare not direct competitors, the questionremains asto whether consumers
would consider the servicesthey offer as“related.” Answering this question requires a determination as
to whether the buying public would reasonably think that a casno and arestaurant located at least 43 miles
apart would be sponsored by the same source or, put another way, whether someone in the restaurant
business might be reasonably expected to enter into the casno business. Carnival Brand Seafood Co.
v. Carnival Brands, Inc., 187 F.3d 1307, 1310 (11th Cir. 1999); Rodeo Collection, Ltd. v. West
Seventh, 812 F.2d 1215, 1219 (Sth Cir. 1987).

44, Planet Hollywood has offered no survey or other consumer evidence as to whether
consumerswould reasonably expect atheme restaurant to dso beinthe casno business. Thereisevidence
of a least one “eatertainment” business (Hard Rock Café) going into the casino business, so it would not
be unprecedented to think that Planet Hollywood might do so. However, Hard Rock Caféistheexception
and not the rule: the vast mgority of theme restaurants do not later expand into the casino business. So,
this one example does not show it would be common or expected for an entity like Planet Hollywood to
expand its restaurant chain into the casino business. Although Planet Hollywood has pointed to testimony
from Mr. Earl that by late 1991 or early 1992, Planet Hollywood intended to go into the casino business,
the subjective intent of Planet Hollywood does not necessarily equate with what the public would percelve
Or expect.

45. Based on the evidentiary record before it, the Court finds that the restaurant services
offered by Planet Hollywood are not closdly related to the casino services offered by Hollywood Casino.
Accordingly, the Court concludes that the factor of product amilarity does not support a finding of

likelihood of confusion.

105



3. Area and Manner of Concurrent Use.

46.  Theareaand manner of concurrent usefactor requiresthe Courtto consider whether there
is a rdaionship in use, promotion, distribution or sales between the goods and services of the parties.
Forum Corp., 903 F.2d at 442 (7thCir. 1990). Theparties respectivelinesof busness need not bethe
same, so long as their products or services are the kind the public islikely to attribute to a single source.
Id. (citing Int’| Kennel, 846 F.2d at 1089). It is not necessary that the parties be in direct competition
or that their goods and services beidenticd. 1d.

47.  Asof the time of trid and for a number of preceding years, the parties operated in a
commongeographic market: the Hollywood Casinoin Auroraoperatesin the grester Chicagoland market,
where Planet Hollywood aso operated two restaurants until both were closed when Planet Hollywood
recently filed a petition in bankruptcy. However, thereislittle relationship between the manner in which
Planet Hollywood and Hollywood Casino promote or didtribute their respective products and services.
One example is the use of merchandise as promotion, which is asubgtantid part of Planet Hollywood' s
businessbut aminor part of Hollywood Casino’s business (e.g., Finding No. 114(€)). And, asthe Court
already hasfound, Planet Hollywood' s current use of its mark is neither competitive nor closely related to
Hoallywood Casino’ suse of itsmark. Thus, thisfactor doesnot support afinding of likelihood of confusion.
4, Sophistication of Consumers.

48. Since the likdlihood of confusion inquiry congders the likeihood of confusion by the
consuming public, courts must consder the level of sophigtication of potentid purchasers of the products

and sarvicesinissue. Forum, 903 F.2d at 442. Where consumers are sophisticated, ddliberate buyers,
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confusionislesslikdy thanwhere the consumersare prone to make uninformed, impulse purchases. Smith
Fiberglass Prods,, Inc. v. Ameron, Inc., 7 F.3d 1327, 1330 (7th Cir. 1993); Rust, 131 F.3d at 1217.

49. Inthis case, the people whom Planet Hollywood damswould likdly be confused arethose
who would confront the Hollywood Casino mark and believe it to be connected in some way to Planet
Hollywood. Thus, the question of the sophistication of the consumer factor redly goes to the degree of
care likely to be exercised by consumersin making a decision to frequent a casino. In that regard, the
question of *“sophistication” is not about the consumers level of savviness about the ins and outs of
gambling, but rather about whether their decison to go spend their money a a particular operation is a
deliberate one as opposed to one based on amere impulse. Asthe Court hasfound (Findings Nos. 46-
48), people who patronize a casno have made a purposeful decisonto do so. Therefore, the Court
concludesthat this factor does not support a findingof likelihood of confusionbetween Planet Hollywood' s
globe mark and the Hollywood Casino film strip mark.
5. Strength of the Mark.

50.  Thedrengthof atrademark referstoits“didtinctiveness. . ., or more precisdly, itstendency
to identify the goods sold under the mark as emanating from a particular . . . source.” See Sands|, 978
F.2d at 959 (quoting McGregor-Doniger, Inc. v. Drizde, Inc., 599 F.2d 1126, 1131 (2d Cir. 1979)).
As the Court has found, and as Hollywood Casino has admitted, the Planet Hollywood globe mark is
“extremdy famous’ and isthus avery strong mark (Finding No. 9).

51 The dtrength of Planet Hollywood's mark typically would tend to weigh in favor of
likdihood of confusion. Buit it strikes the Court that the extraordinary notoriety of the Planet Hollywood

mark infact may make it less likely that someone would see the Hollywood Casino mark and associate it

107



with Planet Hollywood. That is particularly so in light of the fact that the Hollywood Casino mark is not
highly smilar to the Planet Hollywood mark, and that the parties are not in competitive or closely related
businesses. Just as the weekness of the mark “is of little importance when the conflicting mark isidentica
and the goods are dosdy rlated,” Sands |, 978 F.2d at 959 (quoting 1 J. McCarthy § 11.24 at 505-06),
the grength of the mark does not weigh heavily infavor of afinding of likdy confusonwhere (as here) the
conflicting mark is not identica and the services are not competitive or closaly related. See generally 1
J. McCarthy, § 11.:24, at 503-506 (strength of mark tends to make confuson more likely only where the
marks are amilar and/or competitive). The Court therefore finds that this factor waighs only mildy (if &
dl) in favor of afinding of likey confuson.

6. Actual Confusion.

52. The SeventhCircuit hasidentified actud confusion as one of the most Sgnificant elements
to be considered indetermining likelihood of confusion. And understandably so: what better evidencethat
confusion is likely than proof that it actudly has occurred? Thus, while likdihood of confusion “can be
proven without any evidence of actua confusion, such evidence, if available, is entitled to substantial
weight.” Helene Curtis Indus., Inc. v. Church & Dwight Co., Inc., 560 F.2d 1325, 1330 (7th Cir.
1977). Actud confusion can be shown by ether direct or survey evidence. Rust, 131 F.3d at 1218. And,
very little proof of actud confusion is necessary to prove likelihood of confuson. McGraw, 787 F.2d at
1172.

53. In this case, Planet Hollywood has offered asolutely no evidence of actud confusion.
Planet Hollywood has offered no direct evidence that any consumers actudly have been confused when

confronting the Hollywood Casno filmtrip mark (or, for that matter, any other Hollywood Casino marks).
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The Court recognizes that it often may be difficult to locateincidents of actual confuson. Thus, one might
argue that the Court should not infer that there isno actud confusion from the absence of such evidence,
snce one could aso draw the inference that actua confusion exists but has smply been difficult to ferret
Out.

54. But here, as the Court has found, Planet Hollywood and Hollywood Casino have co-
existed in the greater Chicago areafor more than Sx years without there being a single identified instance
of confuson. The Court deemsiit very sgnificant that over this extended period, Planet Hollywood has
been unable to mugter any evidence of actud confuson. “[W]here both parties have extensvely marketed
their products, the absence of actua confusion ishighly persuasive evidence that confuson is not likely.”
Ohio Art Co. v. Lewis Galoob Toys, Inc., 799 F. Supp. 870, 884 (N.D. lll. 1992); see also Pampered
Chef, Ltd. v. Magic Kitchen, Inc., 12 F. Supp.2d 785, 795 (N.D. Ill. 1998); FS Services, Inc. v.
Custom Farm Services, Inc., 325 F. Supp.153, 162 (N.D. lll. 1970), aff'd, 471 F.2d 671 (7th Cir.
1972). The sgnificance of the absence of evidence of actua confusion isfurther heightened here because
the parties have actively been litigating these infringement issuesfor the last three years, thus giving Planet
Hollywood ample incentive to uncover evidence of actud confusion.

55. Survey evidence can provide away of overcoming the falure to prove ingtances of actual
confusion, by taking satidticdly vaid samples and determining whether people would be confused when
confronted withthe marks. But Planet Hollywood has not offered any survey evidenceto support itsdam
of likdy confuson. Neither has Hollywood Casino and, in this respect, the case resembles Gimix, Inc.
v.JS& AGroup, Inc., 213 U.S.P.Q. 1005, 1006 (N.D. 1ll. 1982), aff' d, 699 F.2d 901 (7th Cir. 1983),

where the digtrict court stated that “[n]either Sdeinthis case has produced any consumer surveys or other
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gmilar evidence. Both Sdes are at fault for such laxness” 1d. But because Planet Hollywood has the
burden of proof on itsinfringement clam, that failure of proof must count against Planet Hollywood onthis
part of the case.

56. Planet Hollywood protests that survey evidenceisnot invariably neededto establishadam
of infringement. True enough: but courts frequently have recognized that in the abbsence of proof of actud
ingtancesof confusionit can be difficult to prove likelihood of confusonwithout survey evidence. See, e.g.,
Hubbard Feeds, Inc. v. Animal Feed Supplement, Inc., 182 F.3d 598, 603 (8th Cir. 1999) (plaintiff’s
“fallure to present evidence of consumer confusion owing to [defendant’§| dlegedly infringing conduct is
tdling’); Mushroom Makers, Inc. v. RG. Barry Corp., 441 F. Supp. 1220, 1231 (S.D.N.Y. 1977)
(same). This Court does not go so far, as have some courts, as to draw the negative inference that the
trademark holder failed to offer survey evidence because such evidence would have been unfavorable to
itsdam. E.g., Eagle Snhacks, Inc. v. Nabisco Brands, Inc., 625 F. Supp. 571, 583 (D.N.J. 1985)
(“[f]alure of atrademark owner to run asurvey to support itsdams of brand sgnificanceand/or likelihood
of confuson, where it has the financia means of doing so, may give rise to the inference that the contents
of the survey would be unfavorable, and may result in the court denying rdief”). However, the Court finds
that Planet Hollywood' sfalureto offer evidence of actua confusion-- ether directly or through asurvey --
demonstratesafalure of proof by Planet Hollywood onthe important d ement of actual confusion. Badger
Meter, 13 F.3d at 1153. The complete absenceof proof of any actud confusion (especidly when coupled
with marksthat are not dead-on amilar and, as we will see below, afailure to prove intent to copy) isa

serious blow to Planet Hollywood' s infringement claim.
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1. I ntent.

57. Intent to “padm off” requires a determination that the dleged infringer intentiondly
appropriated the goodwill of the trademark owner for its own use. If acourt findsintent (i.e, deliberate
imitation of amark), this factor weighs heavily in favor of finding likelihood of confuson. See, e.g., Rust,
131 F.3d at 1219; Computer Care v. Service Systems Enter ., Inc., 982 F.2d 1063, 1070 (7th Cir.
1992).

58. Panet Hollywood makes aclam of “encroaching infringement,” dleging that Hollywood
Casino has progressively made its mark look more and more like the Planet Hollywood mark over time.
The Court has carefully considered this and other evidence offered by Planet Hollywood on the issue of
intent. While the Court agrees that this evidence raises some questions, the Court finds that Hollywood
Cadno hasadequatdly answered those questions (see Findings Nos. 42-43). In particular, the Court finds
credible the testimony of Mr. Bocchicchio, who designed the film strip mark, that the genesis of hisidea
for trademark did not come from Planet Hollywood. The Court finds Planet Hollywood has not established
intent to copy by Hollywood Casino, and this factor therefore does not support afinding of likelihood of

confusion.

59. Insum, taking dl of thesefactorstogether, the Court findsthat Planet Hollywood hasfailed
to prove likdihood of confusion from Hollywood Casino’'s use of its film strip mark. None of the three
factors the Seventh Circuit has frequently singled out as most important supports a finding of likey
confuson: the marks are not highly amilar, there is no actua confusion, and Planet Hollywood has not

established intent. Likewise, other factors aso fal to support Planet Hollywood's clam:  Hollywood
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Cadno is not in acompetitive or closdly related business, and the casino customers are sophidticated (at
least in the way that matters for thisandlyss). While there is some overlgp in the areaand manner of use,
itisnot extensve. And, while the Planet Hollywood mark is strong, for the reasons explained above, that
factor does not materidly assst Planet Hollywood' s claim given the other facts of this case.

60. Having failed to prove the essentid element of likelihood of confusion, Planet Hollywood
hasfaledto prove itsdam of infringement. Accordingly, the Court hereby entersjudgment for defendants

and againg plaintiffs on Count | of the Amended Complaint.2®

C. HoLLywoobD CASINO’S CLAIM.

61. We now turnto Hollywood Casino’ sdamthat Planet Hollywood hasinfringed Hollywood
Casno’' sword mark “Hollywood Casino” by usng the Planet Hollywood word mark in four restaurants
located in hotels that dso house casno operations. Before doing so, however, the Court addresses
Hollywood Casino’s request that the Court dlow it to drop this claim from the case without reaching the
merits.

62.  Aftertrid and the submissonof proposed findings of fact, Hollywood Casino filedamotion
(doc. # 181-1) styled as arequest to conform the pleadings to the evidence under Federd Rule of Civil
Procedure 15(b). What Hollywood Casino seeks by that motion is to have the Court excise from the
pleadings the infringement daim in Counts | and 1 of the Amended Counterclam, as wel as the other

damsfiled by Hollywood Casino in Countsl i1 through V111, whichare based on Planet Hollywood' s past

®Because the Court’s findings and conclusions concerning likely confusion resolvethe claimin Count |, the
Court need not -- and does not -- reach other defenses raised by Hollywood Casino to those claims.
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and current uses of itsword mark * Planet Hollywood.” Planet Hollywood resi ststhe motion, asserting that
the Court should not let Hollywood Casino off the hook by declining to reach the merits (but that any
withdrawal of those daims should be sanctioned withanaward under 28 U.S.C. § 1927 for feesand costs
incurred in defending those clams).

63.  The Court will not speculate as to Hollywood Casino’s mativation in filing this belated
motion to eiminate the non-declaratory clams from its Amended Counterclam (and thus, effectively, to
eliminate its Amended Counterclaim from the case), or about Planet Hollywood' s motivation in opposing
this motion.?” What matters is that at this advanced stage of the proceedings, fairness dictates that a
judgment be entered on the merits of Counts | through V111 of the Amended Counterclam.

64. Federd Rule of Civil Procedure 15(b) provides, in rlevant part, asfollows.

When issues not raised by the pleadings are tried by express or
implied consent of the parties, they shal be trested in dl respects
as if they had been raised in the pleadings. Such amendment of
the pleadings as may be necessary to cause them to conform to
the evidence and to rai se these issues may be made upon motion
of any party at any time, even after judgment; . . .

“Itiswell-settled that ‘ [i]n determining whether to permit any amendment under Fed. R. Civ. P. 15(b), the

digtrict court has broad discretion and will not be reversed except uponashowing of abuse.”” Sunstream

20On the surface, thereasonforPlanet Hollywood’ s opposition might appear obvious: Planet Hollywood thinks
that Hollywood Casino has utterly failedto provetheseclaims,and would rather have a binding judgment entered than
aninvoluntary dismissal. But if that were the case, Planet Hollywood would continue to resist Hollywood Casino’s
motion whatever the outcome of the separate motion to dismiss all the declaratory judgment claims -- but that is not the
case. During a hearing on October 25, 1999, Planet Hollywood indicated that it would not opposeHollywood Casino’s
motion to drop Counts | through V111 from Hollywood Casino’s Amended Counterclaim if the Court were tofindthat it
had subject matterjurisdiction over Count | X (the declaratory judgment claim) of the Amended Counterclaim and Planet
Hollywood' s declaratory judgment claim in Count V1 of the Amended Complaint (10/25/99 Tr. 14-15).
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Jet Express, Inc. v. International Air Serv. Co., Ltd., 734 F.2d 1258, 1272 (7th Cir. 1984) (quoting
Nielson v. Armstrong Rubber Co., 570 F.2d 272, 276 (8th Cir. 1978)).

65. Rule 15 contemplates that amendments to conform to the evidence will typicaly seek to
add issuesto the pleadings, not del etethem. In Sunstream Jet Expr ess, the Seventh Circuit observed that
“the most commonreason for amending a complaint after the evidence has been presented at tria isto add
issues and thereby conform the pleadingsto the evidence. 734 F.2d at 1271. The Seventh Circuit made
clear that “only on a rare occasion would a plaintiff fal to introduce any evidence in support of his
requested rdief, and then wait until dl the evidence had been submitted before moving to delete the
requested relief from the complaint to conform the pleadings to the evidence.” 1d. Itiseven morerarefor
such a belated request to be granted.

66. Hollywood Casino seeksto remove Counts| through V111 fromitsAmended Counterclaim
on the sole stated badis that there is no evidence to support its claims based on Planet Hollywood' s
operation of four restaurants in hotels that lso house casinos. However, if Hollywood Casino lacked
evidenceto support those daims, then it should have moved beforetrid to del ete those dams by amotion
to amend under Federa Rueof Civil Procedure 15(a). Sunstream Jet Express, 734 F.2d at 1271 and
n.11. Hollywood Casino had plenty of timeto do so: Hollywood Casino’ s motion assertsthat Hollywood
Cadno knew of the weakness of those claims by at least May 1998 (Hollywood Casino’'s Mem.,

10/21/99, at 4).22 Because Hollywood Casino failed to act sooner, Planet Hollywood was required to

2planet Hollywood say s Hollywood Casino knew those counterclaims were meritless even before leave to file
them was granted on April 1, 1998, because thetestimony of Mr. Leonard admitting the problems of proof in May 1998
was based on his visit to one particular Planet Hollywood in February 1998 -- before leave to amend the counterclaim
was sought or granted (Planet Hollywood’ s Reply, 11/30/99, at 3-4). However, the Court need not addressthat question
further, as Planet Hollywood’ s conditional request for fees and costs is moot in light of the Court’s decision to deny
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prepare to defend those dlams, and infact submitted severa proposed findings after trid relevant to those
dams (see Planet Hollywood' sProposed Findings of Fact, at 12-13, 156-64). Inasgmilar Stugtion, the
courtinHolley v. Outboard Marine Corp., 241 F. Supp. 657, 669 (N.D. Ill. 1964), denied a motion by
defendant to delete certain daimsfromitsdefense after trial onthe ground that they had not been supported
by proof. The digtrict court found that “defendant[s] should not be rdieved of the onus of its well-
concelved strategy by the Imple expedient of meking atardy amendment after trid.” 1d. Having injected
those clamsinto the case and dlowing them to remain there for an extended period of time, Hollywood
Casino cannot now avoid aruling on the merits and thereby preserve for itsdf an opportunity to relitigate
those claims from scratch at sometimein the future.®

67. Accordingly, the Court denies Hollywood Casino’ smationto conformthe pleadings to the
evidence (doc. # 181-1). Having resolved that preliminary matter, the Court now discusses of the merits
of Hollywood Casino’s infringement dams in Counts | and 11 of the Amended Counterclaim. A brief
discussonisdl that isrequired because, as Hollywood Casino’ s motionconcedes, Hollywood Casino has
faled to offer evidence sufficient to prove those clams of infringement. The Court’ s independent review

of the evidence convinces the Court that Hollywood Casino’s concession is fully warranted:

Hollywood Casino’ s motion.

PHollywood Casino suggests that in fact it already waived these claims prior to trial, by stating at a pretrial
conference on June 1, 1999, that Hollywood Casino had no “damages” on these counterclaims (6/1/99 Tr. at 46).
However, that statement was in response to a question as to whether the bench trial would be bifurcated as to liability
and damages issues, and not whether Hollywood Casino was abandoning those claims altogether. Again, the Court
emphasizes that if Hollywood Casino wished to formally abandon those claims, it could have sought leaveto do so by
way of amotion under Fed. R. Civ. P. 15(a) prior to trial -- astep that Hollywood Casino did not take.
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A. As the Court has previoudy found (Finding No. 38), the word marks “Planet
Hollywood” and “Hollywood Casino” are not confusngly smilar.

B. The products and services offered by the parties are not competitive or closely
related. Although the Planet Hollywood restaurantsthat arethetarget of theinfringement dlamsin Countsl|
and || of the Amended Counterclaim are located in hotels that also house casinos, those casinos are not
operated under Planet Hollywood' s name, and the Planet Hollywood mark has not been used to promote
or identify those casino services (Finding No. 125).

C. With respect to the area and manner of concurrent use, the Planet Hollywood
restaurantsthat are the subject of the infringement counterclam arelocated in Las Vegas, Reno, and Lake
Tahoe, Nevada, and in Atlantic City, New Jersey. Those locations dl are remote from the Hollywood
Cagno facilities in Aurora and Tunica, which as the Court has found, apped principaly to alocd or
regiona -- and not nationd -- market (Findings Nos. 57-66).

D. Asthe Court has previoudy found (FindingsNos. 46-48), customerswho frequent
casnos are likely to have made adeliberative decison to do so. Thus, the individuas who patronize the
casinoslocated inhotes that also house Planet Hollywood restaurants are “ sophisticated” for purposes of
the likdihood of confuson andysis

E. The Court finds that any strength which the “Hollywood Casino” mark might
possessislimitedto the locdes or (at best) regions in which the Tunicaand Aurorafadlitiesoperate. The
Court finds that any strength that mark might possess does not extend to Nevadaand New Jersey, where
the Planet Hollywood restaurantsthat are the subject of the Amended Counterclam arelocated (see, e.g.,
Finding No. 66).
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F. Hollywood Casino concedes that there is no evidence of any actual confusion
between any Hollywood Casino facilities and the four Planet Hollywood restaurants thet are the subject
of theamended counterclaim -- afact whichthe Court finds has somewhat more sgnificance becausethose
restaurantsoperateinor near acasno environment (Finding No. 120). And, Hollywood Casino concedes
that there is no evidence of intent by Planet Hollywood to copy the Hollywood Casino name.

68. Cons derationof these factors demonstrates that Hollywood Casino has fdlen far short of
egtablishing likelihood of any confusion -- whether of the “reverse” or “forward” variety.* Based on
Hollywood Casino’s falure to establish this prerequisite to a dam of infringement, the Court enters
judgment in favor of counterdefendants and againgt counterplaintiffs on Counts | and 11 of the Amended
Counterclaim.®® As a result, the Court also enters judgment for counterdefendants and against
counterplaintiffs onthe other countsinthe Amended Counterclaim that also require that Hollywood Casino
establish likelihood of confuson: the counts aleging common law unfair competition (Count I11) and

violation of the lllinois Consumer Fraud and Deceptive Business Practices Act (Count V)3

®Hollywood Casino argues that the Planet Hollywood mark caused “reverse” confusion in the past (people
associating Hollywood Casino with Planet Hollywood) because of the past strength of the Planet Hollywood mark, but
currently causes “forward” confusion (people associating Planet Hollywood with Hollywood Casino) because
Hollywood Casino has become more ascendant and Planet Hollywood has fallen on hard times. Hollywood Casino’s
recent assertion of both theoriesis achangein position from that taken in the summary judgment papers, in which it
asserted only reverse confusion. But whether Hollywood Casino argues forward or reverse confusion orboth is of no
great moment, since the Court finds that no confusionislikely.

%1Because the Court has resolved the infringement counterclaims against Hollywood Casino for failure to
establish likelihood of confusion, the Court does not address -- and expresses no view on -- other defenses raised by
Planet Hollywood to thosecounterclaims,including that the Hollywood Casino mark is not protectible at all because it
isgeneric or at best merely descriptive (see Finding No. 66 n.14).

%A s for Hollywood Casino’'s claim asserted under the Nevada Deceptive Trade Practices Act, there is a
threshold question of Hollywood Casino’ s standing to assert it. InRebel Oil Co., Inc. v. Atlantic Richfield Co., 828 F.
Supp. 794, 797 (D. Nev. 1991), the district court held that the Nevada Act permitted suits only on behalf of victims of
consumer fraud. Hollywood Casino does not fit the description of a“victim” here. Moreover, Hollywood Casino has
failed to prove alikelihood of confusion, and has conceded alack of any damages. For all these reasons, the Court also
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[11. TRADE DRESS|NFRINGEMENT

69.  Section 43(a)(1) of the Lanham Act, 15 U.S.C. 8 1125(a)(1), has been construed to
protect not only the trademark of anintellectud property owner, but aso the owner’ strade dress. Trade
dress refers to the “tota image of a product, induding features such as size, shape, color or color
combinations, texture, graphicsor evenparticular salestechniques.” Syndicate Sales, Inc., 52 U.S.P.Q.2d
at 1037 (internd quotations omitted). See also Kohler Co. v. Moen Inc., 12 F.3d 632, 641 n.11 (7th
Cir. 1993); Dorr-Oliver, Inc. v. Fluid-Quip, Inc., 94 F.3d 376, 379 (7th Cir. 1996).

70. To establish protection for trade dress, aplaintiff must show thet the dressis “inherently
digtinctive,” that isto say, that the trade dress clamedisasourceidentifier or has acquired distinctiveness
through “secondary meaning.” See Two Pesos, 505 U.S. a 769. “In determining whether atrade dress
isdigtinctive, the court considersthe product’ soverdl appearance; ‘[d]issecting aproduct or packageinto
components can cause a court to missan overdl amilarity.”” August Sorck K.G. v. Nabisco, Inc., 59
F.3d 616, 620 (7th Cir. 1995).

71.  Tradedressisinherently disinctive if it is suggestive, arbitrary or fandful; theintringc nature
of such trade dress servesto identify the source of the product. Two Pesos, 505 U.S. at 768. Generic
trade dress, like a generic trademark, is not protectible. Id. Descriptive marks or dress may become
protectible if they acquire secondary meaning, or become didinctive of the applicant’ sgoodsin commerce.

Id. at 769. “Secondary meaning may be established through longstanding, exclusive, and continuous use,

enters judgment for counterdefendants and against counterplaintiffs on Count VIII of the Amended Counterclaim.
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coupledwithmassve sdesand advertisng.” See Vaughan Mfg. Co. v. Krikem Int’l., Inc., 814 F.2d 346,
348 (7th Cir. 1987); Thomas Bettsll, 138 F.3d at 295 (five years of exdusve use of trade dress “weighs
grongly in favor of secondary meaning”).

72. To establish a dam of trade dress infringement, a plantiff must establish the following
eements “(1) that itstrade dress has ether acquired secondary meaning or isinherently distinctiveand (2)
that the amilarity of the defendant’s trade dress to that of the plaintiff causes a likelihood of consumer
confusonasto the source or &filiaion of the products.” Dorr-Oliver, Inc., 94 F.3d a 380. Thus, aswith
aclam of trademark infringement, asine qua non of trade dress infringement islikelihood of confusion.
And, the seven consderations outlined by the Seventh Circuit in assessing likelihood of confuson in a
trademark clam apply with equa force to aclam of trade dressinfringement. 1d. at 381. The burden of
proof isinthe party claiming trade dress infringement -- here, Planet Hollywood.® Inaddition, evenif the
plantiff megtsitsburdenonthesetwo issues, it cannot preval if the plaintiff’ s trade dressis functiond. 1d.

73. Planet Hollywood asserts thet its trade dressis not functiond, is inherently distinctive and
has developed a secondary meaning among the public by reason of its extensive use, promotion and
advertisng (Am. Complt. 116-17). Planet Hollywood claimsthat Hollywood Casino uses Hollywood or
movie-related memorabiliain an entertainment-related establishment inafashionthet is confusngly smilar
to Planet Hollywood's trade dress (Am. Compilt. 11 18-21, 24). Panet Hollywood further clams that
Hollywood Casino’ sfilmgtrip mark and use of Hollywood memorabiliainfringesPlanet Hollywood' strade

dress (Am. Complt. {16, 18-19, 21, 27).

%Hollywood Casino does not allege that Planet Hollywood has infringed Hollywood Casino’ s trade dress.
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74. Hollywood Casino asserts three defenses to Planet Hollywood's trade dressclam: (1)
Planet Hollywood' strade dressis not protectible becauseitis“functiond” and, under the 1999 Trademark
Amendments Act, Planet Hollywood hasthe burden of provingthe nonfunctiondity of trade dress dements
for which it asserts protection -- aburden Hollywood Casino argues has not been satisfied on the present
record; (2) evenif Planet Hollywood' strade dressis protectible, there cannot be any infringement because
Hollywood Casino has priority of use for the adlegedly infringing eements of Hollywood Casino’ s trade
dress; and (3) even if Planet Hollywood' s trade dress is protectible and there is no priority of use by
Hollywood Casino withrespect to the dlegedly infringing eements, there is no infringement becausethere
isno likelihood of confusion.

75.  The Court has consdered at length the question of whether Planet Hollywood has a
protectible trade dress (and if so, what it is), and has found that certain eements of Planet Hollywood's
presentation do combine to create alook and fed that is digtinctive to Planet Hollywood (Findings Nos.
14-22).* However, the Court findsthat Planet Hollywood hasfailed to establish alikelihood of confusion
with respect to its trade dress, and therefore concludes that Planet Hollywood hasfailed to establish its
clam of trade dress infringement.

A. Similarity of Trade Dress.

76. If customers are likely to be confused as to the source of the products due to Smilarityin

the products appearance, thenthelikdihoodof confusionfactor is satisfied. Brookfield Communications,

Inc. v. West Coast Entertainment Corp., 174 F.3d 1036, 1053 (9th Cir. 1999). Professor McCarthy,

%The Court has specifically found that certain other claimed elements are not part of thetrade dress, and that
Planet Hollywood has abandoned its claim that several additional items are part of its trade dress (Finding No. 23 and
n.7).
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the often-cited commentator on trademark law, indicates that the issue of smilarity with respect to trade
dress “is not whether defendant’ s package or trade dressisidenticd to the plaintiff’s in each and every
particular. Rather, it isthe amilarity of thetotal, overall impression that isto be tested.” MCCARTHY ON
TRADEMARKSAND UNFAIR COMPETITION, & § 8.2 (4th ed. 1998) (hereinafter “McCarthy, at ).
The Seventh Circuit has recently resffirmed that trade dress refers to the “total image of a product.”
Syndicate Sales, Inc., 52 U.S.P.Q. at 1037; see also August Storck K.G., 59 F.3d at 620.

77.  The trade dress andyss is thus a quditative rather than a quantitative one. At the same
time, while the tota image created by atrade dress may be more than the sum of its condtituent parts, it
remains essentid to identify the specific dementsof the trade dress with particularity. Only when alist of
the specific eements of atrade dressis produced “ canthe court and the parties coherently define exactly
what the trade dress consists of and determine whether thet trade dressis valid and if what the accused is
doing isan infringement.” See McCarthy a 8 8.3. A generd cdlam of trade dress infringement, without
paticulars, “may wdl leave the defendant uncertain as to what to do to avoid a charge of contempt and
create dangers of anti-competitive overprotection.” Id. at 8§ 8-9. Specificity aso is necessary because
“imprecisonand vagueness [in the dleged trade dresg is unfair to the party accused of infringement who
is forced to defend againg an amorphous clam of exclugvity which is of uncertain and indeterminate
dimensons” Id. The Court must consider not only the generd labd s used to identify each dement of trade
dress, but must so consider the specific manner in which each dement isimplemented.

78. Before discussing the degree of amilarity between Hollywood Casino’s appearance and
the trade dress of Planet Hollywood, the Court addresses Hollywood Casino’'s argument that it has

established priority of use. Although Hollywood Casino concedes it did not open a casino operation
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offeringaHollywoodtheme urttil the Aurorafacility opened in June 1993, Hollywood Casino damspriority
by virtue of the activities of the Prattsinthe 1980sindiolaying the 100 Y ears of Hollywood and Universa
Studios Exhibits a the Sands, and in attempting to establish a Hollywood-themed casino in Atlantic City.
As the Court has found (Findings Nos. 81-82), those activities were insufficient to create an association

in the public’'s mind between any particular “Hollywood” trade dress and Hollywood Casino’s services.

79. That is fata to Hollywood Casino’'s clam of priority. Even accepting that Hollywood
Casino would be able to “tack on” to a prior trade dress established by the Sands (sncebothtrace back
in ownership to the Pratt family), it remains the case that “ ownership of trademark or trade dressrightsin
the United Statesis obtained by actud use....” Buti v. Impress Perosa, SR.I., 935 F. Supp. 458, 467
(S.D.N.Y. 1996)(quoting McCarthy, at 8 16.01[1] (3d ed. 1996). The short term and temporary
displays at the Sandsin 1987 and 1988 were not aufficdent to establish that use. And, even if proof of
advertising and news coverage theoreticaly could sufficeto establishthe kind of association necessary for
priority, see T.A.B. Systemsv. Pactel Teletrac, 77 F.3d 1372, 1375 (Fed. Cir. 1996), the Court has
found that the promotion and coverage concerning the faled effort of the Sands to establish acasnoin
Atlantic City were not suffident to create that association. The standard for “tacking on” to an earlier
trademark or trade dressis*exceedingly drict.” Brookfield Communications, Inc., 174 F.3d at1048.
The marks or trade dressin issue “must create the same continuing commercid impression, and the later
mark should not materidly differ from or dter the character of the mark attempted to be tacked.” 1d.
Here, the Court has found that the prior efforts of the Pratts in the 1980s failed to create a public

association betweenthe particulars of any trade dress and casino services they offered or sought to offer;

122



hence, thereisno prior trade dressfor Hollywood Casino to “tack on” to inorder to establishpriority. The
Court therefore rejects the assertion that Hollywood Casino has priority of trade dress over Planet
Hollywood.

80. However, based onthe evidence presented and the Ste vistsconducted by the Court, we
concludethat thereis not ahigh degree of amilarity betweenthe Planet Hollywood trade dress and the look
and fed of Hollywood Casino. As the Court has previoudy found, many of the dements of Planet
Hollywood's trade dress are not found at Hollywood Casino: the celebrity ownership emphasis, the
dioramas, the celebrity handprints, the use of the three themed areas, and the globe trademark. Other
broadly-described e ements of the Planet Hollywood trade dress may be found at Hollywood Casino, but
implemented in a way that is not confusngly smilar to Planet Hollywood. Like Planet Hollywood,
Hoallywood Casino displays film dips on monitors. but the types of film displayed and the purpose for it
aeentirdy different. Like Planet Hollywood, Hollywood Casno displays memorabilia but the mix of
memorabiliais different, asis the manner of display.*® Hollywood Casino has an art deco decor, but not
one that is so smilar to that of Planet Hollywood as to likely be confusing. The Court finds that the
differencesin the particular dements (and their implementation) result in Hollywood Casino having atota
image that is not confusingly smilar to that of Planet Hollywood.

8l.  The only way that Hollywood Casino's “tota image’ could be considered confusingly

gmilar tothat of Planet Hollywood isif the Court were willing to dlow Planet Hollywood to broadly clam

%A sthe Court has found, the fact Hollywood Casino displays memorabilia fromthe movies of celebrity owners
of Planet Hollywood does not dictate a different conclusion (e.g., Findings Nos. 89-91, 94). Quantitatively, those
memorabilia are a relatively small percentage of the memorabilia on display at Hollywood Casino; qualitatively, the
memorabiliafrommovies of the celebrity by owners are dispersed throughout Hollywood Casino in away that does not
emphasize those stars over others.
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atrade dress more generdly for a*“Hollywood theme,” which wededineto do. Planet Hollywood is not
entitled to exclusve use of concepts as generd asa*Hollywood theme’ or “art deco appearance,” which
may be executed in amyriad of ways. Planet Hollywood is entitled to seek to protect its own digtinctive
blend and manner of implementing theseelements. But focusing on the specifics of the trade dress aswell
asthe“total image,” asthe Court must do, leads to the conclusionthat Hollywood Casino’ s“totd image’
isnot confusingly amilar.

B. Similarity of Products; Area and Manner of Concurrent Use; Sophistication
of Consumers.

82.  The Court’s analysis of these factors is the same for Planet Hollywood' s trade dress
infringement daim asit isfor Planet Hollywood' strademark infringement daim (see Conclusons Nos. 39-
49). Thesefactors do not militate in favor of afinding of likelihood of confusion.

C. Strength of Trade Dress.

83.  The Court aready has found that Planet Hollywood' s trade dress is a strong Sgnifier of
source (Finding No. 29). The Court is not persuaded by Hollywood Casino’s argument that the Planet
Hollywood trade dressisfunctiond, and thus not protected. The Seventh Circuit has held that a“*feature
is functiond if it is one that is cogtly to design around or to do without, rather than one that is costly to
have’” Thomas& Bettsll, 138 F.3d at 297 (quoting Schwinn Bicycle Co. v. Ross Bicycles, Inc., 870
F.2d 1176, 1189 (7th Cir. 1989). In explaining tha test further, the Seventh Circuit Sated that to be
functiona, the trade dress must be “necessary to afford a competitor the means to compete effectively’”

id. (interna quotations omitted); thet isto say, the trade dress must be of the type “that would be found in
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al or most brands of the product even if no producer had any desire to have his brand mistaken for that
of another producer.” 1d. at 298.

84.  The Court finds that irrespective of who bears the burden of proof on the functiondity
question, under the standards announced by the Seventh Circuit the evidence here establishes that the
Planet Hollywood trade dress — as the Court hasfound it to be (Findings Nos. 14-22) —is not functiondl.
Hollywood Casino correctly asserts that Planet Hollywood cannot appropriate for its exclusve use
something so generd as a“Hoallywood theme,” and thus bar other businesses from using that theme. To
use the andogy offered by the Seventh Circuit, “the firs company to make an arplane cannot use the
characteristic shape of an arplane as its trademark, thereby condemning its rivas to build airplanes that
won't fly.” Thomas & Betts 11, 138 F.2d at 298 (internd quotations omitted). But asthe we have made
clear, the Court findsthat Planet Hollywood' strade dress is not smply a generd *Hollywood theme,” but
liesin the specific manner inwhichthat theme isimplemented. The specific details of Planet Hollywood's
trade dress are what create the overdl image that is distinctive to Planet Hollywood, and those specific
details do not fit the definition of functiondity. They are not “necessary” in order for Hollywood Casino
or othersto promote a Hollywood theme, nor “costly to desgn around or do without”: to the contrary, it
would require cost and effort to replicate the distinctive details of the Planet Hollywood trade dress.

85. Before moving on, however, we address Hollywood Casino’'s argument that Planet
Hoallywood is judicdly estopped from asserting thet it has any protectible trade dress. The function of
judicid estoppel is to protect the integrity of the judicid process and protect the legal system against
“chamdeoniclitigants” Smithv. Dovenmuehle Mortgage., Inc., 859 F. Supp. at 1141 (N.D. 11l. 1994).

“The principle isthat if you prevall in Suit # 1 by representing that A istrue, [then] you are stuck with A

125



indl later litigationgrowing out of the same events.” Astor Chauffeured Limousine Co. v. Runnfeldt Inv.
Corp., 910 F.2d 1540, 1547 (7th Cir. 1990). Judicia estoppd is to be gpplied where “intentiond sdlf-
contradiction is being used asameans of ganing unfar advantage . . . .” Medcom Holding Co. v. Baxter
Travenol Labs. Inc., 106 F.3d 1388, 1396 (7th Cir. 1997). At the same time, the doctrine must be
gpplied with caution “to avoid impinging on the truth seeking function of the court . . . [and] cannot apply
without some decison or admisson” as to whether a party actudly engaged in aleged misconduct.
Levinson v. U.S, 969 F.2d 260, 264-65 (7th Cir.), cert. denied, 506 U.S. 989 (1992) (quoting
Teledyne Indus., Inc. v. NLRB, 911 F.2d 1214, 1218-19 (6th Cir. 1990)).

86. Courts have recognized that a party asserting judicia estoppel mugt provethat: (1) the later
position is clearly incondgtent with the earlier pogtion; (2) the particular factsat issue are the same inboth
cases, and (3) the party to be estopped convinced the first court to adopt itspogtion. Levinson, 969 F.2d
a 264. The Seventh Circuit hasjust reaffirmed this last point, explaining that judicid estoppd “prevents
aparty from adopting a postion in alegd proceeding contrary to a position successfully argued earlier by
that party inalegd proceeding.” Feldman v. American Memorial Life Ins. Co., No. 98-1831, dip op.
a9 (7th Cir. Nov. 9, 1999). Thus, the party sought to be estopped must have obtained afavorable resut
in the earlier litigation on the bad's of acontentionthat the party is repudiating in the current litigation. See
McNamarav. City of Chicago, 138 F.3d 1219, 1225 (7th Cir. 1998) (citing Kalev. Obuchowski, 985
F.2d 360, 361-62 (7th Cir. 1993)). That favorable result may be by ether litigation to fina judgment or
by a favorable settlement: “[p]ersons who triumph by inducing their opponents to surrender have

‘prevailed’ assurely as persons who induce the judge to grant summary judgment.” Kale, 985 F.2d at 362.

126



87. Hollywood Casino seeksto apply judicid estoppel here, onthe ground that the assertions
made by Planet Hollywood in defending the trade dress infringement dam brought by Hard Rock Café
arediametricdly opposed tothe assertions Planet Hollywood now makesinadvancing itstrade dressdam
againg Hollywood Casino. The Court agrees that some of the assartions made by Planet Hollywood in
defending that lawvsuit do not rest comfortably with the postions Planet Hollywood now asserts in
prosecutingitstradedressdaminthis lawvsuit. However, Hollywood Casino hasfailed to provethat Planet
Hollywood prevailed onthosetrade dress assertions inthe Hard Rock Café litigation. Planet Hollywood's
motion to dismiss the trade dress dam was denied, and while Hollywood Casino broadly asserts that
Panet Hollywood obtained a favorable settlement, neither party has offered into evidence a copy of the
Settlement agreement or proof of itsterms. Thus, the Court does not make any findings (or draw any
conclusons) as to whether the settlement agreement contains any admissions which would indicate that
ether party prevailed on the trade dress argument.

88. Hollywood Casino invites the Court to infer that Planet Hollywood * succeeded” because
Planet Hollywood continues to use its trade dress that was being chalenged in the Hard Rock litigation.
That is one possible inference -- but not the only one.  Without knowing the details of the settlement
(including, for example, what Planet Hollywood gave up, if anything, as aconditionof continued use of its
trade dress), the Court declines to declare Planet Hollywood the winner of that lawsuit. Therefore, the
Court findsthat there can be no defense of judicid estoppel to Planet Hollywood' strade dress infringement
dam.

D. Actual Confusion.
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89. Ason the trademark infringement clam, Planet Hollywood has failed to support its trade
dress dam with any evidence of actud confusion, ether by direct or survey evidence. For the reasons
dated in its discussionof the trademark infringement daim (Conclusons Nos. 52-56), the Court findsthis
lack of evidence of actud confusion is a serious blow to Planet Hollywood' strade dress infringement case
againg Hollywood Casino.

E. I ntent.

90. Panet Hollywood vigoroudy argues that Hollywood Casino intended to copy Planet
Hollywood' sdidinctive trade dress. The Court has considered the evidence on this point carefully. Based
on the Court’s factud findings, the Court concludes that Planet Hollywood has not offered sufficient
evidence to establish intent.

91. As the Court has found, key dements of Hollywood Casino’'s “look” that Planet
Hoallywood claims were copied (suchasaHollywood theme employing use of memorabilia, video monitor
displays, and an art deco look) in fact have thar roots in efforts by the owning interests of Hollywood
Casino to establish these themesin a casino back inthe late 1980s -- before Planet Hollywood cameinto
exigence. Other elements found in Planet Hollywood's trade dress (such as celebrity ownership, the
Hoallywood Hills diorama, and the cel ebrity handprints) were never adopted by Hollywood Casino or were
implemented differently. Although the Hawaiian shirts used by both parties’ employeeslook smilar to the
casua observer, the Court hasfound that Planet Hollywood has not established anintent to copy the shirts
(and they are not part of the trade dress anyway). And, Hollywood Casino hasoffered credible evidence
-- whichthe Court accepts -- that the design of the Hollywood Casino mark and the decor of Hollywood

Casgno were created by Mr. Bocchicchio, who derived them from sources other than Planet Hollywood.
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92. Panet Hollywood has made much of the evidence of actions by Mr. Cantoneinatempting
to establish an intent by Hollywood Casino to copy Planet Hollywood's trade dress. However, as the
Court has found (see, e.g., Aindings Nos. 114-15), this evidenceisinaufficent to establishthat Hollywood
Cadno intentiondly sought to duplicate the specific unique combination of e ementsimplemented by Planet

Hollywood in its trade dress.

93.  Insum, the Court’s consderation of the relevant factors leads it to find that Planet
Hollywood has falled to establish alikdihood of confuson. The “totd image’ of Planet Hollywood and
Hoallywood Casino arenot confusangly amilar, thereisno proof of actua confusion, and the Court findsthat
Planet Hollywood hasfaledto prove anintent to copy. What'smore, virtualy dl the other relevant factors
weigh againg afinding of likelihood of confusion. Thus, the fact that Planet Hollywood' stradedressis a
grong signifier of source isinsufficient to establish alikelihood of confusion.

94. Based onthesefindings, the Court concludesthat Planet Hollywood has failed to establish
itsdam of trade dressinfringement. Accordingly, the Court entersjudgment for the defendantsand againgt
plaintiffs on the trade dress infringement clam in Count |1 of the Amended Complaint. Moreover, Snce
likelihood of confus onwithrespect to Planet Hollywood' strademark and/or trade dressisa soanecessary
eement of Planet Hollywood's dams in Count IV for unfar competition under lllinois law, AHP
Subsidiary Holding Co. v. Suart Hale Co., 1 F.3d 611, 619 (7th Cir. 1993), and in Count V for
violationof the lllinois Deceptive Business Practices Act, see, e.g., S Indus,, Inc., 12 F. Supp. 2d at 819,

the Court dso enters judgment for defendants and againg plaintiffs on those counts as well.
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V. DILUTION

95.  “Dilutionis separate and digtinct from trademark infringement. Infringement depends on
alikdlihood of consumer confusion over the source of a product, while dilution by blurring concerns ‘the
lessening of the capacity of afamous mark to identify and distinguishgoodsor services.”” SeelLuigino’s,
Inc. v. Stouffer Corp., 170 F.3d 827, 832 (8th Cir. 1999) (citing 15 U.S.C. § 1127); see also
McCarthy, at § 2470, at 24-117-121 (the dilution doctrine provides trademark protection beyond the
“likelihood of confuson” test). In contragt to infringement daims, a dilution daim “ shifts the focus away
fromconsumer protectionand towards the protection of an owner’ squasi-property right inafamousmark,
itsdf.” Ringling Bros., 955 F. Supp. at 614 n.7.

96.  “Dilution occurs whenconsumers associate afamous mark that has traditiondly identified
the mark holder’s goods with a new and different source.” Luigino’s, Inc., 170 F.3d at 832 (citing
McCARTHY, a 8§ 24:70, at 24-117 to 118). “By causng consumers to connect the famous mark with
different products, the subsequent mark weekens, or dilutes, the famous mark’ s unique and didtinctive link
to aparticular product.” 1d. As Professor McCarthy explains.

For dilution to occur, the rdevant public must make some
connection between the mark and both parties. But that
connection is not the kind of mentd link between the parties that
triggers the dassc likdihood of confusion test. Rather, the
assumption is that the relevant public seesthe junior user’s use,
and intuitively knows, because of the context of the junior user's
use, that there is no connection between the owners of the
respective marks. However, even with those who perceive
digtinct sources and dfiliaion, the ability of the senior user’ smark
to serve asaunique identifier of the plaintiff’s goods or services

is weakened because the rdlevant public now aso associates that
designation with a new and different source.
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McCarthy at § 24.70, at 24-117 to 118.
97. Inthiscase, bothPlanet Hollywoodand Hollywood Casino have asserted federad and state

law dilution dams, which we examinein turn.

A. PLANET HOLLYWOOD’S DILUTION CLAIMS.

98. Planet Hollywood asserts both federa and state law dilution dams in Count 111 of the
Amended Complaint: “Hollywood Casino’ suse of its HOLLYWOOD CASINO design mark diminishes
the digtinctive qudity of plantiffs famous PLANET HOLLYWOOD desgn marks, and blurs, diminishes
and dilutes the didtinctiveness of plaintiffs PLANET HOLLYWOQOD design marks in violation of the
Federal Anti-DilutionAct, codified at Section 43(c)(1) of the Lanham Act, 15 U.S.C. §1125(c)(1), and
the Illinois Anti-Dilution Act, 765 ILCS 1035/15 (Smith-Hurd 1996)” (Am. Complt. 1 32).

1. FEDERAL TRADEMARK DILUTION CLAIM.

99.  WebeginwithPlanet Hollywood' strademark dilutiondam under the Federal Trademark
Dilution Act (“FTDA”), which was enacted on January 16, 1996. Section 43(c) of the FTDA, provides
the owner of a“famous mark” with protection “againgt another person’scommercid use. . . of amark or
trade name, if such use begins after the mark has become famous and causes dilution of the didinctive

quality of the mark.” 15 U.S.C. § 1125(c)(1).%®

36Recently, the Lanham Act was amended again, effective August 5, 1999, by enactment of the “Trademark
Amendments Act of 1999,” codified at 15 U.S.C. § 1051. Although the parties dispute whetherthe new amendments are
to be applied retroactively, we need not resolve that issue in this case because Congress did not amend Section 43(c)
(as we shall see later, however, the amendments do shed light on whether Congress intended in the first place that
Section 43(c) would extend to cover trade dress as well as trademarks).
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100. The federd act defines “dilution” as the “lessening of the capacity of afamous mark to
identify and distinguish goods or services, regardless of the presence or absence of . . . competition
between the owner of the famous mark and other parties, or . . . likdihood of confusion, mistake or
deception.” 15 U.S.C. § 1127. Therefore, incertain respects”[a] party assartingadam of dilution bears
a lighter burden than that required under Section 43(a): It is not necessary to demonstrate competition
betweenthe parties or alikdlihood of confuson.” Clinique Labs., Inc. v. Dep Corp., 945 F. Supp. 547,
561 (S.D.N.Y. 1996) (citing 15 U.S.C. § 1127).

101. Inaneaction for dilution under the FTDA, aplantiff bears the burden of proving: () that
it owns afamous mark, (b) that the defendant adopted its mark after the plaintiff’s mark became famous,
(¢) that defendant’ s mark dilutes the famous mark, and (d) that the defendant’ s use is commercid and in
commerce. See Syndicate Sales, Inc., 52 U.S.P.Q. 2d 1035, 1040 (7th Cir. 1999) (citing Ringling
Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div.of Travel Dev., 170 F.3d 449, 452 (4th
Cir.), cert. denied, 120 S. Ct. 286 (Oct. 4, 1999)); I. P. Trading v. Kohler Co., 163 F.3d 27, 45-50
(1<t Cir. 1998); Panavision Int’l, L.P. v. Toeppen, 141 F.3d 1316, 1324 (9th Cir. 1998)). Weexamine
each of these elements.

a

102. TheFTDA only protects“famous’ trademarks. See Intermatic Inc. v. Toeppen, 947 F.
Supp. 1227, 1237 (N.D. 1ll. 1996) (citing H.R.Rep. No. 374, 104th Cong., 1st Sess. 1995, 1995 WL
709280, * 4 (Leg. Hist.)). See Syndicate Sales, Inc., 52 U.S.P.Q.2d at 1041. In Syndicate Sales, the
Seventh Circuit held that “[t]he legidative higtory of the [FTDA] makesclear that Congressintended that,

in order to be ‘famous a mark must be used in a substantial segment of the United States . . . However,
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within that ssgment, its ‘fame may be limited to those engaged on aregular basisin commercid activity
invalvingthis product.” 52 U.S.P.Q. 2d at 1041 n.7. Factorsto consider in determining the distinctiveness
and fame of the mark are: “(a) the degree of inherent or acquired didtinctiveness of the mark; (b) the
duration and extent of use of themark . . . ; (c) the duration and extent of advertisng and publicity of the
mark; (d) the geographica extent of the trading area in which the mark is used; (€) the channels of trade
for the goods or services with which the mark is used; (f) the degree of recognition of the mark in the
trading areas and channels of trade used by the marks' owner and the person against whom the injunction
is sought; (g) the nature and extent of use of the same or Imilar marks by third parties; and (h) whether the
mark was [federaly registered].” 15 U.S.C. § 1125(c)(1)(A)-(H).

103. This limitation of protection to “famous marks’ (i.e.,“only famous marks need apply”)
reflects the need that Congress sought to address when it enacted the anti-dilution law. The FTDA'’s
legidative history reved s that Congress deemed the Statute “ necessary” because “famous marks ordinarily
are used on a nationwide basis and dilution protection is currently only availadle on a patch-quilt system
of protection, in that only gpproximately 25 states have laws that prohibit trademark dilution.” H.R.Rep.
No. 374, 104th Cong., 1st Sess.1995, 1995 WL 709280, * 9 (Leg. Hist.).

104. As the Court has found, the “PLANET HOLLYWOOD” mark is “famous” Planet
Hollywood has therefore satisfied this dement of its federa trademark dilutiondamunder Section 43(c).
b.

105. A paty daming trademark dilution under federd law must o prove that the defendant
had adopted its mark after the plantiff's mark became famous. Planet Hollywood opened its first

restaurant in October 1991, and Hollywood Casino opened its first casino in June 1993; thus, it was not
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until June 1993 that Hollywood Casino first began using the “Hollywood Casino” mark.  This establishes
that Hollywood Casino adopted itsmark after Planet Hollywood beganusngitsmark. However, that fact
does not answer the question of whether Hollywood Casino began using its mark after the Planet
Hollywood mark becamefamous. Planet Hollywood has not pinpointed aspecific timeframeduring which
itsmark fira achieved fame. If the measuring stick is June 1993, when Hollywood Casino first began using
the “Hollywood Casino” mark, the Court does not believe the evidence establishes that the Planet
Hoallywood mark had achieved fame. By June 1993, only four Planet Hollywood restaurants had opened:
oneinNew Y ork, one in SantaAna, Cdifornia, one in Cancun, Mexico, and oneinLondon, England. The
Court does not beieve that the limited scope of the Planet Hollywood business at that time supports a
finding that its mark had achieved fame by June 1993.

106. However, while Planet Hollywood' s claim could be pled more precisdly, it appears that
for purposes of the dilution claim, Planet Hollywood dleges that the offending verson of the Hollywood
Casno mak isthefilmstrip mark. Paragraph 19 of the Amended Complaint defines thet film strip mark
as the “Hallywood Casino design,” and the dilution claim in Count 11 incorporates thet alegation and
assarts dilution by Hollywood Casino’ suse of its “Hollywood Casino design mark” (Am. Complt. 1 32).
The evidence establishes that Hollywood Casino did not begin usng the filmstrip mark in commerce until
July 1996, and the Court finds that the evidence establishes that by then the Planet Hollywood mark had
infact achieved fame. The Court therefore finds that Planet Hollywood has satisfied the second € ement
of itstrademark dilutiondam: that Hollywood Casino firgt began using itsfilm strip mark after the Planet

Hollywood mark aready had achieved fame.
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C.

107. Thereis no question that Hollywood Casino’s use of its mark is in commerce and is
commercid in nature -- to promote and identify its casnos. The fact that this use does not compete with
Planet Hollywood's current use of its mark is of no moment, because the FTDA protects trademarks
againg dilution by both competing and non-competing uses. See 15 U.S.C. 8§ 1127 (definition of dilution
indicatesthat there can be dilution “regardiess of the presenceor absenceof . .. competitionbetweenthe
senior and junior user”); see also Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 217, 218 (2d Cir.
1999); Circuit City Stores, Inc. v. Officemax, Inc., 949 F. Supp. 409, 412 (E.D. Va. 1996) (under the
Dilution Act, a mark may “dilute’ a famous mark even though the mark is “used in an entirdy different
market for an entirely different class of products’). Nike, Inc. v. Nike Securities, L.P., 50 U.S.P.Q.2d
1202, 1204 (N.D. IlI. 1999) (“The Act was passed to protect ‘famous trademarksagainst uses that were
non-competing but that nevertheless blurred or diluted the distinctiveness of the famous trademarks’).
Accordingly, the Court findsthat Planet Hollywood has met this element of its trademark dilutiondaims®’

d.

"To the extent Planet Hollywood’s dilution claim also seeks to sweep in assertions based on apossible future
expansion by Planet Hollywood into casinos (as may be the case, since Planet Hollywood incorporates by reference
Paragraph 10 of its Amended Complaint, which makes allegations about such an expansion), that is a request for
declaratory relief which the Court lacks subject matterjurisdictionto address (e.g., Conclusions Nos. 15-21, supra). As
aresult, the Court need not reach the issue of whether -- if it opened a casino -- Planet Hollywood would be able to
establish status as a“ senior user” to Hollywood Casino: while Planet Hollywood began using its mark for restaurants
and other services before Hollywood Casino began usingits mark, Hollywood Casino indisputably would have begun
usingits mark for casinosbefore Planet Hollywood did so. See Hormel FoodsCorp.v.JimHenson Prods., Inc., 73F.3d
497,504 (2d Cir. 1996) (recognizing atrademark holder’s “interest in preserving avenues of expansion and entering into
related fields”); Sands, Taylor & Wood Co. v. Quaker Oates Co., 978 F.2d 947, 958 (7th Cir. 1992) (indicating that “use
of confusingly similar marks on closely related products” is prohibited, in part, because the trademark laws seek to
protect the trademark owner’s “ability to enter product markets in which it does not now trade but into which it might
reasonably be expected to expand in the future.”).
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108. Planet Hollywood is daming dilution of its desgn mark by “blurring” (Tria Tr. 896-97,
903), atheory whichiscovered by the federal act. See H.R.Rep. No. 374, 104th Cong., 1st Sess.1995,
1995WL 709280, pg. 3 (Leg. Hit.) (the statute “is designed to encompass dl forms of dilutionrecognized
by the courts, indluding dilution by blurring”); see also H.R.Rep. No. 374, 104thCong., 1st Sess. (1995)
(emphags added) (Section43(c) isintendedto protect “famoustrademarks from subsequent usesthat blur
the digtinctiveness of the mark or tarnish or disparage it”).

109. “Dilution by blurring . . . occurs where consumers mistakenly associate the famous mark
with goods and services of the junior mark. In this way, the power of the senior mark to identify and
digtinguish goods and sarvicesisdiluted.” Ringling Bros., 955 F. Supp. at 616. See also Deere & Co.
v.MTD Prods. Inc., 41 F.3d 39, 43 (2d Cir. 1994) (“Dilutionby blurringoccurs where the defendant uses
or modifies the plaintiff’ s trademark to identify the defendant’s goods and services, raising the possibility
that the mark will loseitsability to serve asaunique identifier of the plaintiff’s product”); Clinique, 945 F.
Supp. a 562 (same). An action for dilution by blurring under the FTDA requires proof that: “(1) a
defendant has made use of ajunior mark sufficiently smilar to the famous mark to evoke in a rlevant
universe of consumersamenta association of the two that (2) has caused (3) actual economic harmto the
famous mark’ s economic vaue by lessening its former sdlling power as an advertisng agent for its goods
or sarvices” Ringling Bros,, 170 F.3d at 461.

110. Focusng on the dement of trademark amilaity, “[t]jo support an action for dilution by
blurring, ‘the marks must a least be smilar enough that a sgnificant segment of the target group of
customers sees the two marks as essentidly the same.”” Luigino’s, Inc., 170 F.3d at 832 (quoting

McCarthy, at § 24:90.1, at 24-145); see also Mead Data Cent., Inc. v. Toyota Motor Sales, U.SA.,
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Inc., 875 F.2d 1026, 1029 (2d Cir. 1989) (holding that marks had to be “very” or “subgtantidly” smilar
to support a dam of dilution, and finding that “Lexis’ and “Lexus’ were not substantidly smilar). The
Seventh Circuit has not yet spoken asto the factors to consider in deciding that question, but many courts
have started from the framework set forth in Mead Data Central, 875 F.2d at 1035 (2d Cir. 1989)
(concurring opinion), apre-FTDA decision, in which Sx rdevant factors were identified: (1) Smilarity of
the marks, (2) amilarity of the products covered by the marks, (3) sophistication of consumers, (4)
predatory intent; (5) renown of the senior mark; and (6) renown of the junior mark. See, e.g., Ringling
Bros.,, 955 F. Supp at 618; I.P. Lund Trading v. Kohler Co., 11 F. Supp.2d 112, 126 (D. Mass. 1998).
However, some courts consder only some of these factors, and at least one court has found three
necessary factors. E.g., Hershey Foods, 998 F. Supp. at 504.

111.  Inthe Court sview, the Mead Data Central factors -- which subgantialy overlap with
the factors that the Seventh Circuit in G. Heilman has endorsed for use in andyzing the likelihood of
confusoninthe trademark infringement context -- provide a useful framework for andyss. However, as
with most multi-factor tests, the Court believesthat not dl of the Six factorsidentified by the court in Mead
DataCentral, Inc. invariably command equa weight. While the sgnificance of each factor may vary on
the facts of each individud case, this Court bdieves that the smilarity of the marks, amilarity of the
products covered by the marks, and predatory intent aregeneraly the most Sgnificant factors, because they
arelikdy to shed the mogt light on the key question in the blurring analyss whether the defendants’ mark
is“auffidently smilar to the famous mark to evoke in arelevant universe of consumers menta association

of thetwo.” Ringling Bros., 170 F.3d at 461.
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112. Inthis case, consderation of those Six factors leads the Court to conclude that Planet
Hollywood has faled to prove that the use by Hollywood Casino of its film strip mark has blurred the
digtinctive character of the Planet Hollywood mark:

a. Similarity of the M ar ks. Thesame consderationsthat led the Court to find that
the Hollywood Casino mark isnot confusingly amilar to the Planet Hollywood mark lead the Court to find
that the Hollywood Casino mark aso is not sufficiently smilar to the Planet Hollywood mark to evoke a
menta association between the two. The Court again notes that Planet Hollywood has not offered any
consumer testimony or survey evidence to suggest otherwise.

b. Similarity of the Products/Services. As the Court has previoudy found, the
Cadno sarvicesoffered by Hollywood Casino are neither competitive nor closdly related to the restaurant
sarvices offered by Planet Hollywood. The statute does not limit dilution clams to marks covering
competing products or services. But the more Smilar the products or services being offered, the more
likely that the use of two Smilar marks might cause consumers to link the two together. Thus, because the
sarvices are non-competitive (and not closdy related), this factor doesnot support afindingthat Hollywood
Casino’'s use of the mark would tend to evoke a mental association with Planet Hollywood.

C. Sophistication Of Consumer s. The Court hasfound that therelevant consumers
are sophisticated, inthe sensethat “individuas who frequent casinos are likely to have made arationd and
purposeful decisonto do so.” Accordingly, this factor does not support Planet Hollywood' s claim of

dilution by blurring.
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d. Predatory Intent. Asthe Court hasaready found, Planet Hollywood has failed
to establishthat Hollywood Casino intended to copy the Planet Hollywood mark. Accordingly, thisfactor
does not support afinding of dilution by blurring.

e. Renown Of Senior And Junior Marks. It should go without saying that the
Panet Hollywood mark has avery high leve of renown: after al, under the federd act it must be famous
in order to qudify for protection in the firg place. And, as the Court has also found, any renown that
attaches to Hollywood Casino’s mark is far less than that enjoyed by the Planet Hollywood mark. How
those factors cut in the dilution andys's, however, is open to debate. The extraordinary renown of the
Planet Hollywood mark arguably makesit less susceptible to being associated with other marks. On the
other hand, the Hollywood Casino mark likely has some leve of recognition in the areas surrounding
Aurora, lllinois and Tunica, Missssippi, where the Hollywood Casinos operate. Thus, on baance, the
Court believes that these factors weigh somewhat in favor of afinding of dilution by blurring.

113. Insum, the Court believesthat the relevant factors, taken together, lead to the conclusion
that Planet Hollywood hasfailed to establish that the Hollywood Casino mark evokes a menta association
in areevant universe of consumers with the Planet Hollywood mark. The factors that the Court deems
most important do not support a finding of such blurring:  the marks are not substantially smilar, the
products and services offered by the parties are not competitive or closdly related, and Planet Hollywood
has faled to establish any predatory intent on the part of Hollywood Casino. And, the factor of
sophigtication of consumers dso weighs againg afinding of dilution by blurring. The respective levels of
renown of the Planet Hollywood and Hollywood Casino marks are insufficient to overcome these other

factors.
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114. Inaddition, the Court concludes that Planet Hollywood has failed to establish another
element necessary to prove its cdlam of dilution by blurring: that Hollywood Casino’s use of its film grip
mark has caused harmto the economic vadue of Planet Hollywood' smark. Planet Hollywood has offered
No consumer or survey evidence to show that there has been economic harm to the vaue of its mark, or
that any such harm has been caused by Hollywood Casino. Indeed, Planet Hollywood consstently has
maintained that despite the economic duress being experienced by Planet Hollywood (which it does not
atributeto any conduct by Hollywood Casino), the Planet Hollywood mark remains extremely strong --
and, as the Court has found, continues to be famous. For thisreason as well, the Court concludes that
Planet Hollywood hasfailed to establish aclam of dilution of its trademark under the federd Statute.

2. FEDERAL TRADE DRESS DiLuTION CLAIM.

115. Inaddition to daming dilution of its trademark, Planet Hollywood aso asserted during
closng argument at tria that there has been dilution of itstrade dress (Trid Tr. 895-97, 901). There are
two threshold problems withthis argument, each of which leads to rgection of Planet Hollywood' sdam.

a

116. First, Planet Hollywood did not plead a clam of trade dress dilution in the Amended
Complaint. To be sure, in its alegations of “common facts’ to al counts, Planet Hollywood made
assertions that might suggest adam of trade dress dilution. For example, Planet Hollywood asserted that
Hoallywood Casino’ sdisplay of memorabilia and alegedfocus onthe cel ebrity owners of Planet Hollywood
are designed “to create an image and association with plaintiffs’ (Am. Complt., 1/ 18), and that dlegation
is incorporated by reference into Count I11, which pleads the clam of dilution. However, in the specific

articulationof what acts by Hollywood Casino dlegedly condtitute dilution, Planet Hollywood specificaly

140



chdlenges only use of the “HOLLYWOOD CASINO design mark,” and specificaly aleges only that
Hollywood Casino’s use of that mark diminishes the distinctive quality of Planet Hollywood's “design
marks’ (Am. Complt.,  32). Nothing is said about dilution of Planet Hollywood' s trade dress. Planet
Hollywood has never sought to amend its complaint prior to trid to add a trade dress dilution claim, and
after trid did not seek to amend the complaint to conformto evidence. The Court sees no reason now to
permit Planet Hollywood to add a trade dress dilution claim that it could have pled long ago.

b.

117.  Second, even had it properly been pled, the Court holds that a trade dress dilution claim
does not properly lie under the FTDA. In so holding, the Court has consdered that some courts have
interpreted the federd act to include a cause of action for tradedressdilutiondams. See, e.g., Clinique
Labs., 945 F. Supp. a 561. For the reasons that follow, this Court respectfully disagrees.

118. Thedarting point of our andyss, of course, is with the specific terms of Section 43(c).
Courts are required to give effect to the “clear meaning” of the Satutes as written. Estate of Cowart v.
Nickos Drilling Co., 505 U.S. 469, 476 (1992). Thus, “[iJnagtatutory construction case, the beginning
point must be the language of the Satute, and whena statute speakswithclarity to anissue, judicid inquiry
into the statute’ s meaning, indl but the most extraordinary circumstance, isfinished.” 1d. at 475; seealso
Sullivan v. Sroop, 496 U.S. 478, 485 (1990); Pavelic & LeFlorev. Marvel Entertainment Group,
493 U.S. 120, 122 (1989).

119. Here, the statutory language is very precise and unmistakable: Section 43(c) providesthat
“[t]he owner of afamous mark shdl be entitled . . . to an injunctionagaing another person’s commercid

usein commerce of a mark or trade name, if such use begins after the mark has become famous and
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causesdilution . ..” 15 U.S.C. § 1125(c) (emphasis added). Thisprovison expressy extendsacause of
action for dilution of a famous mark and says nothing about trade dress. Indeed, it is not without
ggnificancethat the popular name for the legidation that added Section 43(c) to the Lanham Act wasthe
“Federd Trademark DilutionAct of 1995" (emphasis added). The Court seesno reasonto infer that when
Congress used the words “mark” or “trade name,” it realy meant toinclude, sub silentio, trade dress as
wal.

120. InClinigue Laboratories, Inc., the district court drew that very inference on the ground
that to do so was congstent withthe case law interpreting Section43(a) toindudetrade dress infringement,
even though Section 43(a) does not specificaly use the term “trade dress.” 945 F. Supp. at 561 (citing
Two Pesos, 505 U.S. at 773). However, the Court believes thet little paralel can be drawn between
Section 43(a) and Section 43(c) for purposes of this andyss, because the language of Section 43(a) is
ggnificantly different from that of Section 43(c).

121. Asit existed at the time of the Two Pesos decison, Section 43(a) not only faled to
specificdly use the term “trade dress,” but it dso did not use the term “trademark:”

“Any personwho . . . usesincommerce any word, term, name, symbol,
or device or any combination thereof, or any false designation of
origin, false or misleading description of fact, or false or
misleading representation of fact, which -- (A) is likely to cause
confusion . . . astothe. .. origin. .. of ... goods, services or
commercid activities by another person, or (B) . . . misrepresentsthe. . .
origin of his or her or another person’s goods, services, or commercid
activities, shdl belidblein aavil action . . ”

15U.S.C. § 1125(a) (emphasis added). It was the very breadth of this language that the Supreme Court

cited inhalding that Section43(a) providesprotectionfor both trademarks and trade dress. The Supreme
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Court reasoned that Section43(a) “does not mention trademarks or trade dress,” and “[w]e see no basis
for requiring secondary meaning for inherently distinctive trade dressprotectionunder § 43(a) but not for
other didinctive words, symbalsor devicescapable of identifyinga producer’ sproduct.” Two Pesos, Inc.,
505 U.S. at 774. In short, because Section 43(a) did not specificaly use the term trademark or trade
dress, there was no reason to infer that Congressintended to provide protectionfor one but not the other.

122. However, the Supreme Court recognizedthat “[i]t would be a different matter if therewere
textud bass in § 43(a) for treating inherently digtinctive verba or symbalic trademarks differently from
inherently didtinctive tradedress.” Two Pesos, 505 U.S. at 774. Section 43(c) presents just that kind of
different matter: Congresswas more specific in drafting the statutory language, and thus provided atextud
bass for diginguishing betweentrademarks and trade dress for purposes of dilutionprotection. Congress
unmistakably intended to provide protection againg dilution of famous “marks,” and specificaly used that
word. The fact that Congress did not indude a specific reference to protection againg dilution of trade
dress cannot Ssmply be swept under the rug.

123. Therecent Trademark Amendments Act of 1999 providesfurther support for this Court’s
satutory construction. Inthat Act, Congress amended Section43(@) of the Lanham Act to include anew
subsection (3), which specificaly acknowledges the avil action for trade dress infringement and which
specificaly usesthe term “trade dress’:

In a dvil action for trade dress infringement under this Act for
trade dress not registered on the principd register, the person

who assertstrade dress protection has the burden of proving that
the matter sought to be protected is not functional.
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15U.S.C. §1125(a)(3) (emphess added). Thissame set of amendmentsaso provided new remediesfor
cases of dilutionof famous marks, 15 U.S.C. § 1116(a) and 1117(b), but left thelanguage of Section43(c)
unchanged.

124. Thefact that Congressadded to Section43(a) aspecific referenceto “trade dress’ shows
that Congress was fully capable of induding that term in Section 43(c) as wall, if Congress intended to
extend anti-dilutionprotectionto trade dress. Moreover, thefact that in that samelegidation Congressalso
revised the remedies available for violaions of 43(c) shows that the anti-dilution provison was on
Congress sradar screen at the time -- hence, the failure to include a specific reference to trade dressin
Section 43(c), as Congress did in Section 43(a), takes on added meaning. “[W]here Congressincludes
particular language in one section of a satute but omitsit inanother sectionof the same Act, it is generdly
presumed that Congress acts intentiondly and purposefully in the disparate induson or excluson.”
Russello v. United States, 464 U.S. 16, 23 (1983).

125. Inadopting this congruction, the Court notes that there is nothing bizarre or anomalous
about a congressiond decision limiting protection under Section 43(c) to trademarks, but extending
protectionunder Section 43(a) more broadly to trademarksand trade dress. Section 43(a) requires proof
of likely confusion between two particular marks or trade dress, while it imposes a substantia hurdle to
egtablishing liability for infringement. Section 43(c), by contrast, digpenses with the requirement of proof
of source confuson. By eiminating the requirement of proving likely confuson to establish aclam under
Section 43(c), Congress has made the FTDA a powerful tool, and it thusis not surprisng that Congress
limited the scope of itsuse. One suchlimitationisthat Section43(c) appliesonly to famous marks, and not

todl marksthat are “digtinctive’ asisthe case with Section 43(a). The Court believesthat it was no less
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rationa for Congressto decide that given the frequent difficulty of specificdly articulating what congtitutes
aparty’strade dress and the potential ambiguity in that description, a party pursuing afederd trade dress
clam should not be adlowed to do so without proving likely confusion.

126. The Seventh Circuit recently noted that “ given the difference in wording between 8§ 43(a)
and 843(c), . . . the contention that the statute [FTDA] isingpplicable to trade dress’ isnot “totaly without
merit.” SyndicateSales, Inc., 52 U.S.P.Q. 2d at 1040. In that case, the Seventh Circuit was not required
to reach the issue because it had beenwaived. That isnot the case here. For the reasons set forth above,
the Court concludes that Section 43(c) was not intended to provide a cause of action for trade dress
dilution, and Planet Hollywood' sFTDA dam for trade dress protectionmust fail for that reason as well.*®

3. StaTELAW DiLuTION CLAIMS.

127. Theverdon of thelllinois Anti-Dilution Act in effect at the time the origind complaint and
counterclam were filed inthis case wasrepealed by 765 IL CS 1036/65, which became effective January
1, 1998. However, by its specific terms, the amended version does not apply to cases “then pending on
its effective date.” 765 ILCS 1036/90; see also Medic Alert Foundation United Sates, Inc. v. Corel
Corp., 43 F.Supp.2d 933, 940-41 and n.5 (N.D. IIl. 1999). Because this case was pending at the time
the new act took effect, the provisons of the former Illinois Anti-DilutionAct, 765 ILCS 1035/15, control

resolution of the gate law dilution claims assarted in this case.

%®Even were the trade dress dilution claim pled and covered by Section 43(c), Planet Hollywood has failed to
establishit. Assuming Planet Hollywood'’ strade dresswere famous, the findings made earlier establish that Hollywood
Casino’s total image is sufficiently distinct that it would not likely create a mental association with Planet Hollywood.
And, aswith its trademark dilution claim, Planet Hollywood has not shown any harm to thedistinctivenessof its trade
dress. Accordingly, the Court finds that Planet Hollywood has failed to establish a claim of trade dress dilution under
the federal act.
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128. Theagpplicable verson of the lllinois Anti-Dilution Act Sates in relevant part:

[T]he drcuit court shdl grant injunctions, toenjoin

subsequent use by another of the same or any Smilar

mark, trade name, labd or form of advertisement if there

exigs a likdihood of injury to business reputation or of

dilution of the digtinctive qudity of the mark, trade name,

labd, or form of advertisement of the prior user,

notwithstanding the absence of competition between the

parties or of confusion as to the source of goods or

Services. . . .
765 ILCS 1035/15 (Smith-Hurd 1996) (“IADA”). Thus, aswith the FTDA, under Illinois law “dilution
is not dependent upon the likelihood of confusion but on a separate likeihood of dilution inquiry.” AHP
Subsidiary Holding Co., 1 F.3d at 619. Illinois law “grants protection to trademarks beyond that
provided by the classic *likelihood of confuson’ test under the LanhamAct,” by seeking to * prevent[] the
gradud whittling away of trademarks' digtinctiveness through use by third partieson non-confusing, non-
competing products.”” Ringling Bros., 855 F.2d at 482.

129. Aswith the federal law, while granting this additiona protectionthe lllinois law aso placed
certain additiond condraintsonitsuse. Under gpplicable Illinois law, the protection of the statute is not
available to competitors. See AHP, 1 F.3d at 619 (citing cases). However, because Planet Hollywood
and Hollywood Casno are not competitors, Planet Hollywood is not barred from attempting to avall itsdlf
of the protections of the IADA inthiscase. Thus, we consder Planet Hollywood' s trademark and trade
dress dilution clams under Illinoislaw.

a. TRADEMARK DILUTION.

130. ThelADA isdesgnedto protect a strong trade name or mark from use -- and dilution--

by another. Kern v. WKQX Radio, 175 lll. App.3d 624, 634, 529 N.E.2d 1149, 1156 (1st Dist. 1988)
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(citing Filter Dynamics Int’l, Inc. v. Astron Battery, Inc., 19 Ill. App.3d 299, 314, 311 N.E.2d 386
(1974); Alberto-Culver Co. v. Andrea Dumon, Inc., 466 F.2d 705, 709 (7th Cir.1972)). In Ye Olde
Tavern Cheese Products, Inc. v. Planters PeanutsDivision, Sandard Brands, Inc., 261 F.Supp. 200
(N.D. Ill. 1966), aff'd, 394 F.2d 833 (7thCir. 1967), the Seventh Circuit stated that the lllinois Trademark
Act requires that the trademark or name be "digtinctive’ (rather than“famous’). 1d. at 208. In McGraw-
Edison Co. v. Walt Disney Prods., 787 F.2d 1163, 1174 (7th Cir. 1986), the Seventh Circuit held that
when determining the distinctiveness of the mark under the 1llinois Anti-Dilution Act, the court consders
factorssuch as. (1) whether the mark is “coined” or invented; (2) the length of time the mark has been
used; (3) the scope of advertisng and promotion of the mark; (4) the nature and extent of the business; and
(5) the scope of the firgt user’ sreputation. See also Hyatt Corp. v. Hyatt Legal Servs., 736 F.2d 1153,
1158 (7th Cir.), cert. denied, 469 U.S. 1019 (1984)). Further, lllinois courts have interpreted this
requirement to limit relief to Stuations where the name was origind with the plantiff, where it acquired
widespread reputationand good will through the plaintiff'sefforts, and where the defendant's name or mark
wasvirtudly identical. 1d.; see also Thompson v. Soring-Green Lawn Care Corp., 126 Ill. App.3d 99,
112, 466 N.E.2d 1004, 1015 (1st Digt. 1984) (The Illinois Anti-Dilution Act empowers courts to grant
inunctive relief to enjoin the use of the same or any similar mark, trade name, labe or form of
advertisement if there exigtsether: alikelihood of injury to businessreputation, or dilution of thedigtinctive
qudity of the mark).

131. Thus inany andyssunder the IADA, therearetwo questions that must be answered: (1)
isthe desgn mark “didtinctive’ and, if so, (2) hasit beendiluted by use of avirtudly identical mark. Here,

asthe Court hasfound, Planet Hollywood' sdesign mark is not merdy distinctive, but famous -- apoint that
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Hollywood Casino concedes. The remaining question, then, iswhether Hollywood Casino has, by use of
itsfilmstrip mark, caused a“dilution” of Planet Hollywood' s desgn mark. We find that the answer is no.

132. InHyatt Corp., 736 F.2d at 1158, the Seventh Circuit hed that under Illinois law, the
“[i]mportant factors” indetermining dilution “are the Smilarity between the marks used by the parties, and
the extent of the marketing effort by the second user.” The Seventh Circuit has equated dilution under
[llinais law with “ablurring of the mentd image of the damant’'s mark or product.” Ringling Bros., 855
F.2d at 485. We believe that as withfedera law, under Illinaislaw, “[t]o support anactionfor dilution by
blurring, ‘the marks mug at least be amilar enough that a Sgnificant ssgment of the target group of
customers sees the two marks as essentidly the same.”” Luigino's, Inc., 170 F.3d at 832 (quoting
McCarthy, supra, 8 24:90.1, at 24-145). See also Mead Data Cent., 875 F.2d at 1029 (holding that
markshad to be “very” or “subgtantidly” smilar to support aclam of dilution, and finding that “Lexis’ and
“Lexus’ were not subgtantidly smilar).

133.  Based on the findings that the Court has made concerning the respective marks, the Court
finds that they are not suffidently smilar to sustain a dam of dilution under lllinois law. The Court
emphasizes that Planet Hollywood has not offered any evidence of how consumers actudly view these
marksin the marketplace, and the Court has not beensupplied withany direct tesimony by consumersor
with any survey evidence. Planet Hollywood has failed to offer evidence to establish that reasonable
consumers would likely find these marks so amilar as to blur the menta image of the Planet Hollywood
mark. Accordingly, the Court concludesthat Planet Hollywood hasfailed to proveits clam of trademark

dilution under Illinois law.
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b. TRADE DRESS DILUTION.

134. The IADA extends trade dilution protection to a “mark, trade name, label or form of
advertisement . . .” Section 1035/15 (emphads added). The thrust of the statutory language seems
directed to trademarks; as with Section 43(c) of the Lanham Act, no mention is made of trade dress.
However, the use of the phrase “form of advertisement” might arguably be broad enough to encompass
trade dress. One federd didtrict court decison interpreting a predecessor version of the IADA extended
it to cover trade dress dilution, reasoning that trade dress congtituted a trademark. Soft Sheen Products,
Inc. v. Revelon, Inc., 675 F. Supp. 408, 416 (N.D. Ill. 1987). The Court hasfound no Illinois state court
decisons addressng whether the IADA covers trade dress. However, a number of Illinois Sate court
decisions have recognized that the purpose of the IADA was to protect “a strong trade name or mark.”
Curranv. WKQX Radio, 175 Ill. App. 3d 624, 634, 529 N.E.2d 1149, 1156 (1st Dist. 1988) (emphesis
added); seealso Filter Dynamics|nternational v. Astron Battery, Inc., 19 1ll. App. 3rd 299, 314, 311
N.E.2d 386, 398 (2d Dist. 1974).

135. The Court believes that the better reading of the IADA isthat it does not extend to trade
dress. Under lllinoislaw, ‘[i]t isafundamenta principle of statutory congtruction that the express mention
of one thing in astatute excludes dl other things not mentioned.” City of Chicago v. Air Auto Leasing
Co., 297 Ill. App. 3d 873,697 N.E.2d 788, 791 (1st Dist. 1998) (quoting Welch v. Johnson, 147 11l.2d
40, 588 N.E.2d 1119, 1124 (1992)). We see no reason to stretch the interpretation of trademark to
indudetrade dress; had the lllinois legidature intended to extend the statuteto cover trade dress, it reedily

could have said s0.
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136. Inany event, even if Planet Hollywood had asserted a trade dress dilution daim under
lllinoislaw, and Illinois law recognized such a clam, the clam would fail for lack of proof (see Concluson
No. 126, supra). Asaresult of this concluson, and the previous conclusions that Planet Hollywood has
faled onitsother anti-dilution dams under federd and state law, the Court hereby enters judgment for

defendants and againgt plaintiffs on Count I11 of the Amended Complaint.

B. HoLLywooD CASINO’S DiLUTION CLAIMS.

137.  We now turn to Hollywood Casino’s counterclams dleging dilution of its trademark,
“Hollywood Casino,” by Planet Hollywood's use of its word trademark “Planet Hollywood” in four
particular restaurants located in hotels that dso house casino operations. As does Planet Hollywood,
Hollywood Casino dleges dilution and violation both of the FTDA and the IADA (Am. Counterclam,
Count IV). However, unlike Planet Hollywood, Hollywood Casino’'s theory of dilution is not based on
“Dlurring” but on tarnishment: Hollywood Casino alegesthat Planet Hollywood' s“infringing acts denigrate
and tarnish [Hollywood Casino’'s| reputation with the users of [casino] services” (Am. Counterclaim,
40).

138.  For the reasons discussed inConclusons N os. 62-66 above, the Court re ects Hollywood
Casino's atempt to avoid the merits of this daim by deleting it from the Amended Counterclam. As
Hollywood Casino’s mation to amend the Amended Counterclam anticipates, the dilution damsfail on

the merits both under federd and state law.
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1. FeDERAL DiLuTION CLAIM.

139.  With respect to the dlegationof dilutionunder federa law, Hollywood Casino’ sdamfals
at the threshold because its trademark is not “famous” The Court has not deemed it necessary to find
whether Hollywood Casino's trade name and trademark are generic or merely descriptive, and thus not
protectible at dl. What the Court has found is that even assuming protectibility, the Hollywood Casino
trademark does not have a nationwide presence, but rather has recognition principaly in the geographic
areas surroundingitslocationsin Aurora, lllinois and Tunica, Mississppi. For thereasonsaready set forth
a some length (see, e.g., Findings Nos. 57-66), the Court finds that Hollywood Casno falsto meet that
threshold standard of “famousness.”

140. Moreover, Hollywood Casino has failed to establish either a mental association between
its name trademark and that of Planet Hollywood, or any actua economic harm that has falen to
Hollywood Casino because of Planet Hollywood' s use of its mark. “The sine qua non of tarnishment is
afinding that plaintiff s mark will suffer negative associations through defendant’suse.” Hormel Foods
Corp., 73 F.3d a 507. Casesin which tarnishment have been found generdly arise “where adigtinctive
mark is depicted in a context of sexud activity, obscenity or illegd activity.” ElvisPredey, 950 F. Supp.
at 799 (dting cases). Although some courts have gone farther and recognized tarnishment where “a
plantiff’ strademark islinked to products of shoddy qudity, or is portrayed inan unwholesome or unsavory
context likely to evoke unflatering thoughts about the owner’s product,” id. (quoting Deere & Co. v.
MTD Products, Inc., 41 F.3d 39, 43 (2nd Cir. 1994)), in suchcasesthe trade names either were found
“identicd or dmogt identicd, or therewas proof of anintent by the defendant to dilutethe mark of aplaintiff
to its own advantage.” 1d. (citing cases).
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141. AstheCourt hasfound, the word marks here have sgnificant differences (FindingNo. 38),
which would not make them appear highly smilar to the consuming public. Moreover, as the Court has
found, these parties are not competitors, which the Court finds makesit lesslikely that a consumer in the
marketplace confronting the Planet Hollywood name would mentdly associate it with Hollywood Casino.
Hndly, Hollywood Casino hasfailed to offer evidence aufficient to establishthat any suchassoci ationwould
invariably be a negative one. Hollywood Casino has offered no consumer or other survey evidence that
the Planet Hollywood name is currently viewed ina pervasive, negative fashion, or that people confronting
that name would associate it with Hollywood Casino inaway detrimentd to Hollywood Casino. Indeed,
Hollywood Casino has admitted that it has failed to uncover any damage suffered by Hollywood Casino
from Planet Hollywood' s use of its trademark name in restaurants located in casinos (6/1/99 Tr. 46-47).

For the foregoing reasons, Hollywood Casino’s claim of dilution under the FTDA falls.

2. STATELAwW DiLuTioN CLAIM.

142.  Whilethe gpplicable versonof the lllinois Anti-Dilution Act does not require proof that a
mark is famous, that does not advance Hollywood Casino’s dam of dilution under Illinois law. Even
assuming that Hollywood Casno’s mark is distinctive and thus qudifies for protection under the IADA,
Hollywood Casino’'s dam under state lawv mugt fal because -- as under federa law -- the two name
trademarksare not aufficently amilar to sustain aclam of dilution. Asaresult of thisfinding and thefinding

that Hollywood Casino hasfaled to establishdilutionunder federa law, the Court hereby entersjudgment
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in favor of the counterclam defendants and againg the counterclam plaintiffs on the dilution daimsin

Count IV of the Amended Counterclaim. °

CONCLUSION

For dl the foregoing reasons, the Court hereby entersfind judgment as follows:

1 The Court grantsHollywood Casino’ smotionto dismiss the declaratory judgment counts
(doc. # 179-1), and thus hereby dismisses without prgjudice Count VI of the Amended Complaint and
Count IX of the Amended Counterclaim, pursuant to Federal Rule of Civil Procedure 12(b)(1), for lack
of subject matter jurisdiction. The Court denies Planet Hollywood' s request for an assessment of fees
againg Hollywood Casino under 28 U.S.C. § 1927, in connection with the litigation of the declaratory
judgment dams,

2. The Court hereby entersfind judgment for defendants, and againg plaintiffs, onCounts|
through V of the Amended Complaint, which are dl remaining damsin the Amended Complaint.

3. TheCourt deniesthe counterplaintiffs motionunder Federal Rule of Civil Procedure 15(b)
to conform the pleadings to the proof by ddeting Counts | through VII1 of the Amended Counterclaim

(doc. # 181-1). The Court hereby enters find judgment for counterdefendants, and against

%A s aresult of the Court’s conclusionsthat Hollywood Casino has failed to establish substantive violations
of trademark infringement, dilution, common law unfair competition or violation of the Illinois Consumer Fraud and
Deceptive Business Practice Act or the Nevada Deceptive Business Trade Practices Act, Hollywood Casino has failed
to establishthe predicateforits other remaining counts of unjust enrichment (Count V1) and damages (Count VIl1), each
of whichis based on Hollywood Casino having established one of the substantiveviolationsalleged in Counts | through
VorVIIl. Accordingly, the Court hereby entersjudgment for counterclaim defendantsand agai nst counterclaim plaintiffs
on Counts VI and V11 of the Amended Counterclaim.

153



counterplaintiffs, on Counts | through V111 of the Amended Counterclam, which are dl remaining counts
in the Amended Counterclaim.
4, All partiesare to bear thar own attorneys feesand costs. Thiscaseis hereby terminated.

ENTER:

SIDNEY |. SCHENKIER
United States M agistrate Judge

Dated: December 3, 1999
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